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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Uni min Corporation seeks to register the mark VANTAGE
on the Principal Register for “industrial mnerals, nanely
refractory clay used to manufacture refractory objects,” in
International Class 1.1

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U. S.C. 81052(d), on the ground that

applicant’s mark, when applied to its goods, so resenbl es

! Application Serial No. 76/086,771, filed on July 12, 2000,
i s based upon applicant’s allegation of a bona fide intention to
use the mark in comrerce.
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t he mark ADVANTAGE which is registered for “building
materials, nanely clay bricks,” 2 in International Cass 19,
as to be likely to cause confusion, to cause m stake or to
decei ve.

When the Trademar k Exam ni ng Attorney nade the refusal
final, applicant appealed. Applicant and the Trademark
Exam ning Attorney have filed briefs, but applicant did not
request an oral hearing before the Board.

W reverse the refusal to register.

In the course of rendering this decision, we have

followed the guidance of Inre E. 1. du Pont de Nenours &

Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973).
The du Pont case sets forth the factors that should be
considered, if relevant, in determning |ikelihood of

conf usi on.

The Exam ning Attorney naintains that the marks are
confusingly simlar in overall comrercial inpression and
that applicant’s goods are highly related to registrant’s
identified goods, that both types of goods are frequently
sold under a single trademark and that they often nove in

t he sane channel s of trade.

2 Regi stration No. 2,109,113, issued on Cctober 28, 1997.
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Applicant, in urging reversal of the refusal to
regi ster, contends that the marks are dissimlar; that the
goods nove in distinctly different channels of trade; that
regi strant’s ADVANTAGE mark should be given a relatively
narrow scope of protection; and finally, that any common
users of registrant’s and of applicant’s goods are al
careful, sophisticated purchasers.
We turn first to a consideration of the respective

mar ks. The Trademark Exami ning Attorney points to a
dictionary entry show ng that the word “advantage” is used
repeatedly in the several definitions of “vantage.” In
addition to a common neani ng, she argues that these two
words al so | ook alike and sound ali ke, hence creating the
sanme overall comercial inpression. Applicant counters
that these two words are different as to sight, sound and
meani ng:

“[ The words VANTAGE and ADVANTACE are]

di fferent words which have different common

Engl i sh nmeani ngs and usages ... VANTACE is a

two syllable word beginning with a hard

consonant sound. Conversely, the ’ 113

registration is for the word “advant age”

whi ch includes three syll ables and begi ns

with a soft vowel sound. As a result, the

113 registration is a softer word than the

mark of this application.

Turning to the differences in neaning, both

the * 113 registration and subject mark

i nvol ve commonl y under st ood words whi ch have
dictionary definitions. However, ...the word
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‘advantage’ is a highly used word with the
comonl y understood nmeaning of ‘a benefit
associated with sone action’ and the word
VANTAGE is nore rarely used with the
comonl y understood nmeaning of ‘a relatively
favorabl e position or point.’”

We agree with applicant that these are both comon
Engl i sh | anguage words, and while the word “advantage” has
the connotation of “benefit,” the word “vantage” has the
connotation of “position.” And while two syllables are
identical in the marks, the sound and appearance of the two
wor ds are changed in obvious ways with the deletion of the
| eading syllable, “ad-,” fromregistrant’s mark.

As to a related du Pont factor, we also agree with
applicant that based sinply on the | audatory neani ng of
words |ike “advantage,” the cited mark cannot be consi dered
to be an especially strong mark.® On the other hand, we do
not agree with applicant that the federal trademark
regi ster shows this termto be particularly weak based upon
listed third-party registrations in the fields of raw cl ay

or finished bricks. Rather, the third party registrations

denonstrate only that nmultiple parties have registered

3 Applicant notes that Professor McCarthy lists the word
ADVANTAGE anong conmmonly used marks. See 2 J. McCarthy, MCarthy
on Trademarks & Unfair Conpetition, § 11.86 (4'" ed. 2001), citing
to Washi ngton National |nsurance Co. v. Blue Cross and Bl ue
Shield United of Wsconsin, 727 F.Supp. 472, 14 USPQ2d 1307 (N. D
I11. 1990) [ ADVANTAGE is weak as applied to health care prograns
based on extensive third party use in the health care field].
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mar ks cont ai ni ng variations on the word ADVANTACE for a
vari ety of construction materials and buil ding supplies
such as wooden building materials, doors, w ndows, etc.
However, none appears to be closely related to the goods of
applicant or of registrant.

Hence, we find that the marks do have different
overall commercial inpressions and that registrant’s mark
cannot be accorded an especially w de scope of protection.
These two factors favor the position of applicant.

W turn next to the respective goods. At first blush,
it may appear that raw clay, an industrial mneral, is
closely related to clay building bricks. However, upon
consideration of the entire record, we agree with applicant
that applicant’s specialized raw materials for industrial
refractories are quite different fromregistrant’s finished
buil ding materials. As argued by applicant:

Wi |l e both products of applicant and

regi strant involve clay, that is where the
simlarities end. In fact, the goods of
applicant are very different than the goods
of registrant. This application recites

i ndustrial mnerals, nanely, refractory
clays that are used to nmanufacture high
tenperature furnace bricks. This is a
speci ali zed product that is purchased in
bul kK by a purchasi ng departnent of a

manuf acturing organi zati on. The product is
used by the manufacturing organization to
produce a different retail or whol esal e

item Conversely, the 113 registration
recites building materials, nanely, clay
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bricks. The recited clay bricks of the '113

registration are the type of product that

are used on a job site by a contractor. The

buil ding materials of the 113 registration

are either purchased by the contractor or by

hi s/ her purchasing departnment. Applicant

respectfully submts that the manufacturing

materials recited in this application are

different than the building materials of the

"113 registration.
(Applicant’s appeal brief, pp. 6 — 7). As pointed out by
applicant, and confirned by information fromthe Internet
pl aced into the record by the Trademark Exam ni ng Attorney,
applicant (a mning conpany) and its conpetitors mne raw
fireclays fromthe earth. Al though applicant excavates
fireclays to be utilized in industry, it cannot be presuned
fromthe identification of goods that applicant itself
intends to manufacture any finished materials. Rather, it
sells refractory clay to others to be processed into
refractory objects such as firebricks, designed to
w thstand incredi bly hot tenperatures. These firebricks
are used, for exanple, in incinerators, industrial furnace
linings, and containers for nolten steel, alum num copper,
iron and glass, or by utility conpany boilers in
el ectricity-generating power plants.

By contrast, registrant’s bricks are identified as

“building materials,” marketed to the residential and

commerci al building construction industry. The types of
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clay brick* registrant markets are not enunerated, but in
light of the “building material s” preanble nust be presuned
to be derived fromsurface clays and are designed for use
in walls, foundations and exterior paving. The
regi strant’s goods could not be presuned, under this
identification of goods, to include finished refractory
materials such as firebricks.

In the second Ofice action herein, the earlier-
assi gned Trademark Exam ning Attorney placed six third-
party registrations into the record purporting to show the
rel ati onshi p between these respective goods. However,
these registrations fail to show that these respective
goods “nornmally sold and/or distributed by the sanme
buil ding materials distributing and whol esal e conpanies....”
(Trademar k Exam ning Attorney appeal brief, p. 5. Several
of these third party registrations do not even nane bricks
anong the International Cass 19 building construction
items listed. Wenever raw clay and bricks were listed in
the sanme registrations, the bricks were uniformy
characterized as refractory materials, not construction

bricks for the building industry. Accordingly, based on

4 G ay brick A solid masonry unit made of clay, usually
formed into a rectangular unit while in the plastic state and
treated in a kiln at an elevated tenperature to harden it.
Dictionary of Architecture & Construction, (3rd Ed. 2000).




Serial No. 76/086, 771

this record, we cannot conclude that the goods of applicant
are related to the goods of registrant.

W turn next to a related du Pont factor dealing with
the simlarity or dissimlarity of established, |ikely-to-
continue trade channels of registrant’s and of applicant’s
goods. Applicant argues as foll ows:

The nature of the goods of this application
and the goods of the ’113 registration
results in the goods of each traveling in
very different trade channels. 1In this
respect, the goods of this application are
purchased and used in bulk for the

manuf acture of other products. The
purchaser nornally buys tons of the product
at a tinme and the product is delivered by an
open railroad car or an open truck trailer.
Delivery often consists of the product being
dunped in a receiving area so that front-end
| oaders can nove the product to the

manuf acturing process. |In contrast, the
goods recited in the 113 registration are
finished products used on a job site by a
contractor to build a structure. They are
packaged in bundled units to prevent damage.
These trade channels are very different. In
fact, it is unlikely that the mark of this
application and the mark of the * 113

regi stration would ever cross paths |et

al one cross paths during the sanme or even
sim lar purchasing transactions.

In order to show the sane channels of trade, the first
Tradenmar k Exam ning Attorney, in responding to applicant’s
request for reconsideration, submtted Internet hits
reflecting seven conpani es that are the source of raw

materials such as fireclay as well as finished refractory
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materials such as firebrick. However, six of the seven
conpani es are |ocated overseas (in the United Ki ngdom

I ndia, Vietnamand China), so these Internet hits appear to
have little probative val ue when determ ni ng channel s of
trade for these respective goods within the United States.
The seventh set of conpany webpages of a firm known as
Christy Refractories Conpany, of St. Louis, MO ® denonstrate
that Christy, |ike applicant, produces raw clays for
refractories and ceram cs markets. Christy Refractories’
webpages, variously nom nated as “Qther refractory
products” or “Products we sell and conpanies we represent,”
contain entries for BNZ Materials and Louisville Fire
Brick. Both conpani es appear to nmanufacture firebrick (not
construction materials), but all indications are that they
each sell their respective finished firebricks to

manuf acturers (for use in industrial furnaces, etc.) under
their own house marks.® Hence, these docunents do not
denonstrate that these respective products “are frequently
sol d under the sane trademarks” (Trademark Exam ning

Attorney appeal brief, p. 5).

° “...refractory brick, which is made of fire clay, the

hi ghest quality of which cones from M ssouri.” The New York
Tinmes, April 13, 1995 (from LEXI S/ NEXI S dat abase, attached to
initial Ofice action).

6 <http://ww. christyco.com ot her. ht n >
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Finally, as to the conditions under which and buyers
to whom sal es are nmade, applicant argues as foll ows:

The goods of this application and the goods
of the '113 registration are the type of
goods which are purchased with care and
reflection. These products are not purchase
on inmpulse. First, the goods of this
application and the goods of the ' 113

regi stration are purchased by a professional
consuner as a part of their job. Second,
raw materials sold in bul k and buil di ng
material s i nvolve costly business
transactions which are not done w thout
reflection or consideration as to the
source. Third, these are the repeat type of
busi ness transactions that create

rel ati onshi ps bet ween purchaser and
supplier, and fourth, these types of
products are used in connection with costly
projects such as building a home. Under

t hese circunstances, confusion is not
likely.

Again, we agree that in the case of registrant’s goods, and
certainly in the case of applicant’s goods, both entities
are dealing exclusively with careful, sophisticated
purchasers. Wen this factor is conbined with the
differences in the overall commercial inpressions of the
mar ks and the clear differences in the nature and
distribution of the respective goods, we find the
| i kel i hood of confusion herein to be de m ninus.

In summary, we find that ADVANTAGE and VANTAGE have
different overall comercial inpressions, that registrant’s

mar k ADVANTAGE is a laudatory termthat is not entitled to
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a broad scope of protection, that the respective goods are
different and that they nove in distinctly different

channel s of trade to careful, sophisticated purchasers.

Decision: The refusal to register is reversed.



