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Bef ore Seehernan, Hairston and Drost, Adm nistrative
Trademar k Judges.
Opi nion by Hairston, Adm nistrative Trademark Judge:
An application has been filed by Pol ytechnic

University to register the mark THE OTHMER | NSTI TUTE FOR
| NTERDI SCI PLI NARY STUDI ES for “educational services, nanely
provi di ng courses of instruction in the field of
engi neering and how scientific and technol ogi cal nethods
af fect and influence such instruction; providing courses of

instruction on the inpact that science and technol ogy have

on soci ety and business; all such instruction to be
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provi ded by a college, university, or facility for higher
| earni ng, for undergraduate students, graduate students,
post graduate students and faculty fellows.”?

The Trademark Exam ning Attorney has refused
regi stration under Section 2(e)(4) of the Trademark Act on
the ground that the mark sought to be registered is
primarily nmerely a surnane.

When the refusal was made final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs. An oral
heari ng was not request ed.

We must first discuss an evidentiary matter.
Applicant, with its brief on the case, submtted the
results of a search of “Yahoo!” for persons with the
surnane “Qhner”; and printouts of excerpts retrieved from
the U S. Census Bureau database for the frequency of

certain surnanes, including surnanes with the “-HMER and

“-MER' suffixes.

! Application Serial No. 76090924, filed July 17, 2000, alleging
a date of first use anywhere of Septenber 14, 1998 and a date of
first use in comerce of April 1999.
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Al t hough the Exam ning Attorney noted in his appeal
brief that applicant submtted this evidence for the first
time on appeal, he did not specifically object to the
evi dence as being untinely. Further, the Exam ning
Attorney, with his appeal brief, submtted the results of a
“Googl e” search of the phrase “Institute for
Interdisciplinary Studies.” In this regard, the Exam ning
Attorney stated:

Because applicant submtted for the first

time on appeal evidence froma Yahoo search

to support his argunent that the term

OTHVER is not a surnane (see Exhibits D and E)

the exam ning attorney has attached his own

Googl e search showi ng that the term I NSTI TUTE

FOR | NTERDI SCI PLI NARY STUDI ES has neani ng

to the relevant public...) (Brief, p. 7).

Trademark Rule 2.142(d) provides that “[t]he record in
t he application should be conplete prior to the filing of
the appeal. The Trademark Trial and Appeal Board w |
ordinarily not consider additional evidence filed with the
Board by the appellant or by the exam ner after the appeal
is filed.” There is no “quid pro quo” with respect to
| ate-filed evidence. In other words, an Exam ning Attorney
is not allowed to submt evidence for the first tinme with

his or her appeal brief nerely because an applicant has

done so.
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As indicated, the Exam ning Attorney did not object to
applicant’s evidence, and thus we consider the Exam ning
Attorney to have stipulated this evidence into the record.
However, because the evidence submtted with the Exam ning
Attorney’'s appeal brief is untinely, we have given it no
consideration in reaching our determ nation herein. W
al so note that such evidence goes to a different point from
the evidence submtted by applicant; thus, it is not
designed to rebut applicant’s evidence regarding the
surnane significance of “Qthner.”

We turn then to the refusal to register under Section
2(e)(4). The Exam ning Attorney maintains that the mark
sought to be registered is primarily nmerely a surnane.

More specifically, the Exam ning Attorney argues that
OTHVER is a surnane, and that the addition of the
assertedly generic designation |INSTI TUTE FOR

| NTERDI SCI PLI NARY STUDI ES to the surnanme does not keep the
mark as a whole frombeing primarily nmerely a surnane.

In urging that the refusal to register be reversed,
applicant argues that “Qthner” is a rare surnanme, and thus
not primarily nmerely a surname; and that even assum ng that
“Qhnmer” has surnane significance, the addition of the

phrase “Institute for Interdisciplinary Studies” takes the
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mark as a whole out of the category of being primarily
nerely a surnane.

The burden is upon the Exam ning Attorney, in the
first instance, to present evidence sufficient to nake out
a prima facie case in support of the contention that the
mark is primarily nmerely a surname. Provided that the
Exam ning Attorney establishes a prima facie case, the
burden shifts to applicant to rebut the show ng nmade by the
Exam ning Attorney. See In re Harris-Intertype Corp., 518
F.2d 629, 186 USPQ 238, 23-240 (CCPA 1975). Further, in
determ ning whether a mark is primarily nmerely a surnane,
the mark must be considered as a whole. In re Hutchinson
Technol ogy Inc., 852 F.2d 552, 7 USPQ@d 1490, 1492 (Fed.
Cir. 1988).

Wth respect to the surname significance of the term
“Qhner,” the Exam ning Attorney has nmade of record a
printout retrieved fromthe “ReferenceUSA’ database show ng
a sanpling of the 140 listings for the surnane “Qhner;”
and excerpts fromseveral articles retrieved fromthe NEXI S
dat abase referring to individuals with the surnane
“Cthner.” The NEXIS search of “Qthmer” resulted in 986
hits.

Al so, we note fromthe brochure speci nen of record

that Donald F. Ghnmer was a |longtinme professor with
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applicant and that applicant recently received a $175
mllion bequest fromthe estates of M. OQhmer and his
wife, Mldred T. O hner.

Applicant, on the other hand, submtted the results of
a search of “Yahoo!” for persons with the surnane “Q hner.”
The search resulted in 84 hits; ten separate nanes are
listed.? Further, applicant submitted printouts of excerpts
retrieved fromthe U S. Census Bureau database for the
frequency of certain surnanes, including surnanes with the
“-HVER' suffix and “-MER' suffix. |t appears fromthese
printouts that surnanes ending in “-HVER' and “-MER’ rank
low in ternms of frequency.

Considering all of this evidence, we find that
“Othner” is a rare surnane. Moreover, OTHVER has been
conmbined with the term I NSTI TUTE FOR | NTERDI SCI PLI NARY
STUDI ES. Thus, the ultimate issue in this case is whether
the entire mark sought to be registered, THE OTHVER
| NSTI TUTE FOR | NTERDI SCI PLI NARY STUDIES, is primarily

nerely a surnane.

2 Three of these nanes al so appear in the sanpling of l|istings
fromthe ReferenceUSA dat abase.
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Appl i cant argues that the phrase I NSTI TUTE FOR
| NTERDI SCI PLI NARY STUDI ES does not i medi ately and
unequi vocal |y describe applicant’s type of services and
that, therefore, the termis not generic. Relying onlIn re
Anmerican Fertility Society, 188 F.2d 1341, 51 USPQR2d 1832
(Fed. Gr. 1999), applicant argues that the evidence
submtted by the Exam ning Attorney fails to establish that
the conposite phrase | NSTI TUTE FOR | NTERDI SCI PLI NARY
STUDI ES is understood by the public to refer primarily to
applicant’s type of services. Thus, applicant contends,
its addition to OTHVER renoves the mark, when considered as
a whole, fromthe primarily nmerely a surnanme category.

The Exam ning Attorney, on the other hand, contends
that the phrase | NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES is
generic and that, accordingly, the conbination of this term
with the surname OTHVER results in a mark which, as a
whole, is primarily nerely a surnane.

The Exam ning Attorney has submitted the foll ow ng

definitions fromthe The Anerican Heritage D ctionary of

the English Language (3'% ed. 1992):

institute: An educational institution, especially
one for the instruction of technical subjects.

interdisciplinary: O, relating to, or involving
two or nore academ c disciplines that are usually
consi dered distinct.
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study: plural studies. A branch or departnent
of | earning.

In addition, the Exam ning Attorney submtted several
excerpts of articles retrieved fromthe NEXI S database
showi ng usage of the term“interdisciplinary studies.” The
foll owi ng are exanpl es:

Dennard, 22, already has his degree from Arizona

State, a bachelor’s in interdisciplinary studies

earned | ast May.
(Al buguer que Tri bune; Cctober 25, 2001);

“...but I amexcited about going and doi ng sonet hi ng
for the coomunity,” said Al maya Wadl ey, a senior

I nterdisciplinary studies najor at UTA

(The Dallas Morning News; COctober 24, 2001); and

...Dyer, 34, an interdisciplinary studies mjor at
Eastern Washi ngton University, wanted to reach out
to those who | ost soneone on the four crashed
passenger jets.

(The Spokesman Revi ew, COctober 20, 2001).

In this case, |NSTITUTE FOR | NTERDI SCI PLI NARY STUDI ES
is a phrase, and not a single or conmpound word. Thus,
dictionary definitions of the individual words and
descriptive/ generic uses of constituent terns of the phrase
are insufficient to establish genericness. See Anerican
Fertility Society, 51 USPQ2d at 1836. The Exam ning
Attorney has failed to provide evidence show ng that
| NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES is a generic phrase

for applicant’s type of educational services. Thus, we
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find that this record does not establish that said phrase
is generic as used in connection with applicant’s services.

In view of the rareness of the surnane OTHMVER, and
considering that it has been conbined with I NSTI TUTE FOR
| NTERDI SCI PLI NARY STUDI ES and this phrase has not been
established to be generic, we find that the mark as a
whol e, THE OTHVER | NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES,
is not primarily nmerely a surnane.

W note, however, that the evidence of record clearly
est abl i shes that | NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES i s
merely descriptive of applicant’s educational services.?
The phrase i medi ately conveys information about the nature
of applicant’s services, i.e., applicant is an educati onal
institution with a departnent offering instruction in two
or nore usually distinct academ ¢ disciplines. Thus,
applicant is required to disclaimthe phrase |INSTI TUTE FOR
| NTERDI SCI PLI NARY STUDI ES apart fromthe nmark as shown.

Decision: The refusal to register under Section
2(e)(4) is affirnmed in the absence of a disclainer of

| NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES. However, in the

3 The refusal to register the mark absent a disclainmer of
I NSTI TUTE FOR | NTERDI SCI PLI NARY STUDI ES i s enconpassed within the
Exam ning Attorney’'s statement that this phrase is generic.
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event that applicant submts the required disclainmer within
thirty days of the date of this decision, the refusal to
register will be set aside, the disclaimer will be entered,

and the application will proceed to publication.
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