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Ronal d McMorrow, Tradenmark Exam ning Attorney, Law Ofice
105 (Thomas G Howel |, Managi ng Attorney).
Bef ore Sims, Seehernman and Chapman, Adm nistrative
Trademar k Judges.
Qpi ni on by Chapman, Adm nistrative Trademark Judge:

Applicant filed on July 18, 2000, an application to

regi ster on the Principal Register the mark shown bel ow

1ORION

for services amended to read “policy nmanagenent system

! The records of the Assignnent Branch of the USPTO indicate that
the involved intent-to-use based application has been assigned to
Safeco Financial Institutions Solutions, Inc. See Reel 2526,
Frame 0713.
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accessi ble over the Internet for on-line conputerized
tracki ng of insurance coverages” in International C ass 36.
The application is based on applicant’s assertion of a bona
fide intention to use the mark in commerce.

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U.S.C. 81052(d), in view of the five
previously registered marks listed below, all issued to
Orion Capital Corporation:?

(1) Registration No. 2,338,603, issued April 4, 2000,
for the mark ORION for the follow ng services:

“managenent of i ndependent insurance
agency representatives” in
I nternational O ass 35, and

“adm nistration of auto, property,
casual ty, marine, professiona
liability and workers conpensation

i nsurance underwiting services;

i nsurance clains adm ni stration,
managenent and adj usting services;

rei nsurance services, nanely sharing
i nsurance risks, either by accepting
such risks or placing themwth other
i nsurers; |oss adjustnent and
prevention services; auto, property,
casual ty, marine, professiona
liability and workers conpensation

i nsurance adm ni strati on, managenent
and consulting services; evaluation of
i nsurance prograns of others in order

> The Board notes that Registration Nos. 2,316,389 (ORI ONAUTO)
and 2,601, 643 (ORI ON AUTOLI NK) have been assigned to Oi onaut o,
Inc. See Reel 2530, Frame 0007. Even though the records of the
USPTO now i ndicate that the five cited registrations are owned by
two entities, the Board does not know if the original registrant,
Orion Capital Corporation, and the assignee, Orionauto, Inc., are
rel at ed conpani es.
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to anal yze current or potential risks,
to recommend corrective actions, to
conduct foll owup assessnents for
containing risks, and to conduct

i nsurance-rel ated prograns;
underwriting extended warranty
contracts in the field of personal

aut onobi | e i nsurance; and insurance
brokerage” in International C ass 36;

(2) Registration No. 2,316, 389, issued February 8,
2000, for the mark ORI ONAUTO for “insurance servi ces,
namel y, underwiting property and casualty risk, insurance
br okerage, insurance clains admnistration” in
I nternational C ass 36;

(3) Registration No. 2,601,643, issued July 30, 2002,
for the mark ORI ON AUTCOLI NK for the foll ow ng goods and
servi ces:

“conputer prograns and software that
may be downl oaded from or accessed
on a gl obal or other conputer network
for use in insurance adm nistration,
cl aims adjustnent, underwiting, and
transacting business with insurance
agents, transmtting applications for
I nsurance, price quotes, endorsenent
forms for policy changes, custoner
policy information, custoner claim

i nformation, insurance policy-related
data, and custoner-rel ated dat a,
processi ng prem uns and ot her
custoner paynents, and receiving
custonmer information requests and
referring themto networked agents,
and instruction and user manual s
therefor” in International O ass 9;
and
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“i nsurance services, nanely,

i nsurance cl ai ns adj ust nent,

i nsurance adm ni stration, issuing
policies and adm nistering clains and
prem um paynents, insurance

br oker age, processing of insurance
clai ms and paynent data, insurance
consul tation and insurance
underwriting in the field of non-
standard aut onobil e i nsurance” in
I nternational C ass 36;

(4) Registration No. 2,197,538, issued Cctober

1998, for the mark shown bel ow

(Q)rionCapital

for the follow ng services:

“adm ni stration of property,

casual ty, marine, professiona
liability and workers conpensation

i nsurance underwiting services;

i nsurance cl ains adm nistration and
adj usting services; reinsurance
services, nanely, sharing insurance
ri sks, either by accepting such risks
or placing themw th other insurers;
| oss adj ustnent and prevention
services; insurance consulting

servi ces, nanely, evaluation of

i nsurance prograns of others to

anal yze current or potential risks,
to recommend corrective actions and
to conduct foll owup assessnents for
containing risks and to conduct

i nsurance-rel ated prograns; property,
casual ty, marine, professiona
liability and worker's conpensation
i nsurance consulting services,
nanel y, eval uation of insurance
prograns of others in order to

anal yze current or potential risks,
to recommend corrective actions and

20,
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to conduct foll owup assessnents for
containing risks and to conduct

i nsurance-rel ated prograns” in

I nternational O ass 36; and

(5) Registration No. 2,445,436, issued April 24, 2001,

for the mark shown bel ow

@ Orion Specialty

(the word “specialty” is disclainmed) for the foll ow ng
servi ces:

“managenent of independent insurance
agency representatives” in
I nternational O ass 35; and

“adm ni stration of property,

casual ty, marine, professiona
liability and workers conpensation

i nsurance underwiting services;

i nsurance cl ains adm ni stration and
adj usting services; reinsurance
services, nanely sharing insurance

ri sks, either by accepting such risks
or placing themw th other insurers;

| oss adj ustnent and prevention
services; insurance consulting

servi ces, nanely, evaluation of

i nsurance prograns of others in order
to anal yze current or potenti al

ri sks, to reconmend corrective
actions and to conduct follow up
assessnents for containing risks and
to conduct insurance-rel ated
prograns; property, casualty, marine,
professional liability and workers
conpensati on i nsurance consulting
services, nanely eval uation of

i nsurance prograns of others in order
to anal yze current or potenti al

ri sks, to recomend corrective
actions and to conduct follow up
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assessnents for containing risks and
to conduct insurance-rel ated
prograns” in International C ass 36.

When the refusal was nade final, applicant appeal ed.
Bri efs have been filed, but an oral hearing was not
request ed.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. See Inre E. |I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cir. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/ or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997).

We turn first to a consideration of applicant’s
services and the cited registrant’s goods and services. It
is well settled that goods and/or services need not be
i dentical or even conpetitive in order to support a finding
of likelihood of confusion. Rather, it is sufficient that

t he goods and/or services are related in sone manner or
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that the circunstances surrounding their marketing are such
that they would be likely to be encountered by the sane
persons in situations that would give rise, because of the
mar ks used thereon, to a m staken belief that they
originate fromor are in sone way associated with the sane
producer or that there is an associ ati on between the
producers of the goods and/or services. See Inre Melville
Corp., 18 USPQ2d 1386 (TTAB 1991); and In re International
Tel ephone & Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

O course, it has been repeatedly held that in
determning the registrabiliy of a mark, this Board is
constrained to conpare the goods and/or services as
identified in the application with the goods and/or
services as identified in the registration(s). See COctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F. 2d
937, 16 USPQ2d 1783 (Fed. Cr. 1990); and Canadi an | nperi al
Bank of Commerce, National Association v. Wlls Fargo Bank,
811 F.2d 1490, 1 USP@2d 1813 (Fed. G r. 1987).

In this case, applicant identified its services as a
“pol i cy managenent system accessible over the Internet for
on-line conputerized tracking of insurance coverages.”

The cited registrant’s goods in Registration No. 2,601, 643
for ORION AUTCOLINK are identified as “conputer prograns and

software that nay be downl oaded from or accessed on a



Ser. No. 76091230

gl obal or other conmputer network for use in insurance

adm ni stration, clainms adjustment, underwiting, and
transacti ng business with insurance agents, transmtting
applications for insurance, price quotes, endorsenent forns
for policy changes, custoner policy information, custoner
claiminformation, insurance policy-related data, and
custoner-rel ated data, processing prem uns and ot her
custoner paynents, and receiving custoner information
requests and referring themto networked agents, and
instruction and user manuals therefor.”

Al so, the nost relevant of registrant’s identified
services include “insurance consulting services, nanely,
eval uation of insurance prograns of others in order to
anal yze current or potential risks, to reconmend corrective
actions and to conduct follow up assessnents for containing
ri sks and to conduct insurance-related prograns”

(Regi stration No. 2,338,603 for ORION, Registration No.
2,197,538 for ORI ON CAPI TAL and design, and Registration
No. 2,445,436 for ORI ON SPECI ALTY and design); “property,
casualty, marine, professional liability and workers
conpensati on i nsurance consulting services, namely

eval uation of insurance prograns of others in order to

anal yze current or potential risks, to reconmend corrective

actions and to conduct follow up assessnents for containing
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ri sks and to conduct insurance-related prograns”

(Regi stration No. 2,197,538 for ORI ON CAPI TAL and desi gn,
and Regi stration No. 2,445,436 for ORI ON SPECI ALTY and
design); “adm nistration of property, casualty, marine,
professional liability and workers conpensation insurance
underwriting services” (Registration No. 2,338,603 for

ORI ON, Registration No. 2,197,538 for ORI ON CAPI TAL and
design, and Registration No. 2,445,436 for ORI ON SPECI ALTY
and design); “insurance clainms admnistration”

(Regi stration No. 2,316,389 for ORI ONAUTO; “insurance
clainms adm ni stration and adjusting services” (Registration
No. 2,197,538 for ORI ON CAPI TAL and design, and

Regi stration No. 2,445,436 for ORI ON SPECI ALTY and desi gn);
and “insurance clains adjustnent, insurance adm nistration”
(Registration No. 2,601,643 for ORI ON AUTOLI NK)

It is clear that, as identified, applicant’s services
and the goods and highlighted services of registrant are or
can be used for the sanme or closely rel ated purposes.
Specifically, applicant’s policy nmanagenent system of on-
| ine tracking of insurance coverages is broad enough to
enconpass a system of managenent for the above-specified
i nsurance services offered by registrant (e.g., evaluation
of insurance prograns of others; insurance adm nistration;

i nsurance clains adm nistration). Also, the purpose of
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registrant’s services is nearly identical to the purpose of
its conputer prograns and software that nay be accessed
through the Internet for use in insurance adm nistration.
Thus, applicant’s broadly worded identification of services
relating to on-line tracking of insurance coverages is also
related to registrant’s goods.

Appl i cant acknow edges that the “[services] m ght
travel through the sanme channels of trade,” but argues that
the “purchasers and users of registrant’s and Appellant’s
services are professionals in the insurance industry”
(brief, p. 6). The Exam ning Attorney does not contradict
this assertion, and the involved identifications of
services (particularly those set forth earlier herein as
the nost relevant) in fact indicate that these services are
purchased by professionals in the insurance industry. W
agree that purchasers, either institutional or individual,
of insurance services woul d make such purchasi ng deci si ons
with at | east sonme degree of care. However, even
sophi sticated purchasers are not i nmune from confusion as
to the source of the goods and services, particularly when
they are sold under simlar marks. See W ncharger
Corporation v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289

(CCPA 1962); and In re Deconbe, 9 USPQd 1812 (TTAB 1988).

10
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Here we find that the invol ved goods and services are
closely related, would be sold through the sane or
over |l appi ng channels of trade, and could be sold to simlar
cl asses of purchasers, so that if sold or marketed under
simlar marks, confusion as to source by consuners woul d be
likely.

Turning now to the marks, when anal yzing applicant’s
mar k and each of the registered marks, it is not inproper
to give nore weight to a dom nant feature of a mark
provided the ultimte conclusion rests on a consi deration
of the marks in their entireties. See In re Dixie
Restaurants Inc., supra; In re National Data Corporation,
753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); and In re
Appetito Provisions Co. Inc., 3 USPQ2d 1553 (TTAB 1987).

Applicant’s mark is i ORION (as shown above). The

Exam ni ng Attorney submtted the Acronym Fi nder definition

of “i” as neaning, inter alia, “Internet.” The purchasing
public wll likely understand the “i” to refer to
“Internet,” particularly in the context of applicant’s
identified services. See In re Zanova, Inc., 59 USPQd
1300 (TTAB 2001). This letter has an obvi ous descriptive
significance for applicant’s services. As for the cited
mar ks, the secondary terns “specialty,” “capital,” “auto”

and “autolink” do not serve to distinguish the marks in any

11
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nmeani ngful way. Thus, we find that the dom nant portion of
applicant’s mark and registrant’s nultiple-wrd and
conposite marks is the arbitrary word “ORION.” That is,
purchasers are unlikely to distinguish the marks based on
the highly suggestive or descriptive additional wording,
when the arbitrary word ORION is identical in all of the
mar ks.

The marks (applicant’s and each of registrant’s) are
simlar in sound and appearance. CGCbviously, the
connotation of the termORIONis the sanme for both
applicant’s and registrant’s marks. W disagree with
applicant’s argunent that its mark creates a uni que
i npression different fromthat of registrant’s nmarks. Even
if purchasers do specifically renmenber the differences in
the invol ved marks, they may believe that applicant’s mark
is sinply a new version of registrant’s ORION marks for a
new product or service offered by registrant. See In re
Di xi e Restaurants, supra.

W find that, when considered in their entireties,
each of the marks ORI ON, ORI ONAUTO, ORI ON AUTOLI NK, ORI ON
CAPI TAL and design, and ORI ON SPECI ALTY and design, on the
one hand, and i ORION on the other, are simlar in sound,

appear ance, connotation and commercial inpression. See

12
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Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQd
1842 (Fed. Cir. 2000).

Applicant argues that it has identified “at |east six
active records for marks in International O ass 36 for
financial services that incorporate the word ‘orion’”; and
that therefore the cited marks should be accorded only a
narrow scope of protection. This argunent is not supported
by the record. 1In fact, despite having been advised by the
Exam ning Attorney (Final Ofice action, unnunbered page 2)
that applicant’s nere typed |ist was not sufficient to make
the application/registrations of record, applicant did not
| ater submt photocopies or any ot her evidence supporting
this argunent. 1In any event, we note that applicant’s
typed list includes an application (which is evidence of
not hi ng except that it was filed); a fewthird-party
regi strations for non-insurance services such as financi al
information provided by satellite and el ectronic neans,
real estate brokerage services and prepaid tel ephone credit
card services; and a reference to applicant’s registration
(No. 1,749,001, which was assigned to INA Corporation in
1999, and which expired in 2003 for failure to renew).

Applicant strongly contends that there have been no
i nstances of actual confusion “even though the marks have

co-existed in one formor another for alnobst fifteen

13
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years.” (Brief, p. 7.)°® W presume that applicant is
referring to no known instances of actual confusion
involving the cited marks and the mark originally owned by
applicant’s predecessor-in-interest, OR ONON-LINE REMOTE

| NSURANCE ORDER NETWORK (see Registration No. 1,749,001).
The problens with this argunent are nyriad -- applicant has
applied for the mark i ORION not ORI ON- ON- LI NE REMOTE

| NSURANCE ORDER NETWORK; applicant’s application is based
on a clained intention to use the mark in conmerce; there
is no information of record regarding if or when applicant
comenced use of its mark or as to the nature and extent of
registrant’s use of its marks; and there is no input from
the registrant. In any event, the test is |ikelihood of
confusion, not actual confusion. See Wiss Associates Inc.
v. HRL Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed.
Cr. 1990).

Whil e we have no doubt in this case, if there were any
doubt on the question of |ikelihood of confusion, it nust
be resol ved agai nst applicant as the newconer has the
opportunity of avoiding confusion, and is obligated to do

so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQRd

® Mpplicant also stated inits brief (p. 7) that “the marks have
co-exi sted for over ten years w thout any known incidents of
actual confusion.”

14
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1315 (Fed. G r. 1997); and In re Hyper Shoppes (GChio) Inc.,
837 F.2d 840, 6 USP@d 1025 (Fed. Cir. 1988).
Deci sion: The refusal to register under Section 2(d)

is affirned.

15



