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Susan B. Horwitz of Russo & Hale for applicant.
Tarah K. Hardy Ludl ow, Trademark Exam ning Attorney, Law
Ofice 110 (Chris A F. Pedersen, Managi ng Attorney).
Before Quinn, Hairston and Bottorff, Adm nistrative
Trademar k Judges.
Opi nion by Quinn, Adm nistrative Trademark Judge:

An application has been filed by Russo & Hale LLP to
regi ster the designati on COWPUTERLAW COM for “l ega

services.”?!

Applicant asserts that the mark it seeks to
register is inherently distinctive but, in the alternative,
clainms, pursuant to Section 2(f) of the Trademark Act, that

t he desi gnati on COMPUTERLAW COM has acqui red

! Application Serial No. 76/100,804, filed July 21, 2000,
asserting dates of first use anywhere and first use in comerce
of Novenber 15, 1995.
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di stinctiveness.

The Trademark Exam ning Attorney has refused
regi stration under Section 2(e)(1) of the Act on the ground
that the designation sought to be registered is generic
and, thus, unregistrable.? In the event that the
designation is found to be not generic but, rather, nerely
descriptive, the Exam ning Attorney al so has refused
regi stration on the Principal Register due to the
i nsufficiency of the evidence supporting the claim of
acquired distinctiveness.

When the refusal was made final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs. An oral
heari ng was not request ed.

The Exam ning Attorney nmaintains that the designation
COMPUTERLAW COM when used in connection wth | egal
services, is generic because it conprises the generic term
“conputer law’ and an entity desi gnator which |acks
trademark significance, nanely, the generic top-I|evel
domain (“TLD’) “.com” In support of the refusal, the
Exam ning Attorney submitted excerpts fromthird-party

I nternet websites and excerpts fromarticles retrieved from

2 The final refusal mistakenly cites to Section 23 of the Act.
In her appeal brief, however, the Exam ning Attorney corrected
this earlier msstatenent.
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the NEXI S database, all showi ng uses of the term “conputer
| aw’ as a specific area of practice in the |egal
pr of essi on.

Appl icant argues that its designation is inherently
distinctive and is, at worst, just suggestive of “the way
it offers its services as well as its connectivity and
‘wired relationship to energing technol ogies, and as such
the mark is suggestive of a certain genre of |ega
services.” According to applicant, the designation
COMPUTERLAW COM i s not the nane of a type of |egal
services, but that the designation sends “a clear nessage
to the public that Applicant’s firmis connected to the
Internet, that it offers services using nodern
conmuni cation nmethods, that the firmis accessible, and
that it offers services that are technically advanced.”
Even in the event that the designation is found to be
nmerely descriptive, applicant contends, it has acquired
di stinctiveness. Applicant asserts that the designation
COMPUTERLAW COM is a coined term and that it was first
used by applicant in 1995 before the “Internet boom”
Prospective purchasers can access applicant’s webpage at

wwwv. conput erl aw. comto gain information about applicant’s

practice and |l egal news in the area of conputer law. In

support of its position, applicant introduced a copy of its
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California state trademark registration for the designation
sought to be registered herein and excerpts fromits
website on the Internet. Wth respect to acquired
di stinctiveness, applicant relies upon its use of
COVPUTERLAW COM si nce Novenber 15, 1995 on its website and
inall of its advertising and pronotional nmaterials.
Applicant states that “[a]ll e-mail comuni cations between
applicant and existing clients and potential clients are
conducted via [its] mark.” Applicant also submitted copies
of third-party registrations which show, according to
applicant, inconsistent treatnment by the O fice regarding
registrability of sinilar designations.?

Generic terns are comon nanes that the rel evant
pur chasi ng public understands primarily as describing the
cl ass of goods or services being sold. Inre Merrill
Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567, 4

UsP2d 1141, 1142 (Fed. Cir. 1987). They are by definition

% Certain registrations were made of record during the
prosecution of the application. Oher registrations were
submtted for the first time with the brief (sonme were submtted
in the formof certified copies of the registrations, and others
are printouts fromthe TESS dat abase), and applicant has
requested that the Board take judicial notice of them Third-
party registrations are not proper subject matter for judicial
notice. TBWP 8712. Further, the subm ssion is untinely.
Tradenark Rule 2.142(d). W note, however, that the Exanining
Attorney did not object to the untinmely submn ssion and,
therefore, we have elected to consider the evidence in reaching
our deci sion.
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i ncapabl e of indicating a particular source of the goods or
services, and cannot be registered as trademarks. 1In re

Dial -A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQRd
1807, 1810 (Fed. Cir. 2001). The Ofice bears the burden
of proving that a termis generic. 1In re The Anerican
Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832, 1834
(Fed. Gr. 1999).

The determ nation of whether a termis generic
involves a two-part inquiry: First, what is the category
or class of the goods or services at issue? Second, is the
term sought to be regi stered understood by the rel evant
public primarily to refer to that category of goods or
services? H Marvin Gnn Corp. v. Internationa
Associ ation of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ
528, 530 (Fed. G r. 1986).

Wth respect to the first part of the genericness
inquiry, the class or category of services at issue here is
that of |egal services, nore specifically, |egal services
pertaining to the area of conputer law. Applicant’s
specinen, a printout of its Internet webpage, shows that
the law firm specializes in “conputer software cases” and
that the firm*®“has a networked office system electronic

mail facilities both internally and externally for clients,
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as well as multiple networked | BM PC-based, NEXT, and Apple
Maci nt osh- based conputer systens.”
We find that the record establishes that the term

“conputer law is the nane or type of a particular or
speci alized area of practice, and one in which applicant
clearly is involved. 1In this connection, we note that
applicant recognizes that “the legal industry uses the term
‘conputer law to define a certain type of law” (brief,
p. 5) The record is replete with generic uses of the term
“conputer law’ as a nane for a specialized area of the |aw,
much in the sanme way that “adm nistrative |aw or “donestic
relations law’ is used. Exanples of such uses in the NEXI S
articles are as foll ows:

Computer law is going to be the big

i ssue of the future...

(The Florida Times-Union, April 11,

2001)

One is Mark G ossman, an attorney with

Becker & Poliakoff who specializes in

t echnol ogy and conputer lawin Mam.

(The Record, April 9, 2001)

Victoria M Brown, an Engl ewood | awer,

will present a talk on “Conputer Law

Legal Problens and Pitfalls of Having a

Web Site Devel oped and Launched.”

(The New York Tines, March 11, 2001)

March 1-2, 2001. 21%' Annual Institute

on Conputer Law

(The National Law Journal, February 26,
2001)
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M. Hassett has over twelve years of
experience in technol ogy, |icensing,
conputer |law, trademark and commerci al
| aw.

(The Metropolitan Corporate Counsel,
April 2001)

The Internet websites show simlar uses. The front page of

the New Jersey Law Network (www. njlawnet.con) lists severa

“Legal Topics” such as “Administrative Law,” “Tax Law,”
“Intellectual Property,” “Crimnal Law,” and * Conputer
Law.” The website of ww. | aw. freeadvi ce.com i ncludes a

topic titled “Conputer Law.”

The second step of the G nn inquiry is whether the
rel evant public understands the term COMPUTERLAW COM t o
refer to the category of |legal services at issue. Here, we
find that the termis so understood. As cited above, the
evidence clearly establishes that the term “conputer |aw
identifies a particular area of legal practice. This is
exactly the area of the law in which applicant specializes.
See: Inre AlLa Vieille Russie Inc., 60 USPQ2d 1895 (TTAB
2001) [ RUSSI ANART generic for particular field or type of
art and al so for deal ership services directed to that
field]; In re Log Cabin Hones Ltd., 52 USPQR2d 1206 (TTAB
1999) [ because LOG CABIN HOVES is generic for a particular
type of building, it is also generic for architectural

design services directed to that type of building, and for
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retail outlets featuring kits for construction of that type
of building]; In re Wb Comuni cations, 49 USPQd 1478
(TTAB 1998) [ because WEB COMMUNI CATIONS is generic for
publication and communi cation via the Woirld Wde Wb, it is
al so generic for consulting services directed to assisting
custoners in setting up their owmm Wb sites for such
publ i cation and conmunication); and In re Harcourt Brace
Jovanovi ch, Inc., 222 USPQ 820 (TTAB 1984)[ LAW & BUSI NESS

i ncapabl e of distinguishing applicant’s services of
arrangi ng and conducting senmnars in the field of business
| aw] .

In the present case, the recitation of services is
broadly stated as “legal services,” and the services
clearly enconpass such services in the area of conputer
law. And, if applicant’s designati on CO/WPUTERLAW COM i s
generic as to part of the services applicant offers under
its designation, the designation is unregistrable. 1Inre
Anal og Devices Inc., 6 USPQd 1808, 1810 (TTAB 1988), aff’d
W t hout pub. op., 871 F.2d 1097, 10 USPQ2d 1879 (Fed. Cir.
1989); and In re Allen Electric and Equi prent Co., 458 F. 2d
1404, 173 USPQ 689, 690 (CCPA 1972)[genericness is
determ ned on the basis of the goods and/or services

identified in the involved application].
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In anal yzing the issue, we have taken judicial notice

of various dictionary definitions of “.com See:
University of Notre Dane du Lac v. J.C CGournet Food

| mports Co., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. G r. 1983)[dictionary definitions
are proper subject matter for judicial notice]. The term
“.comi is defined in the followi ng ways: “a donain type

used for Internet locations that are part of a business or

comercial enterprise” OCNET G ossary (1998); “abbreviation

of commercial organization (in Internet addresses)” The

Arerican Heritage Dictionary of the English Language (4'"

ed. 2000); and “Internet abbreviation for conpany: used to
show that an Internet address belongs to a conpany or

busi ness” Canbridge Dictionaries Online (2001).

The issue presently before us was addressed by the
Board in two recent decisions. See: Inre
CyberFinancial.Net, Inc., _ USPQ2d___ (TTAB August 28,
2002) (application Serial No. 75/482,561)[ BONDS. COM i s
generic for providing information regarding financi al
products and services on the Internet and providing
el ectronic comerce services on the Internet]; and In re
Martin Container, Inc., 65 USPQd 1058 (TTAB
2002) [ CONTAINER. COM i s generic for retail services offered

on the Internet featuring nmetal shipping containers].



Ser No. 76/100, 804

The sane result nust be reached herein. W recognize
that applicant is seeking to register COVWUTERLAW COM
rat her than COWUTER LAW COM However, the genericness of
“conputer law is not negated by conpressing the two words
into the single conpound term COMPUTERLAW since there is no
change in conmercial inpression from COWPUTER LAW  See:
In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ@d 1110 (Fed.
Gr. 1987); and Inre AlLa Vieille Russie Inc., supra.
Applicant seeks to register the generic term*“conputerlaw,”
whi ch has no source-identifying significance in connection
with applicant’s services, in conbination with the top
| evel domain indicator “.com” which also has no source-
identifying significance. See: Brookfield Comunications,
Inc. v. West Coast Entertainnent Corp., 174 F.3d 1036, 50
USPQ2d 1545, 1558 (9'" Gir. 1999); and 555.1212.com Inc. v.
Commruni cati on House International Inc., 157 F. Supp2d 1084,
59 USPQ2d 1453, 1458 (N.D. Cal. 2001). See also: 1 J.

McCarthy, McCarthy on Tradenmarks and Unfair Conpetition,

7:17.1 at pp. 7-28.1 to 7-29 (4'" ed. 2002). Sinply put,
COMPUTERLAW COM si gnifies to the public that the user of
the designation is a commercial entity (in this case, a |l aw
firm that specializes in conputer law. The fact that

applicant’s services may not technically be rendered by way

10
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of the Internet, but rather are only offered for sale on
the Internet, is of no consequence.

G ven the commonly understood neaning of “.com” the

i nvol ved designation is no different than if applicant were
attenpting to regi ster COWUTERLAW FI RM COVPUTERLAW CO. or
COMPUTERLAW LLP. Just as these three designations would be
generic for legal services relating to conputer |aw,
conpetitors should be allowed to freely use such

desi gnati ons as JONES COVWUTERLAW FIRM to identify and

di stinguish their services. In the sane manner, a

desi gnati on such as COMPUTERLAW COM shoul d be freely

avail able for others to adopt so that designations such as
JONESCOVPUTERLAW COM or SM THCOVPUTERLAW COM coul d be used
by conpetitors to identify and distinguish their |egal

services fromothers in the field. See also: Tradenmark

Manual of Exam ning Procedure, 88 1209.03(n) and 1215.05

(39 ed. 2002). Sinply put, a designation such as
COVPUTERLAW COM shoul d be freely available for others to
use in connection with their legal services in this
speci ali zed area of the |aw.

The existence of third-party registrations of simlar
mar ks does not conpel a different result in this appeal.
VWhile uniformtreatnent under the Trademark Act is an

adm nistrative goal, our task in this appeal is to

11
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determ ne, based on the record before us, whether
applicant’s particular mark sought to be registered here is
generic. As is often stated, each case must be deci ded on
its own nerits. See, e.g.: In re Best Software Inc., 58
USPQ2d 1314 (TTAB 2001). Neither the current Exam ning
Attorney nor the Board is bound by the prior actions of
Exam ning Attorneys. In re Nett Designs Inc., 236 F.3d
1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001) [“Even if sone
prior registrations had sonme characteristics simlar to
[applicant’s] application, the PTO s all owance of such
prior registrations does not bind the Board or this
court.”].

Even if we had not found the designation
COMPUTERLAW COM t 0 be generic, we neverthel ess would find
that the designation is nerely descriptive. The
desi gnation sought to be registered i nmedi ately conveys the
i npression that applicant’s |egal services involve conputer
| aw. The evidence of record clearly shows that the term
“conputer law has a specific and commonly under st ood
meani ng when it is used in connection with services of the
type rendered by applicant.

In finding that the designati on COWPUTERLAW COM i s
generic for applicant’s |egal services, we have considered,

of course, all of the evidence touching on the public

12
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perception of this designation, including the evidence of
acquired distinctiveness. As to acquired distinctiveness,
applicant has the burden to establish a prinma facie case of
acquired distinctiveness. Yamaha International Corp. v.
Hoshi no Gakki Co., Ltd., 840 F.2d 1572, 6 USPQd 1001, 1006
(Fed. Gr. 1988).

In support of its claimof acquired distinctiveness,
applicant submtted the declaration of its managi ng
partner, Jack Russo, who attests that applicant has used
t he desi gnati on COMPUTERLAW COM si nce Novenber 15, 1995.
Applicant also has submitted its California state trademark
regi stration for COMWPUTERLAW COM and excerpts fromits
webpage on the Internet.

The Section 2(f) claim which essentially consists of
an allegation of slightly less than five years use prior to
the filing date of the application, falls far short due to
insufficient evidence. The record is conpletely devoid of
any evidence that purchasers and prospective purchasers
vi ew COWUTERLAW COM as a distinctive source indicator for
applicant’s services.

Accordingly, even if the designati on COVWUTERLAW COM
were found to be not generic, but nerely descriptive, given
the highly descriptive nature of the designation

COMPUTERLAW COM we woul d need to see a great deal nore

13
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evi dence (especially in the formof direct evidence from
custoners) than what applicant has submtted in order to
find that the designation has beconme distinctive of
applicant’s services. That is to say, the greater the
degree of descriptiveness, the greater the evidentiary
burden on the user to establish acquired distinctiveness.
Yamaha Int’|. Corp. v. Hoshino Gakki Co., supra; and In re
Merrill Lynch, Pierce, Fenner & Smth, Inc., supra.

The desi gnati on COMWUTERLAW COM i s generic and does
not function as a service nmark to distinguish applicant’s
| egal services fromthose of others and serve as an
indication of origin. The termsought to be registered
shoul d not be subject to exclusive appropriation, but
rat her should remain free for others in the industry to use
in connection with their simlar services. 1In re Boston
Beer Co. L.P., 198 F.3d 1370, 53 USPQ@d 1056 (Fed. Gr.
1999).

Decision: The refusal to register is affirmed.
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