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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On August 3, 2000, The Siegel Goup Int’'l, Inc.
(applicant) filed an application to register the mark
CHI CKEN STOCKS in standard-character formon the Principa
Regi ster for services ultimately identified as “financi al
investnment in the field of securities.” Applicant has

di scl ai mred “STOCKS. ”

L' Adifferent examining attorney acted on this application prior
to this appeal.
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The application was fil ed based on prior use of the
mark in comrerce, but applicant anended to an intent-to-use
basi s when the exami ning attorney rejected applicant’s
speci nen of use in the initial exam nation.

After approval and publication of the application and
i ssuance of the notice of allowance, applicant filed its
statenment of use with new specinens of use. The exam ning
attorney al so found applicant’s new speci nens of use
unacceptable and finally refused registration, citing
Trademark Act Sections 1, 2, 3 and 45, 15 U.S.C. 88 1051,
1052, 1053 and 1127. In particular, the exam ning attorney
found that CH CKEN STOCKS did not function as a service
mark as used on the specinens and that the specinens did
not show use of CHI CKEN STOCKS in the sale or advertising
of the identified services.

This appeal followed.2 Both applicant and the
exam ning attorney have filed briefs; applicant did not
request an oral hearing. For the reasons indicated bel ow,
we affirm

Section 1 of The Trademark Act requires that an

applicant submt “specinens or facsimles of the mark as

Z1nits brief applicant asks that we “reverse that refusal and
register the mark or, alternatively, remand the matter to the
district court.” W are not aware of any procedure whereby we
could remand this matter to a district court.
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used in commerce.” 15 U S.C. § 1051. Trademark Act
Section 45 provides further that a mark is “in use in
commerce . . . on services when it is used or displayed in
the sale or advertising of the services.” 15 U S. C

8§ 1127. The Trademark Rules |ikew se specify, “A service
mar k speci men nust show the mark as actually used in the
sal e or advertising of the services.” 37 C.F.R

§ 2.56(b)(2).

Trademar k Act Section 45 also sets forth the
fundanmental definition of a service mark as a mark used “to
identify and distinguish the services of one person,

i ncluding a uni que service, fromthe services of others and
to indicate the source of the services, even if that source
is unknown.” 15 U.S.C. 8§ 1127. This definition is the
basis for the requirenent that the mark, as used in the
speci nen, nust “function” as a service nark.

When applicant filed its application it submtted two
potential specinens. The first is a copy of an article
entitled “an investnent strategy for the timd” by Fred
Siegel explaining a strategy for investnent.® It includes
the followng text, “I will show you howto build a

‘chicken stock’ portfolio. No, that has nothing to do with

3 The copy does not indicate where this article may have been
publ i shed.
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Col onel Sanders or Popeye’s. The termrefers to a
portfolio that’s appropriate for people who are ‘chicken

or afraid of the stock market.”?

Later the article states,
“You can create an entire portfolio of stocks that neet the
‘chicken stock’ criteria.” The termis used twice nore in
the article in the same manner. The article ends with the
fol |l owi ng bi ographical note on the author: “Fred Siegel is
a financial -news analyst for WAL-TV and radi o and portfolio
manager for an international investnent firm?”

The second potential specinen filed with the
application appears to be a form which begi ns “Proposal

for” followed by a bl ank space where a client’s nane m ght
be inserted. It includes headings, such as, “Your goals”
and “Your retirenment projection has reveal ed the
followng” wth what appear to be sanple entries follow ng
each. The | ast paragraph on the page is designated
“I'ncone/ Gowmh” and includes the following statenent: “W
recommend the majority of your noney (60% be privately
managed using the ‘Chick Stock’ strategy. It is designed

to provide higher incone every year and growth on your

original principal.” (bold type in original)

* Here and in many other instances “stock” is used in the
singular rather than the plural formshown in the drawi ng of the
mar k. This di screpancy was not noted by the exam ning attorney,
and therefore, we have not considered this discrepancy in our
anal ysi s.
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Appl i cant furnished additional potential specinens
when it filed its statenment of use. First applicant

provi ded a book jacket for a book entitled Investing for

Cowards by Fred Siegel. “Chicken Stock” appears a nunber
of tinmes on the jacket, again always as an integral part of
text. For exanple, the back jacket includes the follow ng
text: “This is a nmust read for anyone who was ever afraid
of, or burned by, the market. Fred s innovative ‘ Chicken
Stock’ strategy wll dramatically change the way you view
investing.” The jacket flap states, “He shows how to use
his * Chicken Stock’ strategy to pick an elite group of

conservative growh stocks . The jacket al so includes
a bi ographi cal sketch of M. Siegel including the
foll ow ng, “FRED SIEGEL personally nmanages and consults for
over one billion dollars of assets. He has been a
Portfolio Manager since 1981 and is president of The Siegel
Group, Inc., an investnment managenent firm Executives,
institutions and policy nmakers around the world consult
wth Fred and rely on his advice when nmaeki ng busi ness and
financial decisions.”

When the exam ning attorney rejected this specinen

appl i cant provided substitute specinens, including articles

fromThe Bull & Bear Financial Report, Stock Futures &

Options Magazine, Beverly Hlls Tines, Investnment News,
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Bott om Li ne/ Per sonal, and an advertisenents in Radio-TV

Interview Report. The articles include uses of “Chicken

Stock” either in the article titles, headings or text. For

exanple, the Bull & Bear article uses the following title,

“I'nvesting for Chickens: WMster the Markets with the
Chi cken Stock Approach.” It also includes the follow ng
heading wthin the article, “The Chicken Stock Strategy.”

The I nvestnent News article includes the foll ow ng text,

“One of the key points is investing in ‘chicken stocks’
whi ch he defines as conpani es that have produced at | east

12 consecutive years of both earnings and increased

dividends.” Two of the articles include short biographical
notes on M. Siegel |ike the one quoted above from “an
i nvestnment strategy for the timd.” Each of the articles

tal ks about M. Siegel and his approach to investing.

The advertisenent in Radio-TV Interview Report

features M. Siegel’s book and refers to “His innovative
“Chicken Stock Strategy.’” It includes a description of
M. Siegel’s “Credentials,” as follows: “Fred Siegel is
t he author of | NVESTING FOR COMRDS: Proven Market
Strategies for Anyone Afraid of the Market. As President
of the Siegel Goup Inc. Fred consults wth executives,
institutions and policy nmakers around the world. His

comments on investing are heard three tinmes daily on WAL,
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the CBS affiliate with the highest market penetration in
North Anerica, where he also hosts a two-hour weekly noney
talk show.” The advertisenent then indicates M. Siegel’s
availability for appearances.

The exam ning attorney also rejected these speci nens
and applicant filed two additional specinmens with its
request for reconsideration.® The first of these two
speci nens shows “Chi cken Stocks” in “HTM. Code of
Applicant’s website.” For exanple, “Chicken Stocks”
appears in a listing of “code” designated as “neta-nane”
and “keywords” with over fifty other terns. The
surroundi ng text appears as follows, “401K, 401K Rol |l over,
Annui ties, Bonds, Chicken Stocks, Dow Jones, Educati onal
| RA, Estate Pl anning, Financial Goals, Financial Strategy,
Fred Siegel, Fred’ s Corments, . . . Portfolio Managenent
Services, Retirenent Planning, Retirenents, Roth |IRA
S&anp; P 500 (sic), Saving, Saving Mney, SEP |IRA, Siegel,
Siegel Goup, Stocks . . .” At that tinme applicant also
submtted an “e-zine” or “letter to investors.” This
docunent includes a heading with “Fred Siegel International

Inc.” and a logo to the left and the title “Chicken Stock

® In each instance applicant provided a statement with its
substitute specinens verifying that the specinmens had been used
prior to the expiration of the time for filing the statenent of
use.
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Report” to the right. The text consists of a general
strategy for use in the selection of stocks concluding with
a list of “Current Chicken Stocks.” Repeating imges of
the cover of M. Siegel’s book appear along the right side
of the text.

This case presents two distinct but closely rel ated
guestions regardi ng appropriate service mark speci nens of
use. Do any of the specinens of use show use of CHI CKEN
STOCKS as a mark, that is, does CH CKEN STOCKS “function”

as a mark as used in the specinens? |In re Wal ker Research

Inc., 228 USPQ 691, 692 (TTAB 1986); In re MDonald s

Corp., 229 USPQ 555, 556 (TTAB 1985). And, do any of the
speci nens associ ate CH CKEN STOCKS with the identified
services, “financial investnent in the field of

securities.” In re Monograns Anerica Inc., 51 USPQ2d 1317,

1318 (TTAB 1999); In re Johnson Controls Inc., 33 USPQd

1318, 1320 (TTAB 1994). See generally In re Universal Ol

Producs. Co., 476 F.2d 653, 177 USPQ 456, 457 (CCPA 1973).

To succeed in this appeal applicant nust establish that at
| east one of the specinens satisfies both criteria.

For purposes of establishing that the designation in
question functions as a mark it nust be displayed in a
manner that will distinguish the purported service mark

from surroundi ng subject matter such that it will be
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perceived as a source indicator; applicant’s nere intention

that it serve as a nmark is not sufficient. In re

McDonal d’s Corp., 229 USPQ at 556. Furthernore, “. . . not

every word, nane, synbol, device, etc. which is associ ated
with an applicant necessarily functions as a trademark or
service mark; to function as a mark, and hence be

regi strabl e, the designation or device nust be used as a

mark to identify the applicant’s goods or services.” Inre

Moody’ s I nvestors Service Inc., 13 USPQRd 2043, 2048 (TTAB

1989). See also In re Volvo Cars of North Anmerica, 46

USPQ2d 1455, 1459 (TTAB 1998); In re Wal ker Research, Inc.,

228 USPQ at 692.

Wth regard to the services, the specinmen nust show a
direct association between the mark and the services
identified in the application and not sone other product or

service. See In re Adair, 45 USPQR2d 1211, 1215 (TTAB

1997); In re Metrotech, 33 USPQ2d 1049, 1051 (TTAB 1993).

After a careful review of each of the specinens, we
conclude that there is no speci nen anong the many appli cant
subm tted which shows both use of CH CKEN STOCKS as a mark
and a direct association between CH CKEN STOCKS and t he
identified services.

W note that the exam ning attorney has not questioned

either that applicant is rendering the services it clains,
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nor that those services are recogni zabl e services for

pur poses of trademark registration. See generally In re

Advertising and Marketing Devel opnent Inc., 821 F.2d 614, 2

USPQ2d 2010, 2014 (Fed. Cr. 1987). Accordingly, we need
not address applicant’s discussion of those issues.

I n each instance, we nust exam ne the specific use of
CHI CKEN STOCKS in the specinen to determ ne whether the

specinen is acceptable. In re MDonald s Corp., 229 USPQ

at 555.
First wwth regard to the “code” specinen, applicant

st at es, the key words in a neta tag are used to

i ndex the page by a search engine, so that when a user is
| ooking for information on * Chicken Stocks’ the individual
will likely be directed to the Siegel Goup’s website
regarding the financial services it offers. Tellingly, if
a searcher was to enter ‘estate planning’ or ‘investnent
managenent’ the individual mght get directed to the sane
website.” Applicant then concludes, “The use of the mark
in the neta-tag denonstrates that ‘ CH CKERN STOCKS i s
identified with and used to pronote the Siegel Goup' s
financial planning and nmanagenent services over the
internet.”

The exam ning attorney argues that applicant’s use of

the mark in “the neta-tag speci nen” does not show use of

10
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the mark in the sale or advertising of the identified
services. W agree with the examning attorney. In fact,
this specinen fails to show use of CH CK STOCKS either as a
mark or in association with “financial investnent in the
field of securities.”

Code associated with a website is not generally
visible to a visitor to a site. |If it can be viewed at
all, it is only by resort to a view function intended for
view ng technical details regarding the operation of the
site. Also, as the specinen shows, the netatag portion of
the code consists of a laundry list of ternms, as in an
i ndex. The display of ternms in this nmanner does not
satisfy the registration standard. That is, the use of
CHI CKEN STOCKS in code is not use of the termas a mark.
Furthernore, contrary to applicant’s argunent, this use
does not “associate” the mark with the identified services.
I ndeed, the listing of terns in code in no way represents
either use of a mark in the sale/rendering of the service,
nor in the advertising of the service. Likew se, the
potential uses by third-party search-engi ne operators of
these ternms in no way transforns the use into service mark

use sufficient to qualify as a speci nen of use.

11
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Accordi ngly, we conclude that the specinen showi ng use
of CHI CKEN STOCKS in code on applicant’s website is not
accept abl e.

Second, CHI CKEN STOCKS is used on the jacket of M.
Sielgel’s book, and in each of the articles about or by M.
Siegel. The record include the article submtted with the
application as well as those submtted as substitute
speci nens.

Appl i cant argues that M. Siegel’s book should be
accepted as a speci nen because “the book cover states that
the book ‘provides practical tinme-tested investnent

strategies. Wth regard to the articles applicant argues
generally that they show that applicant offers investnent
services. For exanple, applicant states, “. . . one of the
speci nen articles, Investnent News, states that ‘M. Siegel
who manages $1.5 billion for his clients through Siegel
G oup, Inc. in New Ol eans has started parlaying his
know edge and experience into the witten word.’”

In each of these publications, CH CKEN STOCKS nerely

identifies M. Siegel’s “strategy” or “approach” to

investing. In re Wal ker Research, Inc., 228 at 692. For

the record we note and accept applicant’s point that a
designation may both identify a “process” or “strategy” and

function as a mark. In re Lativ Systens, Inc., 223 USPQ

12
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1037, 1038 (TTAB 1984). W sinply conclude that CH CKEN
STOCKS, as used here, fails to do the latter.

Furt hernore, none of these publications include a
sufficiently prom nent use of CHI CKEN STOCKS whi ch woul d
signal to clients for the identified service that it is a
source indicator for that service. Rather, all of the uses
di splay CH CKEN STOCKS as an integral elenment within text,
again referring to the “strategy” or “approach” discussed
in the publication.

Nor do any of these publications include a use which
woul d “associ ate” CHI CKEN STOCKS wi th “financial investnent
inthe field of securities.” The only potential references
in any of the publications to an “investnment” service are
in the biographical notes regarding M. Siegel. These
references are insufficient to create a direct association
bet ween CHI CKEN STOCKS and applicant’s “financi al
investment in the field of securities” services.®

Accordi ngly, we conclude that the specinens show ng
use of CHI CKEN STOCKS in these publications are not
accept abl e.

Third, applicant has identified the specimen from

Radi o- TV Intervi ew Report as an advertisenent. However

® Furthernore, the uses in the third-party articles are not uses
by applicant, and as such, would not be proper specinens of use.

13
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CHI CKEN STOCKS is not used as a mark in this adverti sement.
Here too CHI CKEN STOCKS is used only to identify M.

Si egel " s investnent approach or strategy. In re Wl ker

Research, Inc., 228 at 692. It is not displayed in a

manner which separates it fromthe surrounding text as a
source indicator. Also, the advertisenent refers only to
M. Siegel’s availability for nmedia appearances. It

enphasi zes his nedi a experi ence and concl udes by

i ndi cating, “AVAILABILITY: Louisiana, nationw de by
arrangenment, and via tel ephone; available as a last-mnute
guest.” Accordingly we conclude that this specinen fails
to show use of CHI CKEN STOCKS as mark or use in association

with the identified investnent services. |In re Mnograns

Anerica Inc., 51 USPQ2d at 1318.

Accordi ngly, we conclude that the speci nen showi ng use
of CHI CKEN STOCKS in the advertisenent is not acceptable.

Fourth, with regard to the use of CH CKEN STOCKS in
conjunction with the “e-zine” article, Applicant refers to
this specinen as an “electronic newsletter.” Applicant
states further, “The newsletter is circulated to investors
to continue to pronote the Siegel Goup’s financia

i nvestment services and to continue to generate business

14
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fromthe clients.” In this case, “CH CKEN STOCK REPORT”’ is
di spl ayed prom nently and coul d conceivably function as a
mark for goods or services. However, the “newsletter” is
just that — a periodic publication which is distributed
electronically. It is a product and not a service.

Accordi ngly, CHI CKEN STOCKS is not used here in association
with the rendering of the identified services as applicant

argues. Cf. Inre Metriplex Inc., 23 USPQ2d 1315, 1316

(TTAB 1992); In re Eagle Fence Rentals, Inc., 231 USPQ 228,

230 (TTAB 1986); In re Red Robin Enterprises, Inc., 222

USPQ 911, 913 (TTAB 1984). Furthernore, there is no
reference to identified services to denonstrate use of the
mark in the advertising of the identified services, as
appl i cant argues.

Accordi ngly, we conclude that the specinen showi ng use
of CHI CKEN STOCKS in the electronic newsletter is not
accept abl e.

Finally, applicant has provi ded what appears to be a
form which could conceivably be used in the rendering of an
i nvestnment service. It includes a space for a client nane,

and what could be tailored informati on and recommendati ons

" Here again we note the discrepancy between the use of CHI CKEN
STOCK REPORT and CHI CKEN STOCKS shown in the drawing. W wll

not address this issue because it was not raised by the exam ning
attorney.

15
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for that client. |f CH CKEN STOCKS had been used in this
formin the manner of a mark, the specinen m ght be
acceptable. However, in this case, as in the case of many
of the other potential specinens, CH CKEN STOCKS is only
used in text to refer to the approach or strategy which M.

Si egel has devel oped for investing. |In re Wal ker Research,

Inc., 228 USPQ at 692.

Accordi ngly, we conclude that the speci nen showi ng use
of CHI CKEN STOCKS in the client formis not acceptable.

In conclusion, after a careful review of all potential
speci nens applicant presented, we conclude that there is no
speci men whi ch both shows use of CHI CKEN STOCKS as a
service mark and which shows a direct association between
CHI CKEN STOCKS and the sal e/rendering or advertising of
“financial investnent in the field of securities” services.
We note further that our decision here would not bar
applicant fromseeking registration in a new application
with different specinens.

Decision: The refusal to register the mark for

failure to provide a proper specinen of use is affirned.
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