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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Atlas Media Corp.

Serial No. 76/125, 151

Myron Amer of Myron Aner P.C. for Atlas Media Corp

M chael H. Kazazi an, Tradenmark Exam ning Attorney, Law
Ofice 113 (Odette Bonnet, Managi ng Attorney).

Before Cissel, Bucher and Drost, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Atlas Media Corp. has filed an application to register

the mark $PEND | T FA$T in the form shown bel ow
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for the service of “producing TV shows, notion pictures, and
honme vi deos dealing with people, places and events around
the world and selected topics of interest, and in supplying
products relating to the services,” in International C ass
41.* Although this is an application based upon use in
commer ce, no speci nen acconpani ed the original application
papers.

In the first Ofice action dated March 5, 2001, the
Trademar k Exam ning Attorney noted correctly that the words
conprising the last clause of the recitation of services
(“..supplying products relating to the services”) appear “to
identify services that are nerely ancillary to the
applicant’s production services and [this alleged activity]
does not appear to be an actual service provided for
others.” In keeping with Ofice practice, the Trademark
Exam ni ng Attorney al so suggested that applicant’s
recitation should begin with the prefatory term
“entertai nnent services, nanmely production of television,
notion pictures, and honme videos ....” He also explained

that the application papers contained no speci nen of use.

! Application Serial No. 76/125,151 was filed on Septenber 11,
2000, based upon applicant’s allegation of use in comrerce since
at least as early as June 15, 2000. The special formdrawing is
lined for the col or green.
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As evidenced by applicant’s reply of June 25, 2001,
counsel apparently msconstrued the nature of the refusal on
the recitation of services, arguing that the absence in the
original recitation of the Trademark Exam ning Attorney’s
suggested prefatory wording (e.g., “entertai nnent services,
nanmely ..7) could not render the services as ancillary.

Furt hernore, counsel was evidently of the inpression that a
speci men had been filed with the original application, and
he expl ai ned applicant’s position as follows: “An actua
specinmen as it appears on the broadcast material would be
too costly to reproduce and the filmreel or video cassette
too ‘bulky’ to supply ....”7

In the Ofice action of Septenber 20, 2001, the
Trademar k Exam ning Attorney made final both requirenents,
clarifying the problemwi th the recitation and noting again
t he absence of any speci nen of record.

In applicant’s response of COctober 15, 2001, applicant
adopted the | anguage of the recitation as proposed by the
Trademar k Exam ning Attorney and submtted a speci nen
supported by a declaration. The specinen is a square,
adhesi ve- backed decal having white letters and franme agai nst
a green background, and was characterized in the decl aration

as a “display”:
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In his Ofice action of January 11, 2002, the Tradenark
Exam ni ng Attorney accepted the anended recitation of
services, but found the speci mens unacceptabl e as evi dence
of actual service mark use, and noted again that an
accept abl e service mark speci nen supported by a proper
decl aration should be submtted to the United States Patent
and Trademark O fi ce.

Then, in a confusing step backward, applicant’s counse
suggested — in the interests of accuracy and in order to
clear up an earlier “m sunderstanding” — that perhaps the
wor ds “production of” should be deleted fromthe nost
recently submtted recitation of services. Counsel argued
that the speci nmens di scussed above should then be found to
be acceptable in conjunction with this |atest proposed

change to the recitation of services.
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In the Ofice action of May 9, 2002, the Trademark
Exam ni ng Attorney nmade both of the outstanding requirenents
final a second tine — rejecting applicant’s suggested
amendnent to the recitation of services (i.e., deleting the
wor ds “production of”) as being beyond the scope of the
earlier recitation, and continuing to find the | abels or
decal s subm tted by applicant inappropriate to denonstrate
service mark usage for the recited services.

Despite several nore exchanges, including tel ephone
conferences, applicant failed to satisfy either requirenent.
The Trademark Exam ning Attorney insisted upon applicant’s
conpliance with both requirenents. The Ofice treats the
failure to conply with a formal requirenent as the
equi valent of a refusal to register until such tine as the
requirenent is net. It was at that juncture (June 6, 2002)
that applicant filed a tinely appeal to the Board. The
appeal has been briefed by applicant and by the Tradenark
Exam ni ng Attorney, but applicant did not request an ora
heari ng.

I nasnuch as the Trademark Exam ni ng Attorney has not
abused his discretion in naking these requirenents, and
applicant has failed to neet these formal requirenents, we

affirmas to both grounds of refusal to register.
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Proposed anendnent beyond the scope
of the earlier recited services

W agree with the position of the Trademark Exam ning
Attorney in refusing to accept applicant’s latest attenpt to
change the recitation of services. Wth this proposed
del etion of two words, applicant woul d be discardi ng an
unanbi guous service recitation of producing entertai nnent
progranms — for exanple, the actual naking of a notion
pi cture.

The Trademark Exam ning Attorney has noted correctly
that this new phraseol ogy appears indefinite. Certainly
this is the case as applied to notion pictures and hone
vi deotapes.? In addition to introducing uncertainty about
the actual nature of applicant’s business, this proposed
amendnent contenplates a different genre of services, or
per haps even turns the focus to the marketing of hard goods.

Del eting the words “production of” in connection with notion

2 Provi ded the entertai nment services specified later in the
recitation were limted to “television prograns,” the elimnation
of the words “production of” would |likely not be deened
significant. Generally the provision/distribution of on-going
television prograns is closely tied into the production thereof.
Hence, the United States Patent and Trademark O fice’s Trademark
Acceptabl e Identification Goods & Services Manual has entries for
entertai nment services in the nature of television prograns that
do not specifically require the clarifying wording “production
of.” W note for illustrative purposes only (ref. footnote 10,
supra) that this result is reflected in applicant’s earlier
recitations in trademark registrations for the service marks
EXOTI C | SLANDS, ROVANTI C INNS, OQUT OF THI'S WORLD, TENNI' S WORLD
MANEATERS OF THE W LD and GOLFI NG AVERI CA.
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pi ctures, for exanple, would appear to replace the earlier
service of making a notion picture with the “distribution of
notion pictures” — another International Cass 41 service.
On the other hand, it nay even be used by applicant as a
trademark for hard goods, nanmely “notion picture filnms about
Dot com enterprises,” in International C ass 9.

Ei t her of these interpretations would necessarily
change the nature of the consuners, channels of trade, and
ot her du Pont factors in sone future |ikelihood of confusion
case involving this property.® This result could be
perilous for a hypothetical third party who sonetine after
Sept enber 2000 adopted a simlar mark for sonewhat rel ated
services. |In any event, permtting applicant to change the
recitation of services from producing notion pictures to the
di stribution of notion pictures would be a broadening, if
not an outright replacenent, of the earlier recitation of
services, and hence would be a violation of 37 C.F. R

§2. 71(a) . *

3 Inre E |I. du Pont de Nemours & Co., 476 F.2d 1357, 1362,
177 USPQ 563, 567-68 (CCPA 1973) sets forth the factors that
shoul d be considered in determning likelihood of confusion.
4 37 CF.R 82.71(a) provides that:
“The applicant may anend the application during the course
of exami nation, when required by the Ofice or for other
reasons.
(a) The applicant may amend the application to
clarify or limt, but not to broaden, the

identification of goods and/or services.”




Serial No. 76/125, 151

Achi eving greater certainty in the acquisition of
trademark rights was a driving force behind the constructive
use provisions of the Trademark Law Revi sion Act of 1988
(TLRA). This significant new feature of 87(c) of the Lanham
Act, as anended, was prem sed on providing clear notice to
third parties. This is a principle that has been foll owed
consistently — fromthe tinme the Tradenmark Revi ew Comni ssi on
rel eased its report, through all the I egislative process
| eadi ng to passage of the TLRA, ®° during the painstaking
devel opnent of the Trademark Rules in 1989, the instructions
contained in the first intent-to-use exam nation guidelines®
| ater reflected in the Trademark Manual of Exam ning
Procedure,” as well as in specific cases decided over the
past fifteen years by the Conmm ssioner® and by the Trademark

Trial and Appeal Board.?®

5 Senate Report No. 515, 100'" Congress, 1% Session, Senate
Judiciary Committee Report on S. 1883, Septenber 15, 1988, p. 24,
reprinted in 1988 U S. Code Cong. & Admin. News 5577, 5586. “As
the mark proceeds to registration, the goods identified in the
application may be narrowed, but they may not be broadened.”

6 Exam Gui de 3-89, “Tradenmark O ficial Gazette,” Novenber 21,
1989, 1108 TMOG 30.
! TMEP 81402.07(c) mekes it clear that “[a]n applicant may

anmend an unanbi guous identification of services that indicates a
specific type of service to specify definite and acceptabl e
identifications of services within the scope of the existing
term nol ogy.”

8 See Inre MV Et Associes, 21 USPQd 1628 (Commir Pats.
1991). This case involved the nere addition of new itens of

cl ot hi ng beyond an express anendnment during prosecution.

° In re Swen Sonic Corp., 21 USPQR2d 1794 (TTAB 1991).
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By contrast, to permt an applicant wde latitude in
changi ng the recitation of services during the course of
prosecuting an application could well jeopardize the rights
of athird party who mght rely to its detrinment upon the
scope and contents of a recitation of services in a pending
trademark application. |Instead of bringing greater
certainty to the process of clearing marks, a | ooser
interpretation of these provisions woul d have the opposite
and uni ntended effect of creating greater uncertainty. The
anmended statute, changed rules and details of Ofice
practi ce have been calibrated over the past fifteen years to
ensure a bal anced, reasonable and pragmatic system for
applicants, while taking into consideration the inportant
interests of third parties operating in the nmarketpl ace.

Accordi ngly, applicant’s proposed anendnent to the
recitation of services is unacceptable, and the requirenent
for further amendnents to the recitation of services as

required by the Trademark Examining Attorney is affirmed. *°

10 Wth its reply brief, applicant has attached ei ght prior
federal service mark registrations owned by applicant for

entertai nment services. This material is clearly untinely, see
Trademark Rule 2.142(d), and has not been considered. However,
even if we had considered it, we find it irrelevant to the issues
before us. The first issue in this proceeding is whether
appl i cant’ s proposed anmendnent woul d place the recitation beyond
the scope of the earlier recited services. The issue has not
been the nature of applicant’s business, but rather the propriety
of accepting a specific anmendnent to the recitation of services
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Need for substitute specinens

In sophisticated service economes |ike our own,
service marks are used in a nyriad of ways. Not
surprisingly then, the types of specinens that denonstrate
the use of service marks are legion. Consistent wth the
ever - changi ng nuances of the marketplace, U S. trademark |aw
and adm nistrative practice have devel oped in sync with the
changes in services since the passage of the Trademark Act
of 1946. Hence, irrespective of the recited services,
during the prosecution of an application before the United
States Patent and Trademark O fice, the trademark applicant
must currently furnish a specinmen (or facsimle)
denonstrating use of the mark in connection with each cl ass
of services for which registration is sought. See Trademark
Rule 2.56, 37 CF.R 82.56.

Moreover, the statutory definition of a “service mark”
| eads i nexorably to a requirenent that there be a direct
associ ati on between the service mark and the services. The
manner of use of the alleged service mark on the speci nens
nmust be such that potential purchasers readily perceive the
subject matter as identifying and distinguishing the

applicant's services and indicating their source, even if

under the exact circunstances that transpired during the
prosecution of the instant application.

- 10 -
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that source is unknown. Section 45 of the Trademark Act, 15
U S . C 81127; TMEP § 1301. 04.

Whet her a mark has i ndeed been used for a particul ar
service is a question of fact to be determ ned primarily on

the basis of the specinmen of record. See In re Advertising

& Marketing Devel opnent, Inc., 821 F.2d 614, 2 USPQ2d 2010,

2014 (Fed. Cir. 1987) [the Court of Appeals for the Federa
Crcuit reaffirmed the holding of the CCPA (In re Universa

G| Prods. Co., 476 F.2d 653, 177 USPQ 456 (CCPA 1973)) in

whi ch case applicant had failed to show a “direct
associ ation” between the mark and the services naned in the

application]; In re Duratech Industries Inc., 13 USPQ2d 2052

(TTAB 1989) [a bunper sticker featuring the design sought to
be registered i s unacceptabl e as a speci nen because nenbers
of the public would not perceive the design on the bunper
sticker as a mark identifying the services]; and Inre
Adai r, 45 USPQ2d 1211 (TTAB 1997) [tags bearing mark fail ed
to show use of that mark to identify services recited in the
application].

Accordingly, to determ ne whether applicant’s all eged
service mark has been used in connection with the recited

services, the Trademark Exam ning Attorney | ooks carefully

at the specinen of record, giving due consideration to
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applicant’s explanations as to how the specinen is actually
bei ng used.

Appl i cant describes the specinmens as “a display of the
mark as foreground and in the color as it appears on the
broadcasted material.” 1In form the service mark specinen
is in the nature of a peel-off decal or square bunper
sticker. Wether nom nated as a decal, |abel, bunper
sticker or “display,” there is nothing in the record show ng
the term $PEND | T FAST being used as a service mark for
entertai nment services in International Class 41. Stated
differently, nowhere is it clear how the mark sought to be
regi stered functions as a source indicator in connection
Wi th the services rendered by applicant.

There is no | anguage at all in the speci nens that makes
either a direct or an indirect association between the term
$PEND | T FA$T and the production of entertai nnent prograns
such as notion pictures. Wile the exact nature of the
services does not need to be specified in the specinens,
there nust be sonmething that creates in the m nd of the
pur chaser an associ ati on between the mark and the service

activity. See In re Johnson Controls, Inc., 33 USPQ2d 1318

(TTAB 1994), citing to Intermed Comruni cations Inc. v.

Chaney, 191 USPQ 501 (TTAB 1977) and In re Metriplex, Inc.

23 USPQ2d 1315 (TTAB 1992).
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Even if, as applicant argues, some potential consuners
may wel |l understand this phrase to nean “life is short and
to be enjoyed and with respect to accumnul ated weal th — SPEND
| T FAST” (applicant’s response of June 25, 2001), applicant
has failed to denpbnstrate a nexus between the expression
$PEND I T FA$T and the recited services.

Consequently, in the absence of any association or
nexus between the alleged service mark and the services
recited in the instant application, we affirmthe refusal of
the Trademark Exami ning Attorney to approve the registration

of this mark for entertai nnent services.

Decision: W affirmboth requirenents nade by the
Trademar k Exam ning Attorney, nanely (i) the refusal to
accept the proposed anended recitation of services, and (ii)
the refusal to register on the ground that the speci nens of
record are not acceptabl e evidence of actual service nmark

usage of the term $PEND I T FA$T, and applicant has failed

to submit acceptable substitute specinens as required by the

Trademar K Exam ni ng Attorney.



