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Qpi ni on by Hol tzman, Adm nistrative Trademark Judge:

The Board of Trustees of The University of Al abama and
Auburn University, joint applicants, seek to register the mark
shown bel ow for the follow ng goods (as anended):

Clothing, nanely, t-shirts, in Cass 25.

Ent ertai nnent services, nanely arrangi ng and conducti ng
athletic events, in Cass 41.
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The application was filed on Cctober 9, 2000 based on
applicants' assertion of a bona fide intention to use the mark in
commerce. Follow ng publication of the mark for opposition on
August 28, 2001, applicants filed a statenment of use together
with the required specinens alleging dates of first use of the
mark and first use in comerce on Cctober 30, 2000. The
exam ning attorney rejected the statenent of use and refused
registration of the mark essentially on the ground that the mark
shown in the drawing did not agree with the use of the mark on
the specimens.® In view of the differences between the mark
sought to be registered and the mark shown in the specinens, the
exam ning attorney has required that substitute specinens
properly showi ng the mark as used be submtted.

When the refusals were nade final, applicants appeal ed.

Briefs have been filed. An oral hearing was held.

1 An additional refusal on the ground that the proposed mark is
ornamental as used on the goods in Cass 25 was subsequently w t hdrawn
by the exam ning attorney.
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To be clear, the issue before us is whether the mark, as it
appears in the drawing in the application, is a substantially
exact representation of the mark as used on the specinens.? See
Trademark Rule 2.51(a).

The mark as it appears on applicants' specinen for t-shirts
in Cass 25 contains several design and word elenments that are
not present in the drawing. Those el enents consist of an
el ephant head design and a tiger eyes design on the upper |eft
and |l ower right quadrants of the football, respectively; the
wor di ng " ALABAMA VS AUBURN' within the top portion of the oval
with "VS" in the center of the triangle; and the date "NOVEVBER
18, 2000" following the inner curve of the oval at the bottom of
t he football.

Li ke the mark shown in the specinmen for Cass 25, the mark
in the Cass 41 specinen also includes the el ephant head and
tiger eyes designs. However, unlike the Cass 25 specinen and
the drawing of the mark, the mark in the C ass 41 speci nen does
not contain the concentric oval design with the triangle at the

top or the wording "ALABAMA VS AUBURN." In addition, the date

2 As applicants correctly point out in their brief, the exam ning
attorney inproperly characterized the issue in her brief as "whether
the mark as it appears on the specinens constitutes a nateri al
alteration of the mark as shown in the drawing of record." Exam ning
Attorney's Brief, unnunbered p. 2. However, at |least at certain points
in her brief, the exanmi ning attorney addressed the appropriate issue of
whet her the drawing of the mark is a substantially exact representation
of the mark as used.
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"NOVEMBER 18, 2000" floats outside the bottomrimof the
footbal | .

Trademark Rule 2.51(a) provides that once a statenment of use
has been filed, the drawi ng of the trademark nust be a
substantially exact representation of the mark as used on or in
connection with the goods and/or services. The case before us
actually presents two separate issues involving the question of
whet her the mark in the drawing is a "substantially exact”
representation of the mark as used. One issue concerns the
addition of certain elenents to the drawing of the mark that do
not appear in the mark as shown on the specinens for the Cass 41
services, i.e., the concentric oval and triangle design.® The
ot her issue concerns the deletion of certain elenents fromthe
drawing of the mark that appear in the specinens for both classes
of goods and services, including the el ephant head and tiger eyes
designs. The latter issue, as it relates to applicants' attenpt
to register a separate part of the conposite nmark shown on the
speci nens, is one of whether the mark sought to be registered is
a "mutilation" or an inconplete representation of the mark that

is actually used. See, e.g., 3 J. Thomas MCarthy, MCarthy on

3 Applicants contend on page 14 of their brief that this issue was not
addressed by the exami ning attorney until the denial of applicants'
request for reconsideration. W find that the exam ning attorney
sufficiently raised this issue in both actions that were issued prior
to the denial of the request for reconsideration.
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Trademarks & Unfair Conpetition, §19:59 (4'" ed. 2003)
(""Mutilation' refers to a situation where a seller seeks
registration of sonething less than the totality of his
trademark."). Applicants have indicated that they are
specifically not seeking to anend the drawing to include these
other elements in the drawing of their mark. Thus, contrary to
the exam ning attorney's contention, there is no issue as to
whether there is a material alteration of the mark.

We turn first to the question of whether the drawi ng of the
mark is a mutilation of the mark as actually used.

Applicants maintain that the applied-for mark creates a
distinct commercial inpression and is therefore registrable. It
is applicants' position that the nature of the "lron Bow " gane
makes it "highly likely that consunmers ... will perceive the Iron
Bow Design as a mark separate and distinct fromthe El ephant
Head and Ti ger Eyes Designs used in conjunction therewith."*
Brief, p. 11. Specifically, applicants explain, based on
evi dence nmade of record, that the "lron Bow" is a w dely known,
century-old annual football gane between joint applicants the
Uni versity of Al abama and Auburn University; that the el ephant

head design itself is used by co-applicant, The Board of Trustees

4 Applicants consistently refer to the term"| RON BOAL" as separate
words al though that is not necessarily the conmercial inpression
conveyed by either one of the specinens of record. Nevertheless, for

t he sake of consistency, and since it does not affect any aspect of our
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of the University of Al abama, and the tiger eyes design is used
and regi stered by co-applicant Auburn University; that consuners
are aware that the underlying football match is always between
the University of Al abama and Auburn University; and that
therefore consuners will recognize the el ephant head and ti ger
eyes designs of those participants as nmarks separate and distinct
fromthe | RON BOAL and desi gn nark

It is well settled that an applicant may seek to register
any portion of a conposite mark if that portion presents a
separate and distinct commercial inpression which thereby
perfornms the trademark function of identifying the source of an
applicant's goods and services and di stinguishing those goods and
services fromthose of others. See Institut National des
Appel lations D Origine v. Vintners International Co. Inc., 958
F.2d 1574, 22 USP@d 1190, 1197 (Fed. Cr. 1992) and Chem ca
Dynam cs Inc., 839 F.2d 1569, 5 USPRd 1828 (Fed. Cr. 1988). |If
the portion of the mark sought to be registered does not create a
separate and distinct comrercial inpression, the result is an
inperm ssible nutilation of the mark as used. As noted by our
primary reviewi ng Court in Chem cal Dynam cs, supra at 1829,
quoting 1 J. T. McCarthy, Trademarks and Unfair Conpetition §

19:17 (2d ed. 1984), the issue of nutilation "all boils down to a

determnation in this case, we will likewise refer to "I RON BOAL" as
separate words in this decision.
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judgnment as to whether that designation for which registration is
sought conprises a separate and distinct 'trademark’ in and of
itself."” The question of whether the designation sought to be
regi stered creates a separate and distinct commercial inpression
nmust be determ ned based on the speci nens of use.

As shown above, the marks in both specinens contain the
stylized words "1 RON BOAL" enbl azoned horizontally at a slight
upward tilt across the mddle of a conposite design. This
conposite design serves as a background design for the words
"I RON BOAL" and consists of a football with various design
conponents including the el ephant head and tiger eyes designs.
Applicants are seeking to register only the portion of this
background desi gn consisting of the football and the bl ackened
areas in the spaces where the two ani mal head desi gns once
appear ed.

We have no problem finding that the designation can function
as a mark apart fromthe wordi ng "ALABAVA VS AUBURN' and the date
"NOVEMBER 18, 2000" because the om ssion of these el enents does
not disturb the integrity of any aspect of the overall design.
The date is nere informational matter, the phrase "ALABAMA VS
AUBURN' is not particularly prom nent or even visible, and
nei ther of these elenents is physically intertwined wth any

other elements of the conposite mark.
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However, we find that the portion of the background design
that is left after the animal head desi gns have been extracted
does not create a distinct commercial inpression apart fromthe
del eted el enents and does not function w thout those elenments on
its own as a separate mark. Al of the background design
elenents in the mark conbine to forma single, unified comerci al
i npression. The deleted elenents are not only visually
prom nent, but they are physically integrated into the foot bal
and contribute to the symmetry and bal ance of the overall design.
The unitary nature of the overall background design is even nore
apparent in the C ass 25 speci nen where the concentric oval and
triangl e design gives the football a rounder, nore expansive
appearance thereby nore fully integrating the two ani mal head
designs. Applicants are correct that the nmere fact that two or
nore el ements forma conposite mark or are in close proximty
does not necessarily nean that those el enents cannot be
regi stered separately. However, these two design elenents are
not only proximate to the other background el enents, they are
visual |y enbedded in those elenents. |In fact, the extraction of
the two ani mal head designs | eaves physical holes in the
football, thereby destroying the visual integrity of the
background design as a conposite whol e.

Appl i cants contend that the specinens show that the

designation creates a separate and distinct comercial inpression
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"not sinply in ternms of the visual inpression” but also "in |ight
of its likely interpretation and nmeaning to the rel evant
consum ng public.” Brief, p. 3. Applicants reason that the
"I'ron Bow " is widely known as an annual football gane between
the University of Al abanma and Auburn University (as shown by the
material s made of record) and that consuners that "are likely to
encount er nerchandi se bearing Applicants’ mark will readily
percei ve the El ephant Head Design as an Al abama mark and the
Ti ger Eyes as an Auburn mark." Brief, p. 3. Pointing to third-
party registrations for a Budwei ser | abel design and a Coca Col a
bottl e design, applicants further argue that their proposed mark
is "at least as distinctive" as those regi stered designs, noting
that it too has interior space for the placenent of additional
marks. Brief, p. 8  Applicants contend that the blank spaces in
the regi stered design marks, as in applicants' design, "are a
visual cue to the viewer |leading himor her to expect that other
marks will appear in that interior space" thereby indicating to
consuners "that the | ogos are separable fromthe applied-for
mar k" and thereby "reinforcing their conmercial inpression as
distinct fromthe Iron Bowl Design." Brief, p. 13.

There are a nunber of problens with applicants' argunents.
To begin with, there is no support for applicants' contention
that consuners woul d expect that a word or other design el enent

woul d appear in the Budwei ser | abel design or the Coca Col a
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bottl e design, or in applicants' own mark for that matter.
Mor eover, whet her consuners woul d or woul d not expect other marks
to appear in the spaces of either registrants' or applicants
mark i s beside the point.> The only relevant point is that the
| abel and bottle designs, in and of thenselves, function as
marks, with or without wording, to identify and distinguish the
source of the registrants' respective products. Wat applicants
seek to register does not performthis function.

In addition, in deciding whether the mark sought to be
regi stered creates a separate and distinct comercial inpression,
the question is not whether "lron Bow " or the ani mal head
designs are well known marks in and of thensel ves, or whether
t hose designations are used separately, or whether they create a
separate commercial inpression apart fromthe rest of the
background design. Applicants are not seeking to register any of
t hese designations apart fromthe rest of the mark. The mark for
which registration is sought is not deened to create a separate
and distinct comrercial inpression nerely because the del eted

el ements are separately recogni zed as marks owned by applicants.

°®In any event, it is nore likely that a continued expectation that the
ani mal head designs woul d appear in the mark woul d support a finding
that the designation sought to be registered does not function on its
own, that is, apart fromthose other designs, as a separate mark.

10
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Further, it is not relevant whether "lIron Bow" or the
el ephant head and tiger eyes design would be recogni zed by
consuners in any and all possible nmanners of use or display.
The rel evant consideration is whether this particular formof the
mar k for which applicants seek registration, as used in the
particul ar manner displayed on applicants' specinens, would be
perceived as a mark separate and apart fromthose ot her
designations. See, e.g., Inre Franklin Press, Inc., 199 USPQ
819, 823 (TTAB 1978) ("a salient consideration in determning
registrability is ... whether the mark in question would be
recogni zabl e by the purchasers of the goods or services as the
mar k that they have encountered in the narketplace."” Enphasis
added.) .

In addition to the registrations for the Budwei ser |abel and
Coca Col a bottle design, applicants point to In re Esso Standard
Ol Co., 305 F.2d 495, 134 USPQ 402 (CCPA 1962), In re
Schenectady Varnish Co., Inc., 280 F.2d 495, 126 USPQ 395 ( CCPA
1960), In re Swift & Conpany, 233 F.2d 950, 106 USPQ 286 (CCPA
1955), and nunerous ot her cases in support of their position that
the mark herein is registrable.® However, the |abel and bottle
design as well as all of the cases cited by applicants involve

the registration of the entirety of a background design apart

® Applicant's citations to nonprecedential decisions of the Board have
not been consi dered.

11
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froma conposite word and design mark. Merely because words and
design portions can be registered separately even when used as
parts of a conposite mark does not necessarily nean that a
particul ar portion of a conposite design can itself be broken out
and registered separately as applicants are trying to do here.

W find that this case is very simlar to In re Chemca
Dynam cs, supra. That case involved an application to register
the portion of the background desi gn shown bel ow consi sting of

t he dropper and droplet design but not the can:’

)

-

OROPS

The Court affirnmed the Board's finding that the eye-dropper,
handl e of the watering can and water droplet were "interrel ated
el ements of a single unified design" and consequently that the
dr opper/dropl et conponent of the mark did not performa trademark
function in and of itself, that is, apart fromthe remnaining
background el enents.

Simlarly, in the present case, the el ephant head and ti ger

eyes designs are integral elements of a visually unified design.

" The Court specifically noted that the word portion of the mark had
al ready been separately registered.

12



Ser No. 76143855

Applicants' deletion of these elenents and replacenent with two
bl ack geonetric shapes destroys the visual inpact of the mark as
a whole and the continuity of the overall design.

This case also simlar in concept to In re Volante
I nternational Hol dings, 196 USPQ 188 (TTAB 1977) wherein the
Board found that the portion of the design applicant was
attenpting to register was an "i nseparable"” part of the renaining
conpl ex and el aborate design features of the mark.

In addition, we note In re Boyd Coffee Co., 25 USPQ@2d 2053
(TTAB 1993), where the Board refused to allow registration of
cof fee cup and saucer design apart fromthe acconpanyi ng sunbur st
design finding that both designs were integral features of a
unitary marKk.

I nasnuch as we find that the mark sought to be registered is
a nutilation of the mark as used, the refusal to register on this
basis is affirmed.

W turn then to the question of whether, in view of the
addition of the concentric oval and triangle design to the mark
in the drawing, such mark is a substantially exact representation
of the mark as shown in the specinen for the C ass 41 services.
Applicants argue in this regard that these el enents "do not
materially alter the design" because "their addition or
subtraction does not change the overall commercial inpression" of

the mark. Brief, p. 13.

13
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The determ nation of whether the drawing is a "substantially
exact" representation of the mark is a stricter standard than the
material alteration test, a nore flexible standard that is used
to eval uate proposed anendnents of the mark. See, e.g., Inre
Hacot - Col onbi er, 105 F.3d 616, 41 USPQRd 1523 (Fed. Cir. 1997)
and United Rum Merchants Ltd. v. Distillers Corp. (S.A), 9
USPQ2d 1481 (TTAB 1988). See also In re Larios S. A, 35 USPQd
1214 (TTAB 1995). Wiile an applicant may be permitted to anend
the drawing to conformto the mark shown in the specinmens on the
basis that the overall comrercial inpression is the sane, the
term"substantially" allows only nonmaterial variations from an
"exact" representation of the mark. See, e.g., In re Hacot-

Col onmbi er, supra.

The mark in the drawing is clearly not an inmateri al
variation of the mark as used. The concentric oval and triangle
conposite is an entirely new and different design feature that
stands out fromthe football and the other elenments in the mark
and creates an obvious visual disparity between the mark in the
drawing and the mark as shown in the C ass 41 speci nens.

Even applying the nore flexible material alteration test, we
would find that this design elenent is significant enough to
i ndeed change the overall conmercial inpression of the mark,
thereby requiring a further search and republication to afford

fairness to potential opposers.

14
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In view of the foregoing, we find that the mark shown in the
drawing is not a substantially exact representation of the mark
shown on the specinmen for either the Cass 25 goods or the C ass
41 services; and further that the exam ning attorney's
requi renment for substitute speci mens showi ng use of the mark
shown in the drawi ng was proper.

Decision: The refusals to register are affirned.

15



