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OQpi nion by Quinn, Adm nistrative Tradenmark Judge:

Anerican Di abetes Association, Inc. filed an
application to register the designation D ABETES Rl SK TEST
for “educational services, nanely, providing the public
wi th a questionnaire devel oped to assess an individual’s

risk factors for devel opi ng di abetes.”?!

Applicant clains
that its designation has acquired distinctiveness under

Section 2(f) of the Trademark Act.

! Application Serial No. 76149772, filed Qctober 19, 2000,
alleging first use anywhere and first use in commerce on March
15, 1988.
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The trademark exam ning attorney refused registration
under Section 2(e)(1l) of the Act on the ground that
applicant’s proposed mark, when used in connection with
applicant’s services, is generic and, thus, incapable of
functioning as a source-identifying mark.

When the refusal to register was made final, applicant
appeal ed.? Applicant and the exami ning attorney subnitted
briefs.® Applicant requested an oral hearing, but the
request subsequently was w t hdr awn.

In urging that the refusal to register be reversed,
applicant clains that the exam ning attorney has not nade a

“substantial show ng” of genericness to affirmthe refusal.

2 Applicant, in its brief, requests that, in the event the Board
determ nes the showi ng of acquired distinctiveness to be

i nsufficient, the Board remand the application to the exam ning
attorney to allow applicant “an opportunity to respond to any
obj ections that the exanmi ning attorney may have with applicant’s
suppl enental showi ng.” Applicant asserts that, because the
exam ning attorney has taken the position that any evidence of
acquired distinctiveness is irrelevant for a generic term “the
exam ni ng attorney has not addressed applicant’s suppl enental
showi ng of acquired distinctiveness on its nerits.” (Brief, pp.
10-11). W see no reason to remand, and the request is denied.
Al though the exanmining attorney’'s final refusal is primarily
based on genericness, the exam ning attorney further indicated
that registration also was refused on nere descriptiveness and
because applicant’s Section 2(f) showi ng was insufficient.

(Final Refusal, unnunmbered p. 3). |In stating this, the exam ning
attorney specifically nentioned the facts set forth in M.

G ahani s second decl arati on.

® The exanmining attorney, in his brief, asks the Board to take
judicial notice of a dictionary definition retrieved froman on-
line dictionary. Inasnuch as this Internet evidence was not made
of record during the prosecution of the application, it will not
be considered. In re Total Quality Goup Inc., 51 USPQ 1474,
1476 (TTAB 1999).
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According to applicant, the exam ning attorney has not
shown by cl ear evidence that the general public views the
desi gnati on DI ABETES RI SK TEST as being generic for
applicant’s educational services. Despite nearly two
decades of use of the designation by applicant, there is,
applicant contends, “substantially no usage of DI ABETES
RI SK TEST by others.” (Brief, p. 8). Applicant argues
that the nedia uses of “diabetes risk test” introduced by
the exam ning attorney are so indetermnate as to be
i nsufficient proof of generic use. In support of
regi stration, applicant submtted two declarations of John
Graham applicant’s chief executive officer. The first one
attested to applicant’s substantially exclusive and
conti nuous use since 1988 of the designation DI ABETES RI SK
TEST as a mark for applicant’s educational services. The
second decl aration furni shed additional facts that
i ndi cate, according to applicant, relevant purchasers
percei ve the designation as a source indicator of
applicant’s services.

The exam ning attorney maintains that the record
i ncl udes cl ear evidence of the genericness of the
desi gnation sought to be registered. The designation,
according to the examning attorney, is generic for

educational services rendered by way of a series of
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gquestions to assess an individual’s risk for devel opi ng

di abetes. The exam ning attorney argues that other

organi zations and entities, such as hospitals, need to use
the designation in providing services to educate the
public, through the use of risk-assessnent questionnaires,
about the dangers and risks of diabetes. |In support of the
refusal, the exam ning attorney introduced dictionary

definitions of “diabetes,” “risk” and “test”; and excerpts
of articles retrieved fromthe NEXI S database show ng uses
of “risk test(s)” in the context of health and di sease
assessnents, and uses of “diabetes risk test(s).”

The i ssues on appeal are whether the term DI ABETES
RI SK TEST is generic for applicant’s educational services,
nanmely, providing the public wth a questionnaire devel oped
to assess an individual’s risk factors for devel opi ng
di abetes, and, alternatively, if such termis not generic
but rather just nerely descriptive, whether it has acquired
di stinctiveness. Applicant has conceded the nere
descriptiveness of the designation sought to be registered
by seeking registration pursuant to Section 2(f). 1In
essence, applicant’s Section 2(f) claimof acquired
di stinctiveness is a concession that the mark is not

inherently distinctive and that it therefore is not

regi strable on the Principal Register absent a sufficient
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show ng of acquired distinctiveness. See Yanaha

I nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d
1572, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988) [“Were, as
here, an applicant seeks a registration based on acquired
di stinctiveness under Section 2(f), the statute accepts a
| ack of inherent distinctiveness as an established fact.”]
(enmphasis in original); and In re Leatherman Tool G oup,
Inc., 32 USPQ2d 1443 (TTAB 1994). Thus, the issue of nere
descriptiveness is not an issue in this appeal.

Generi cness

We first turn to the issue of whether the designation
DI ABETES RI SK TEST is generic when used in connection with
educational services of providing the public wth a
guestionnaire devel oped to assess an individual’s risk
factors for devel oping diabetes. A mark is a generic nane
if it refers to the class or category of goods and/or
services on or in connection with which it is used. Inre
Dial -A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQd
1807 (Fed. G r. 2001), citing H Marvin G nn Corp. V.
| nt ernati onal Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986). The test for
determ ning whether a mark is generic is its primry
significance to the relevant public. Section 14(3) of the

Trademark Act; In re Arerican Fertility Society, 188 F.3d
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1341, 51 USPQ2d 1832 (Fed. Cir. 1999); Magic Wand Inc. v.
RDB Inc., 940 F.2d 638, 19 USP@2d 1551 (Fed. Gr. 1991);
and H Marvin Gnn Corp. v. International Association of
Fire Chiefs, Inc., supra. The United States Patent and
Trademark O fice has the burden of establishing by clear
evidence that a mark is generic and thus unregistrable. 1In
re Merrill Lynch, Pierce, Fenner and Smith, Inc., 828 F.2d
1567, 4 USPQ2d 1141 (Fed. G r. 1987). Evidence of the

rel evant public’s understanding of a termmay be obtai ned
from any conpetent source, including testinony, surveys,
dictionaries, trade journals, newspapers, and ot her
publications. 1In re Northland Al um num Products, Inc., 777
F.2d 1556, 227 USPQ 961 (Fed. Cir. 1985).

Qur first task under Marvin G nn is to determ ne,

based on the evidence of record, the genus of applicant’s
services. In its application, applicant identified the
services as “educational services, nanely, providing the
public with a questionnaire devel oped to assess an
individual’s risk factors for devel opi ng di abetes.” The
record establishes that applicant educates individuals
about diabetes by distributing its own risk test that

all ows these individuals, by answering seven gquestions, to

learn of their risk of devel oping diabetes. Thus, the
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genus of services is accurately reflected by the recitation
of services in the involved application.

We next nust determ ne whether the designation
DI ABETES RI SK TEST is understood by the rel evant public
primarily to refer to that genus of services.

The exam ning attorney furnished dictionary
definitions of the words conprising the designation sought
to be registered. “Diabetes” is defined as “any of various
abnormal conditions characterized by the secretion and
excretion of excessive ampunts of urine.” The term*“risk”
means “possibility of loss or injury; sonething that
creates or suggests a hazard.” The term*“test” is defined
as “a critical evaluation; sonmething (as a series of
guestions or exercises) for neasuring the skill, know edge,
intelligence, capacities, or aptitudes of an individual or

group.” Merriam Wbster’'s Collegiate Dictionary.

The speci nens conprise web pages from applicant’s web
site on the Internet. One of the links on the web site
allows a visitor to “Take the Ri sk Test,” and another |ink
lets a visitor access “Frequently Asked Questions regarding
the Risk Test.” The specinen contains the seven-question
guestionnaire conprising applicant’s “Di abetes Ri sk Test,”

together with the follow ng introductory remarks:
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Coul d you have di abetes and not know
it?

Sixteen mllion Americans have

di abetes--one in three does not know
it! Take this test to see if you are
at risk for having diabetes. D abetes
is nmore common in African Anericans,

Hi spani cs/ Latinos, Anmerican |ndi ans,
Asi an- Areri cans and Pacific |slanders.
If you are a nmenber of one of these

et hni ¢ groups, you need to pay speci al
attention to this test. To find out if
you are at risk answer the follow ng
questions and click on “CALCULATE" to
see what information is returned.

Also of record are a nunber of excerpts of articles
retrieved fromthe NEXI S dat abase showing the term*“risk
test” used in connection with a variety of health and
di sease assessnments. A representative sanple shows the
follow ng uses: “the programalso includes a risk test for
the disease”; “*Healthy Living: D abetes Living,’ includes
di sease risk tests for customers”; “Shield s heart attack
risk test”; “Heart group offers free risk tests”; “heart
disease risk test”; “sone health risk tests deliberately
err on the side of caution”; “several stations giving
consuners free health-risk tests and ot her feedback-
oriented activities”; “cancer risk test results”; “cancer
risk test is proving elusive”; “if you would like to take

the Anerican Heart Associ ation's cardi ovascul ar di sease

risk test”; “osteoporosis risk test”; “genetic-risk test
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can conplicate decisions”; and “hospital offering health
risk tests.”

M. Gaham hinself, in his second decl aration, uses
“risk test” in a generic manner (see infra), just |ike the
uses in the NEXIS articles introduced by the exam ning
attorney.

The exam ning attorney al so introduced a nunber of
NEXI S articles show ng generic uses of “diabetes risk
test(s)” (wth no capitalization), with no reference to
applicant. A representative sanple foll ows:

....oral health denonstrations, a visit
by the A ow Germthat teaches children
proper hand washi ng techni ques, a

di abetes risk test, chair nmassage...
(The Provi dence Journal, February 25,
2005)

D abetes Center Open House, diabetes
risk tests, podiatry screenings and eye
heal th information available, to
recogni ze National D abetes Awareness
Mont h, sponsored by Montgonery General .
(The Washi ngton Post, Novenmber 6, 2003)

Custonmers will be able to conplete a
sel f-assessnent di abetes risk test and
Wl be provided with an exclusive

di abet es resource book and nagazine to
| earn about early detection...

(The Stevens Point Journal, Septenber
5, 2003)

For diabetes risk tests, stroke-risk
assessnments, body fat anal ysis and
screeni ngs for chol esterol, bl ood
pressure, glucose, osteoporosis...
(The News Journal, Septenber 20, 2002)
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The Barnes-Jewi sh St. Peters Hospital
Health Wse Center will offer diabetes
risk tests during regul ar business
hours on Monday and March 29.

(St. Louis Post-Dispatch, March 22,
2002)

Lions nenbers will be in the | obby
offering visitors a diabetes risk test.
(Chicago Daily Herald, March 12, 2002)

Free nedical tests also wll be
provided at the fair, including a

di abetes risk test, anonynous HV
testing, depression screening...
(Belleville News-Denocrat, May 6, 2001)

The screenings will include body fat
anal yses, diabetes risk tests, breast
cancer and depression tests.

(The News Journal, October 6, 2000)

Last nonth Wal-Mart | aunched a year -

| ong Di abetes Living canpai gn that

i ncl uded di abetes risk tests for
custonmers and literature and prograns
about preventing and controlling the
di sease.

(The Washi ngton Post, October 3, 2000)

The board al so | earned the Trenont
Lions Club will distribute sugar-free
candy and di abetes risk tests March 31.
(The Pantagraph, March 21, 2000)

Cl evel and Regi onal Medical Center in

Shel by is offering free diabetes risk
tests in its |obby....

(Charlotte Cbserver, March 22, 1999)

Each di nner guest received a panphl et
containing a diabetes risk test that
detail ed synptons of the di sease and
ri sk factors.

(Tul sa World, May 5, 1998)

10
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Several of the other NEXI S excerpts either are
duplicates or were generated by wire services.* In
addition, applicant is correct in pointing out that many of
the references to “diabetes risk test” in the other
articles are, in fact, references to applicant’s test. W
woul d point out, however, that even sone of these
references show “di abetes risk test” used in a generic
fashion, with all lower case letters and no capitalization.
Use in this manner woul d be perceived as generic by
i ndividuals reading the articles. The followi ng are
exanpl es of such use:

On Tuesday, the Anerican D abetes
Association is urging people to take a
di abetes risk test by calling (888)342-
2383 or visiting the Wb site at

www. di abet es. org.

(Ti mes- Pi cayune, March 26, 2000)

Peopl e al so can obtain a free di abetes
risk test today by calling the Anmerican
Di abet es Associ ation at (800)342-2383.
(Daily Okl ahoman, March 24, 1998)
Determning if you are at risk for the
di sease is as easy as answering seven
sinpl e questions on the Anmerican

Di abetes Associ ation’s diabetes risk

test.
(St. Petersburg Tinmes, March 26, 1996)

* NEXI S excerpts fromw re services are generally accorded

limted probative val ue because it cannot be assuned that they
have been seen in a newspaper or periodical. In re Patent and
Tradenmark Services Inc., 49 USP@@d 1537, 1538 n. 2 (TTAB 1998).

11
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Based on this evidence, we find that “diabetes risk
test” is used in a generic manner in the nedical field to
name a specific type of test, that is, a test to determ ne
if one is at risk for devel opi ng di abetes.

The relevant public are ordinary consuners. Gven the
evi dence of w despread use of the designation “di abetes
risk test(s)” in a generic manner to nanme a type of test
(or series of questions, i.e., a questionnaire), it is
clear that ordinary consuners woul d understand the
designation primarily to refer to a specific type of risk
test. See In re Anmerican Institute of Certified Public
Accountants, 65 USPQ2d 1972 (TTAB 2003) [ CPA EXAM NATION i s
generic (and nust be disclainmed apart from UNI FORM CPA
EXAM NATION) for printed matter, nanely, practice
accounting exam nations, accounting exams, accounting
i nformati on bookl ets; and prior accounting exam nation
guestions and answers].

| nasnuch as applicant is seeking to register a service
mark rather than a trademark, an additional consideration
applicable to our genericness determnation in this case is
the legal principle that a termwhich is generic for a
particul ar class of goods is also deened to be generic for
the services of selling those goods. Although applicant’s

test apparently is distributed free of charge, the sane

12
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| egal principle would apply. See, e.g., In re Candy
Bouquet International, Inc., 73 USPQ2d 1883 (TTAB 2004)

[ CANDY BOUQUET generic for retail, mail and conputer order
services in the field of gift packages of candy]; In re
Cyber Fi nanci al . Net, Inc., 65 USPQ2d 1789 (TTAB 2002)

[ BONDS. COM generic for providing information regarding
financial products and services on the Internet and

provi ding el ectronic comrerce services on the Internet]; In
re AlLa Vielle Russie Inc., 60 USPQ2d 1895 (TTAB 2001)

[ RUSSI ANART generic for a particular field or type of art
and al so for dealership services directed to that field];
In re Log Cabin Homes Ltd., 52 USPQ2d 1206 (TTAB 1999) [LOG
CABI N HOVES generic for “architectural design of buildings,
especially houses, for others,” and “retail outlets
featuring kits for constructing buil dings, especially
houses”]; In re Bonni Keller Collections Ltd., 6 USPQd
1224 (TTAB 1987) [LA LINGERI E generic for “retail store
services in the field of clothing”]; and In re Half Price
Books, Records, Magazi nes, Incorporated, 225 USPQ 219 (TTAB
1984) [HALF PRI CE BOOKS RECORDS MAGAZI NES generic for
“retail book and record store services”]. See also In re

Nort hl and Al um num Products, supra [BUNDT generic of a

“ring cake m x” despite fact that evidence showed generic

13
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use of termonly for a type of cake, and not for a cake
m x] .

Applying this principle to the facts of this case, we
find that DI ABETES RI SK TEST is generic as used in
connection with applicant’s educational services. The
desi gnati on sought to be registered should not be subject
to exclusive appropriation even if applicant is the |eading
organi zation in educating the Anerican public about
di abetes; other organi zations and entities should have an
equal right to use “diabetes risk test” in connection with
educati onal services provided via their own questionnaires
for risk assessnent. In re Boston Beer Co. L.P., 198 F.3d
1370, 53 USPQ2d 1056 (Fed. Cir. 1999).

Acquired Distinctiveness

| f applicant’s proposed mark is generic, as we have
concluded it is, then no anount of evidence of acquired
di stinctiveness can establish that the mark is registrable.

In re Northland Al um num Products, Inc., supra at 964.

Even | ong and successful use of a term does not
automatically convert a generic terminto a non-generic
term In re Helena Rubinstein, Inc., 410 F.2d 438, 161
USPQ 606, 609 (CCPA 1969). However, for the sake of
conpl eteness, we now address applicant’s claimthat its

mar k has acquired distinctiveness. On this issue,

14
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appl i cant has the burden of proof. 1In re Hollywod Brands,
Inc., 214 F.2d 139, 102 USPQ 294, 295 (CCPA 1954) (“[T] here
is no doubt that Congress intended that the burden of proof
[ under Section 2(f)] should rest upon the applicant”).
“[L]ogically that standard becones nore difficult as the
mar k' s descriptiveness increases.” Yanaha |nternational
Corp., supra at 1008. In this case that standard is
extrenely difficult to neet since, if DI ABETES RI SK TEST is
not generic for applicant’s services, it nust be considered
hi ghly descriptive of them

John Graham applicant’s chief executive officer,
asserts in his second declaration that the mark DI ABETES
RI SK TEST has acquired distinctiveness for applicant’s
educational services. M. Gahamgoes on to state, in
pertinent part, as follows regarding, in his own words,
applicant’s “risk test”:

Appl i cant has been using the mark
DI ABETES RI SK TEST si nce 1988.

The mark DI ABETES RI SK TEST has becone
distinctive through applicant’s
excl usi ve and conti nuous use.

The mark DI ABETES Rl SK TEST has becone
wel | known to the public by virtue of
the fact that mllions of the tests
have been distributed. |In 1998, 4.3
mllion risk tests were distributed; in
the year 1999 and 2000 8 mllion risk
tests were distributed in each year;

15
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and in the year 2001 6.5 mllion risk
tests were distributed.

In addition to hard copies of the risk

test distributed, the DI ABETES RI SK

TEST website was visited 57,079 tines

from June to Decenber 2001

The American Di abetes Associ ation

receives 30 to 50 requests each year

from ot her organi zations to reprint the

ri sk test.

The use of the designation since 1988, and the al nost

27 mllion tests distributed during the period of 1998-
2001, indicate that the risk test has been popul ar anong
heal t h-consci ous Anericans. Likew se, the nunber of
visitors to applicant’s web site and the nunber of requests
to reprint applicant’s risk test bear on the popularity of
the test. It is difficult, however, to accurately gauge
the level of this popularity in the vast nedical
educational services field in the absence of context, that
is, additional information such as how w despread is the
distribution of risk tests in the nedical field and whet her
the extent of distribution of applicant’s test is above or
bel ow the norm or additional information as to how the
nunbers of visitors to applicant’s web site conpare to
ot her nedical field web sites offering risk tests.

St andi ng al one, the test distribution nunber and the

visitors nunber appear to be less than inpressive in the

16
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enornous nedical field. In any event, this evidence does
not show that the rel evant consuners of applicant’s
educational services (nanely, ordinary consuners) have cone
to view the designation DI ABETES RI SK TEST as applicant’s
source-identifying mark. In re Bongrain International
Corp., 894 F.2d 1316, 13 USPQed 1727 (Fed. Cir. 1990); and
In re Recorded Books Inc., 42 USPQ2d 1275 (TTAB 1997). The
i ssue here is the achievenent of distinctiveness, and the
evidence falls short of establishing this.

In the event DI ABETES RI SK TEST is found not generic,
we conclude that the evidence is insufficient to support
registration of applicant’s highly descriptive mark on the
Princi pal Register pursuant to the provisions of Section
2(f). Gven the highly descriptive nature of DI ABETES Rl SK
TEST for applicant’s educational services rendered by way
of a test to assess risk for devel opi ng di abetes, nmuch nore
evi dence (especially in the formof direct evidence from
the relevant public) than what applicant has submtted
woul d be necessary to show that the mark has becone
di stinctive of applicant’s services. That is to say, the
greater the degree of descriptiveness, the greater the
evidentiary burden on the applicant to establish acquired

di stinctiveness. Yamaha International Corp. v. Hoshino

17
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Gakki Co., supra; and In re Merrill Lynch, Pierce, Fenner &

Smth, Inc., supra.

Decision: The refusal to register on the ground of
genericness is affirned. |f the designation DI ABETES Rl SK
TEST is ultimately found not generic, applicant nonethel ess
has not net its burden of proving that the designation has

acquired distinctiveness.

18



