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Bef ore Hairston, Holtznman and Rogers,

Adm ni strative Trademark Judges.

Qpi ni on by Rogers, Adm nistrative Trademark Judge:

Univar USA Inc. has applied to register KONTROL as a
mark on the Principal Register for goods identified as
pesticides, for donestic, industrial and agricultural use.

The application is based on applicant's allegation of its

L' After filing the application, applicant tw ce recorded changes
of its nanme in the USPTO assi gnnent branch. By the first, its
nane was changed from Van Waters & Rogers Inc. to Vopak USA Inc.;
by the second, its nane was changed from Vopak USA Inc. to Univar
USA | nc.

2 Jennifer K. Elsea issued the first office action.
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intention to use the mark in comerce on or in connection
with the identified goods.

The exam ning attorney refused registration, under
Section 2(d) of the Trademark Act, 15 U . S.C. 8§ 1052(d), in
view of the prior registration of the mark CONTROL and
design (set forth below) for "insecticides for donestic
use"® and the prior registration of PRO CONTROL (in typed
form for "insecticide for donestic, comrercial

n4

agricultural and industrial use. Each of these cited

marks is registered on the Principal Register.

When the refusal of registration under Section 2(d)
was nmade final, applicant appeal ed. Applicant and the
exam ning attorney have filed briefs, but applicant did not
request an opportunity to present oral argunents.

We anal yze the issue of likelihood of confusion using
the factors that were articul ated by one of our primary

reviewi ng court’s predecessors, the Court of Custons and

3 Registration No. 2042589 issued March 11, 1997 and lists
January 3, 1994 as the date of first use of the mark and first
use of the mark in commerce

* Registration No. 1693958 issued June 16, 1992 and lists Apri
22, 1991 as the date of first use of the mark and first use of
the mark i n comrerce.
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Pat ent Appeals, in the case of Inre E. I. du Pont de

Nenmours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA

1973). See also In re Majestic Distilling Co., 315 F.3d

1311, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003).

In any likelihood of confusion analysis, tw key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods and

services. Federated Foods, Inc. v. Fort Howard Paper Co.,

544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (" The fundanent al
i nqui ry mandat ed by Section 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods [and services] and differences in the marks”).
Wth the initial office action refusing registration,
the exam ning attorney included reprints of information on
Six registrations, retrieved fromthe USPTO tradenark
search system Each shows a single mark registered for
bot h pesticides (applicant's goods) and insecticides (the
goods in the two cited registrations). Third-party
regi strations which individually cover a nunber of
different itenms and which are based on use in commerce
serve to suggest that the listed goods are of a type that

may emanate froma single source. See In re Al bert Trostel

& Sons Co., 29 USPQ2d 1783 (TTAB 1993), and In re Micky

Duck Mustard Co. Inc., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988).
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Mor eover, applicant has not, in either its main brief or
its reply brief, argued that the involved goods, classes of
consuners, or channels of trade are significantly
different. Accordingly, we view applicant as having
conceded the simlarity of goods, classes of consuners and
channel s of trade.

The exam ning attorney al so views applicant as having
conceded these |ikelihood of confusion factors and his
argunments in support of the refusal focus on the simlarity
of applicant's mark and those of the cited registrations.
Appl i cant argues that the exam ning attorney erred by
focusi ng exclusively on the involved marks and by failing
to accord significant weight to evidence applicant offered
about other registered nmarks, for the same or rel ated goods
or services, that also include the word "control."
Applicant argues that this du Pont factor, the nunber and
nature of simlar marks in use on simlar goods, is
particularly significant in this case.

Qur consideration of the simlarity of applicant's
mark and those in the cited registrations will be provided
added context by first reviewi ng the other marks which
applicant asserts nust be considered. These are narks
regi stered for insecticides or pesticides, equipnent for

appl yi ng such products, or various pest control services;
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one is registered for a magazi ne focusing on the pest
control industry; and another is for "chem cals, namely
stickers and drift control agents for pesticides."® The
mar ks are:

CAM Cl DE HOVE PEST CONTROL and desi gn (HOVE PEST
CONTROL i s disclained);

Bl RTH CONTRCL FOR ROACHES;

GLOBAL SCLUTI ONS FOR MOSQUI TO CONTROL ( MOsSQUI TO
CONTROL is disclained);

PCT PEST CONTROL TECHNOLOGY (claim of acquired
di stinctiveness under Section 2(f) of the Trademark
Act, as to PEST CONTROL TECHNOLOGY);®

ACTI ON PEST CONTROL and design (PEST CONTROL i s
di scl ai ned) ;

VI KI NG TERM TE AND PEST CONTROL and design (TERM TE
AND PEST CONTROL is disclainmed);

HOVE SAVI NG TERM TE CONTRCL, I NC. and design (TERM TE
CONTROL, INC. is disclained);

EARTH TOUCH ORGANI C PEST CONTROL and design ( ORGANI C
PEST CONTROL is disclained); and

POLY CONTROL (CONTROL is discl ai med). ’

It appears clear that in six of the seven

registrations that include a disclainmer, and in the one

® The record does not reveal whether these chenicals are "for
[ mnuf acture of] pesticides,” or "for [use during application of]
pesticides,"” or related to pesticides in sonme other manner.

® This is the mark registered for a magazi ne focusing on the pest
control industry.

" This is the mark registered for "chenicals..for pesticides."
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registration that includes a claimof acquired

di stinctiveness, the particular phrase covered by the

di sclaimer or the claimof acquired distinctiveness is a
descriptive, or generic, indicator of the type of business
in which the goods are used, or the services provided. In
essence, these seven marks all contain within their words
an unm st akabl e reference to the pest control industry (or
a business focused on controlling a particul ar pest, e.g.,
nosquitoes or termtes). The two exceptions to this
pattern, anong the nine registrations, are the marks BI RTH
CONTROL FOR ROACHES and POLY CONTROL. The former mark

al t hough registered for "insecticide" and clearly then a
mark for a product used for pest control, does not utilize
the word "control” to reference that field but, rather, to
reference contraception; and the latter mark, is registered
for chemcals, one of which is a "drift control agent" and
so "control" describes an attribute of the product and is
not a reference to the pest control industry.

The exam ning attorney essentially contends that while
phrases such as "pest control”™ or "termte control"™ or
"nosquito control” are clearly descriptive or generic and
weak, these registered marks cannot be consi dered as

evi dence that the word "control," when used w thout "pest"

or "termte" or "nosquito,” as in the cited marks CONTRCL
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and design and PRO- CONTROL, is weak and entitled to only a
limted scope of protection. Instead, the exam ning
attorney asserts, when "control"™ is used in the manner that
it is used in the two cited marks (or, for that matter, in
the way that applicant has), it nust be considered an
el enent of a strong, distinctive mark. Brief, pp. 6 & 7.
Thus, the exam ning attorney draws a bright |ine between,
on the one hand, applicant's mark and the two cited marks
("extrenely strong”) and, on the other hand, the marks in
the nine third-party registrations on which applicant
pl aces great reliance (term"control" used in descriptive
manner) .

Applicant appears to agree with the exam ning attorney
in that applicant considers the use of "control” in the
ni ne di scussed regi strations descriptive, but applicant
essentially disagrees with the examning attorney's
conclusion that applicant's mark and the two cited marks
are clearly different and very strong. |In short, applicant
does not see the bright |line perceived by the exam ning
attorney and argues that its mark KONTROL, and the cited
mar ks CONTROL and desi gn and PRO- CONTROL, while not
descriptive, are nonetheless very weak and each is entitled

to a very circunscribed scope of protection
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We find applicant's view somewhat nore plausible than
that of the exam ning attorney. The cited marks, while not
utilizing "control"™ as part of a phrase such as "pest
control,"” "termte control” or "nosquito control," are not
arbitrary or fanciful and at best can be considered very
suggestive of products that allow one to control pest
probl ens.

VWhile we agree with applicant that the cited marks are
a good deal weaker than the exam ning attorney believes, it
does not follow as a matter of course that each of the
refusal s nust be reversed. W consider each of the cited
mar ks separately.

In conparing applicant's mark KONTROL and the cited
mar k PRO- CONTROL, we note that these are both typed marks
and, because we nust consider that a mark registered in
typed formcan be displayed in any reasonable form we nust
consider that they could be displayed in the sane or
simlar font. Even so, the two marks begin with different
| etters and woul d be pronounced sonewhat differently,
because of the presence of PRO- in the cited mark. 1In
addition, the cited mark has the connotation of a
pr of essi onal strength product, while applicant's nmark does
not. On balance, we find these weak marks limted in their

scope of protection and dissimlar enough that we reverse
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the refusal of registration based on the prior registration
of PRO CONTROL.

On the other hand, we affirmthe refusal of
registration insofar as it is based on the prior
regi stration of the CONTROL and design mark. The font
enployed in this mark is not particularly unusual, and
woul d be a reasonable form of display for applicant's marKk.
Applicant's mark and this cited mark woul d be pronounced
exactly the sane, and woul d have the sanme suggestive
connotation, i.e., both designate products that allow one
to "control" a pest problem \Wile the target or bull's
eye design elenent used in the cited mark i s sonmewhat
di stinctive, we do not find it so distinctive that it
dom nates the mark; rather the word CONTROL domi nates. On
bal ance, we find applicant's mark and the cited CONTROL and
design mark nore simlar than dissimlar. Notw thstanding
that the cited mark may be hi ghly suggestive and entitled
to a narrower scope of protection than a nore arbitrary or
fanciful mark, it is still entitled to protection agai nst
registration of mark so simlar that it would be likely to

cause confusion anong consuners. In re Colonial Stores,

216 USPQ 793, 795 (TTAB 1982). See also In re The C orox

Co., 578 F.2d 305, 198 USPQ 337, 341 (CCPA 1978) (ERASE for

a laundry soil and stain renover held confusingly simlar
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to STAIN ERASER, registered on the Suppl enental Register,
for a stain renover).

Finally, we note that applicant places great reliance
on the co-existence on the register of the CONTROL and
design mark and PRO CONTROL marks. The questi on whet her
these two narks properly share space on the Principal
Regi ster is a question not before us. W nust decide only
whet her the presence of either mark precludes adding
applicant's mark to the register, because of a |ikelihood

of confusion anong consuners. See In re Nett Designs Inc.,

236 F.3d 1339, 57 UsSPQd 1564 (Fed. G r. 2001).
Deci sion: The refusal of registration under Section
2(d) is reversed as to the cited mark PRO- CONTROL but is

affirmed as to the cited nark CONTRCL and desi gn.
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