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Bef ore Hohei n, Bucher and Drost, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Sagoma Pl astics Corp. has filed an application to
regi ster on the Principal Register the term"I N MOLD HOLOGRAM
for "nol ding machi nes, nolds, tooling and parts therefor for
creating fine pattern capabl e of produci ng hol ographi c i mages
directly on surfaces of nolded and forned parts and products” in
International Cass 7.°

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the
ground that, when used in connection with applicant’'s goods, the

term"I N MOLD HOLOGRAM' is nerely descriptive thereof.

' Ser. No. 76172450, filed on Novenber 29, 2000, which is based on an
all egation of a bona fide intention to use such termin comrerce.
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Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the nmeaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformation concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject matter or use
of the goods or services. See, e.d., In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009, 1009 (Fed. Cir. 1987); and In re Abcor
Devel opnment Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA
1978). It is not necessary that a termdescribe all of the
properties or functions of the goods or services in order for it
to be considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea
about them Mreover, whether a termis nerely descriptive is
determined not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used or is intended to be used on or in connection
wi th those goods or services and the possible significance that
the termwoul d have to the average purchaser of the goods or
servi ces because of the manner of such use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w] het her
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test.” 1In re Anerican

G eetings Corp., 226 USPQ 365, 366 (TTAB 1985).
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Applicant contends in its brief that the term"I N MOLD
HOLOGRAM " when used in connection with its "nol di ng machi nes,
nol ds, tooling and parts therefor for creating fine pattern
capabl e of produci ng hol ographic i nmages directly on surfaces of
nol ded and forned parts and products,” "neans nothing or at the
nost is suggestive." In particular, applicant asserts, although
not ably wi thout any explanation, that the term"I N MOLD HOLOGRAM
does not define the goods and is not a key elenent” thereof.

Such term applicant sinply urges, "does not reveal what the
referenced goods are and requires a ... |leap of imagination,”
argui ng that any "descriptiveness of the conponents [thereof] is
lost in the conbination of the terns[,] making the mark nerely
suggestive of the ... [goods] described."

Applicant additionally states that "[t] he buyers of the
goods--[which are] parts used to create fine patterns capabl e of
produci ng hol ographic images directly on the surface of forned
parts--are the relevant public.” An "appreciable nunber” of such
purchasers, applicant insists, would "need to stop and think what
the mark means," thereby indicating that it is suggestive rather
than nmerely descriptive. Mreover, as to whether there is a
conpetitive need for other sellers in the trade to use the term
"I'N MOLD HOLOGRAM " applicant maintains that:

The prohibition against registration of

nmerely descriptive designations is intended

to prevent one party from precluding al

others fromfair use of descriptive

term nol ogy in connection with goods ..

whi ch are described thereby. Nothing in the

record suggests that others in the rel evant

field have used or would need to use I N MOLD
HOLOGRAM t 0 describe their goods. Here, non-
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use [sic] supports the Applicant's argunent
that the mark is not nerely descriptive and
that the mark is nore properly classified as
anbi guous or suggestive in the | east, when
anal yzed in light of the goods associ ated

wi th the mark.

The Nexis article cited by the Exam ner
is not relevant to ... finding the mark
merely descriptive. Relevant consuners woul d
not need to use the mark IN MOLD HOLOGRAM i n
order to describe products. The cited
article itself refers to the Applicant's
product. The only nention of IN MOLD
HOLOGRAM is in the title of the article. No
mention of I N MOLD HOLOGRAM was used to
describe any simlar technology in the body
of the article.

Previ ous searches by the Exam ning

Attorney did not reveal any previous articles

that used the words "in nold hol ogramt at

all. This indicates that the rel evant

i ndustry does not need to utilize the mark in

order to function in the marketplace. The

| ack of use of "in nold hologrant also

indicates that I N MOLD HOLOGRAM i s not nerely

descriptive, but instead should be

regi st ered.

The Exam ning Attorney, on the other hand, asserts in
her brief that the term"IN MOLD HOLOGRAM' is nerely descriptive
"of a feature of the goods"” because "applicant's 'nol ding
machi nes, nolds, tooling and parts therefor' wll create
hol ograns and apply those hol ograns to products while still in
t he product nmold." The Exami ning Attorney, in support of her
position, notes that applicant answered "yes" in response to each
of the follow ng inquiries which she raised in one of her Ofice
actions: (i) "WII the applicant's nolding machi nes have the
capacity to create hol ographic i mages and apply those hol ographic
i mges during the nolding process directly on the surfaces of

nol ded and fornmed parts and products?"; and (ii) "WIIl the
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applicant's nol di ng machi nes have the capacity to apply in nold
| abel i ng, decorations or finishing of any kind?" G ting,
furthernore, the various dictionary definitions of record of the
word "hol ogramt which are set forth below, the Exam ning Attorney
points out with respect to the identification of applicant's
goods that the "hol ographic images” which its nol di ng machi nes,
nol ds, tooling and parts therefor produce directly on the
surfaces of nolded and fornmed parts and products are known as
"hol ograns":
(i) "1. The pattern produced on a

phot osensi ti ve medi um whi ch has been exposed

by hol ography and t hen phot ographically

devel oped. 2. The photosensitive nedi um so

exposed and so devel oped.” -- The Anerican

Heritage Dictionary of the English Language
(3d ed. 1992);° and

(1i) "1. three-dinmensional photographic
i mage: a three-dinensional imge of an
object that is a photographic record of I|ight
interference patterns produced using a
phot ographic plate and light froma |laser.”
-- Encarta Wirld English Dictionary (2004).

As addi tional support for her position, the Exam ning
Attorney contends that "the article excerpts taken fromthe ..
search of the NEXI S® conputer database and ... [rmade of record]
indicate that '"in nold is a termof art in the rel evant
i ndustry," pointing in particular to the follow ng excerpts from

the trade publication Plastic News (enphasis added):

? The sane dictionary, we note fromthe record, also defines in

rel evant part the word "in" as nmeaning "1. a. Wthin the limts,
bounds, or area of" and lists "nold" in pertinent part as connoting
"1l. Ahollowformor matrix for shaping a fluid or plastic substance.
2. A frame or nodel around which sonething is fornmed or shaped. 3.
Sonething that is nmade in or shaped on a nold."



Ser. No. 76172450

Al so of

pertinent excerpts,

"In a denonstration ..., Battenfeld GrbH
of Mei nershagen, Gernmany, nol ded car-body
bunpers using three injection units and in-
nmol d decorating." -- January 25, 1999;

"About two nonths ago, Precise acquired
Phaff BV, a Zevenhui zen, Net herl ands,
i njection nolder specializing inin-nold
| abel i ng and hi gh-speed decorations.” -- July
17, 2000;

"The acquisition allows the conbi ned
conpany to take advantage of Ei nmp's strengths
in automation technol ogies, in-nold
decorating and advanced finishing ...." --
July 17, 2000; and

"[T] he conpany has teaned up with an
injection nolder to offer what it is touting
as a potentially 'revolutionary' advancenent
in security--hol ograns enbedded in plastic
nol ds.

ABNH unvei |l ed the process at Pack Expo
2000 in Chicago. The conpany clains it can
replace the nore traditional nethod of in-
nmol d decoration or attaching a hol ographic
sticker to the finished product. -- Novenber
20, 2000 (article headlined: "In-nold
hol ograns are reality for ABNH').

record, we observe, fromthe sane trade journal

"It also makes in-nold | abels for
injection nolding." -- October 12, 1998;

"Precise invested $10 mllion in an
existing facility to forma new subsidiary,
Precise IM., an injection nolding operation
dedi cated to in-nold labeling ...." -- My
20, 2000; and

"The Decoformpress will allow Delta to
test both traditional injection nolded parts
and those nmade using in-nold lamnation ....

The Decof orm horizontal press offers
both traditional injection nolding and in-
mold lamnation .... Previously, in-nold
| am nati on was done on vertical presses.” --
June 20, 2000 (article headlined: "Delta
tells N Anerica of in-nold |amnation").

are ot her

i ncluding the follow ng (enphasis added):
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Further "evidence that the wording "in nold is a term

of art in the industry,” the Exam ning Attorney contends,
consists of copies in the record of several third-party
regi strations which "show IN MOLD used descriptively with the
identification of goods [and services]." Exanples thereof
i nclude Reg. No. 2,611,951 (issued on August 27, 2002 for the
mar k " NORTHERN ENGRAVI NG'), which covers "in-nold decorating ...
of nmetal and plastic parts"; Reg. No. 2,482,711 (issued on August
28, 2001 for the mark "AUTOFLEX XTRAFORM'), which sets forth
"formabl e plastic sheets and filns for use in printing, display
and/ or in-nold decoration purposes, nanely, a process whereby a
design may be applied or inbedded in a nold"; and Reg. No.
2,476,685 (issued on August 7, 2001 for the mark "STYLECOAT"),
which lists "in-nmold coating conpositions for use in the
manuf acture of nol ded plastic articles” (enphasis added).

Mor eover, al though not nentioned by the Exam ning
Attorney in her brief, we note with respect to use of the term

"in-nold" in the hol ographic or hol ogram | abeling industry that

the record contains an excerpt fromapplicant's website which, in
reference to its "In-Mld Hol ograns™" products, contains the

follow ng statenent (enphasis in original): "In-MIld Hol ography
is our patented and ot her patents pending technol ogy that
facilitates the incorporation of hol ography into plastic products
in an efficient and cost effective way." Simlarly, while not
noted by the Exam ning Attorney in her brief, the record reveals

several excerpts fromother websites which variously use "in-
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nold" as a termof art in the field of hol ographic or hol ogram

| abeling as foll ows (enphasis added): (i) "In-nold |abel ed
containers”; (ii) "prelabeled thernofornmed parts” which are
"[d]one in-nold"; (iii) "In-Mld Decorating Equipnment™; (iv) "In-
Mol d Label s"; and (v) "In-Mld Labeling Makes Strides Worl dw de. "
The latter, we also observe, is the headline for an article about
"The ninth annual International In-Mld Labeling Conference,"

whi ch was reportedly held "in Ansterdam Netherl ands, Sept. 26-
27, 2000." Such article indicates, inter alia, that (enphasis
added):

In-nmol d | abel s keep maki ng i nroads as
technol ogi es and materials inprove.

Successful in-nold | abel production
requires special ink formulations, printing
processes, and converting needs.
Lastly, the Exam ning Attorney relies upon certain
additional Internet excerpts which she made of record, including
an excerpt fromapplicant's website. Such excerpts, she insists,

"indicate that the applicant's nolding machines wll be used to

produce a ' hol ogram master' that 'is incorporated into the

mold' ." In particular, the excerpt fromapplicant's website
recites, inter alia, that (bold in original; italics added as
enphasi s) :

Hol ograns Are | nages capabl e of
recording 3D information on flat surfaces
using the interference of |ight.

Wth In-Mld™ Hol ography, a hol ogram
master is incorporated into the nold and the
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hol ographic image is formed as the plastic

product is being produced.

Because | n- Ml d™ Hol ograns are forned
simul taneously with the part, and are not a
sticker or label, it saves tine and noney for
our clients while adding a higher |evel

security and uni que visual appeal.

Anot her I nternet excerpt, which consists of a third-

party article (dated Septenber 8, 2004) on neans of conbating

counterfeiting in the fabricated plastic products industry,

di scusses various authentication technol ogi es,

i ncludi ng the use

of hologranms. In pertinent part, such article indicates that

(enmphasi s added):

To conbat the problem of counterfeiting,
producers of plastic products and the resins
that go into themare enlisting a handful of
aut hentication technol ogies. These include
the use of mcro-particle tags, identifying

pi gnents and dyes, radi of requency

identification tags, holographic | abel
desi gns, and | aser marking systens that

i nscri be indelible bar-codes.

The three-di nensi onal inmages of
hol ogram which are difficult for

a

counterfeiters to copy, are already conmon
security features in credit cards, currency,
and bond certificates. Plastics packagers
have al so begun to adopt hol ograns, both for
brand differentiation and product protection.
Anmong the plastic packaging filnms on which
hol ograns are comonly inprinted are PVC, PET

Transferring hol ographic imges to a
plastic filmis a nmultistep process that
usual Iy invol ves appl ying an enbossabl e
coating to the filmoffline before the

hol ogram can be inmprinted. A recent
devel opnent is the introduction ...

of a PET

filmthat can be directly enbossed with a
hol ogram wi t hout the need for a separate
coating operation. The product is said to
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speed comerci al i zati on of new hol ographic

patterns.

Anot her innovation is a technol ogy that

al l ows hol ograns to be applied to a plastic

part while it is being injection nolded.

This is done by nmeans of a hol ographi c naster

plate that is inserted into the nold before

processi ng begins. The advantage of in-nold

hol ography is that it saves tine and noney

for processors, who don't have to apply the

hol ograns in a separate step.

Based upon the excerpts noted above and the other
evi dence of record nentioned in her brief, the Exam ning Attorney
concl udes that because "applicant's goods will be used to nake in
nol d holograms,” it follows that "the proposed mark, IN MOLD
HOLOGRAM is [nerely] descriptive of a feature of the goods and
is unregistrable on the Principal Register.” Cting, inter alia,
In re Tower Tech Inc., 64 USPQ2d 1314, 1317-18 (TTAB 2002) [term
"SMARTTOWER" found nerely descriptive of "commercial and
i ndustrial cooling towers and accessories therefor, sold as a
unit"]; Inre Sun Mcrosystens Inc., 59 USPQ2d 1084, 1087 (TTAB
2001) [term "AGENTBEANS' held nerely descriptive of "conputer
software for use in the devel opnment and depl oynent of application
prograns on a gl obal conputer network™]; and In re Copytele Inc.,
31 USPQ2d 1540, 1542 (TTAB 1994) [term "SCREEN FAX PHONE" found
nerely descriptive of "facsimle term nals enpl oying
el ectrophoretic displays”], the Exam ning Attorney properly notes
that while, "[a]s applicant correctly indicates, a mark that
conbi nes descriptive ternms may be registrable if the conposite

creates a unitary mark with a separate, nondescriptive neaning,"”

she insists that "if, as is the case with applicant's mark, each

10
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conponent retains its descriptive significance in relation to the
goods ..., the conbination results in a conposite that is itself
[merely] descriptive." Finally, citing, inter alia, Inre
Acuson, 225 USPQ 790, 792 (TTAB 1985) [term "COVPUTED SONOGRAPHY"
hel d nerely descriptive of "ultrasonic inmaging instrunents"], the
Exam ning Attorney correctly points out that "the fact that the
applicant may be the first and sole user of a nerely descriptive
conbi nati on of words does not justify registration where the

evi dence shows that the terns are nerely descriptive of the
identified goods."

Upon consi deration of the evidence and argunents
presented, we agree with the Exam ning Attorney that, when
considered in its entirety, the term"IN MOLD HOLOGRAM' is nerely
descriptive of applicant's "nol ding machi nes, nolds, tooling and
parts therefor for creating fine pattern capable of producing
hol ographi c i mages directly on surfaces of nol ded and forned
parts and products.” The dictionary definitions, "NEX S"
articles and Internet excerpts nmade of record by the Exam ning
Attorney, along with applicant's answers to the inquires which
she specifically raised concerning the "capacity” or function of
applicant's goods, denonstrate that the term"I N MOLD HOLOGRAM'

i mredi ately conveys, wi thout the need for specul ation or
conjecture, that a significant feature, purpose or use of such
goods is that they produce an in-nold hologramdirectly on the
surfaces of nolded and fornmed parts and products. |In the context
of applicant's goods, there is nothing in the term"IN MOLD

HOLOGRAM' whi ch, to the technol ogi cally sophisticated purchasers

11
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of applicant's nolding nachines, nolds, tooling and parts
t hereof, is incongruous, anmbi guous or even suggestive, nor is
t here anything which would require the exercise of inmagination,
cogitation or nental processing, or necessitate the gathering of
further information, in order for the nmerely descriptive
significance thereof to be readily apparent to such custoners.
I nstead, the term "IN MOLD HOLOGRAM' conveys forthwith that a
significant aspect of applicant's goods is that they enable the
creation, while the plastic product being produced is in the nold
(i.e., "in-nold"), of a holographic inmage (i.e., "hol ogrant)
directly on the surface of such product. Accordingly, based on
t he evidence of record herein, the term"IN MOLD HOLOGRAM' has
been shown to be nerely descriptive of applicant's goods within
t he meaning of the statute.

Deci sion: The refusal under Section 2(e)(1) is

af firned.
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