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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Wesner Products, Inc.

Serial No. 76173079

Ezra Sutton of Ezra Sutton P.A. for Wesner Products, Inc.

Kat hl een M Vanston, Trademark Exam ning Attorney, Law
Ofice 103 (Mchael Ham |Iton, Managi ng Attorney).

Bef ore Hohei n, Bucher and Hol tzman, Adm nistrative
Trademar k Judges.

Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

W esner Products, Inc. seeks registration on the
Princi pal Register of the mark I T'S OFF THE HOOK for goods
identified in the application as “socks and hosiery” in
International Cass 25.°

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exam ning Attorney to
register this mark based upon Section 2(d) of the Trademark

Act, 15 U. S.C. 81052(d). The Trademark Exam ning Attorney

! Application Serial No. 76173079 was filed on Novenber 26,
2000 based upon applicant’s allegation of a bona fide intention
to use the mark in commerce.
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has taken the position that applicant’s mark, when used in
connection with the identified goods, so resenbles the mark

shown bel ow

regi stered for goods identified as “Men’s, Wnen’'s,
Children’s and Infant’s C ot hing, Footwear, Headgear, and
Fashi on Accessories Nanely, T-shirts, sweatshirts, shirts,
sweaters, pants, shorts, sweatpants, vest, shoes, caps,
bandannas, coats, jackets, suits, swi maear, undergarnents,
gl oves, headbands, dresses, lingerie, brassieres,
sl eepwear, boxer shorts, socks, belt for clothing,
sneakers, boots, pajamas, rainwear, scarves, wi stbands,
slippers, sandals, blouses, ties, slacks, booties, and
cloth bibs,” also in International Cass 25,2 as to be
| i kely to cause confusion, to cause m stake or to deceive.
The Trademark Exam ning Attorney and applicant have
fully briefed the case. Applicant did not request an oral
heari ng before the Board.

W affirmthe refusal to register.

2 Regi strati on No. 2638396 i ssued on Cctober 22, 2002.
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In arguing for registrability, applicant contends that
the highly-stylized design of the cited mark is its
dom nant feature; that nost of the wording in the cited
mark 1 s indecipherable; and that the word “HOOK" is dil uted
and weak on the federal trademark register.

By contrast, the Trademark Exam ning Attorney argues
that the involved marks create highly simlar comrercial
i npressions; that the goods are identical and otherw se
closely-rel ated products; and that applicant has failed to
make a showi ng that the registered nmark is entitled to a
narrow scope of protection

Qur determ nation under Section 2(d) is based upon an
analysis of all of the facts in evidence that are rel evant
to the factors bearing upon the issue of |ikelihood of

confusion. Inre E. |I. du Pont de Nenmours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the nmarks and the rel ationship of the

goods. Federated Foods, Inc. v. Fort Howard Paper Co., 544

F.2d 1098, 192 USPQ 24 (CCPA 1976).
Accordingly, we turn first to the du Pont factor
focusing on the simlarity or dissimlarity of the marks in

their entireties as to appearance, sound and connotati on.
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As to appearance, as argued by applicant, registrant’s
mark is displayed in a special format, while applicant has

chosen to apply for a typed draw ng:

0%\ 5B IT'S OFF THE HOOK

Regi strant’s mark Applicant’s mark
Applicant argues as follows:

The Exam ning Attorney has given no
consideration to the fact that registrant’s
highly stylized lettering and unusual design
is the dom nant aspect of registrant’s mark
such that the wording in the cited
registration is virtually relegated to being
undeci pherabl e, and the cited registration
is essentially a design mark ...

... The dom nance of registrant’s design and
stylization of it’s [sic] letters cannot be
i gnored as has been done by the Exam ning
Attorney’s nmechani cal construction of the
mar ks; as such, registrant’s design cannot
be treated as a word mark ..

Applicant’s appeal brief, pp. 1 - 2.

VWhil e we nust consider these two marks in their
entireties, neverthel ess, one feature or part of a mark may
be recogni zed as having a nore significant role in creating
the comercial inpression of the mark, and we may give

greater weight to that part or feature in determ ning

whet her confusion is likely. 1In re National Data Corp.,

753 F.2d 1056, 224 USPQ 749 (Fed. Cr. 1985). As noted by

the Trademark Exam ning Attorney, typically, when a mark
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consists of a word portion and a design el enent, the word
portion is nore likely to be inpressed upon the nenory of a
prospective purchaser and to be recalled and used in
calling for or recomendi ng the goods or services. Inre

Appetito Provisions Co., 3 USPQ2d 1553 (TTAB 1987). For

this reason, we consider registrant’s mark to be a stylized
word mark, and hence accord “OFF THA HOOK,” the word
portion of the cited registered mark, nore weight in
determ ni ng whet her confusion is likely than to the
stylization of the lettering and the surrounding stars,

etc.

Wth this background, we find that when spoken, the
only difference in the marks is that applicant’s begins
with the contraction, “It’s.” This is relatively m nor
conpared with the significant phonetic simlarity of the
majority of the syllables of the nmarks when conpared in
their entireties.

When pl aced side by side, as shown above, applicant’s
begi nning word “It’s,” the difference in spelling between
the words “tha” and “the,” the bubble letters and the
surrounding stars do create a visual difference between
these two marks. However, the test to be applied in

determ ning |ikelihood of confusion is not whether the
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mar ks are di stingui shabl e upon si de-by-side conparison, but
rat her whether the marks, as they are used in connection
with the registrant’s and applicant’s goods, so resenble
one another as to be likely to cause confusion. Under
actual marketing conditions, consuners do not necessarily
have the opportunity to nake side-by-side conparisons

bet ween marks. Punma- Sportschuhfabri ken Rudol f Dassler KG

v. Roller Derby Skate Corporation, 206 USPQ 255 (TTAB

1980). The proper enphasis is thus on the recoll ection of
t he average custoner, and the correct |egal test requires
us to consider the fallibility of human nenory. The
average purchaser normally retains a general rather than a

specific inpression of trademarks. See G andpa Pi dgeon's

of Mssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ

573 (CCPA 1973) [the figure of a stooped, elderly man

hol ding a cane and the words “G ReAsNe D> P- A PI DGEON’' v. the
figure of a seemngly nore spry but elderly man in a mark
havi ng no wordi ng, both used with retail store services];

Spoons Restaurants Inc. v. Mirrison Inc., 23 USPQ@d 1735

(TTAB 1991), affirnmed in unpublished opinion, Appeal No.
92-1086 (Fed. Gir. June 5, 1992) [“SILVER SPOON CAFE’ and
“SI LVER SPOON BAR & GRILL” for "restaurant and bar

services" v. “SPOONS,"” “SPOONBURGER,” “SPOONS with cactus
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design,” and “SPOONS wi thin a dianond | ogo design”3

Envirotech Corp. v. Solaron Corp., 211 USPQ 724, 733 (TTAB

1981); and Sealed Air Corp. v. Scott Paper Co., 190 USPQ

106, 108 (TTAB 1975).

As to connotation, the words “off the hook” (or their
phonetic equivalent, “off tha hook”) conbine to create a
si ngl e phrase neaning “out of trouble.”* This creates a
nearly identical neaning between the two marks invol ved
herein. Nothing in the record suggests that this phrase is
anyt hing other than an arbitrary termin this context, and
hence a fairly strong mark, for registrant’s clothing
itens.

Accordi ngly, because each of these marks contains the

phrase “OFF THE HOOK” (or its phonetic equival ent), and

having reviewed the simlarities in sound, neaning and
appearance of these two marks, we find that these two marks

create very simlar overall comrercial inpressions.

SPO*ONS e

4 off the hook adv. (or adj): out of a difficulty or
trouble <counted on his friends to get himoff the hook>,
Webster's Third New International Dictionary of the English
Language Unabridged, 1088 (1993).
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We turn then to the rel atedness of the goods as listed

inthe cited registration and in the instant application.
Both list “socks,” and the bal ance of registrant’s cl othing
itens appear to be closely related to socks. Certainly
appl i cant nmakes no attenpt to argue ot herw se.

Finally, as to the nunber and nature of simlar marks
in use on simlar goods, applicant included copies of
seventeen third-party registrations and approved
applications fromthe Ofice' s TESS records. Applicant
argues that these registrations and applications
denonstrate that HOOK-formati ve marks are so commopn as
applied to clothing that nenbers of the public are
conditioned to | ook to other distinguishing factors to

di scover the source of the goods, citing to In re Dayco

Product s- Eagl enotive, Inc., 9 USPQ2d 1910 (TTAB 1988)

[third parties in the vehicular field have adopted the word
“I MPERI AL” consistent with the |audatory significance of
the terml. However, applications alone are of no value to

applicant in this regard, and the cited Dayco Products-

Eagl enotive case itself notes that third-party

registrations are of limted probative value. NMoreover, we
find that these registrations do not denonstrate any

weakness of the term OFF THE HOOK for clothing. Applicant
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seens to argue that any mark containing the word “HOXK”
narrows the scope of protection for the cited nark.

However, we find that these third-party regi stered narks
convey quite different commercial inpressions than
registrant’s and applicant’s marks (e.g., HOOK AND BULLET
SET THE HOOK, HOOKED ON PHCEN X, HOOKED ON PHONI CS, HOOK-
UPS, HOOK & TACKLE, HOOK & LADDER, HOOK ‘ EM HORNS, J. G
HOCOK, HOOK SPORT, RED HOOK ESB, HOOKED ON FI SHI NG NOT ON
DRUGS, HOOK LI NE & SI NKER, DUCK HOCOKS UNLIM TED, etc.), and
hence can hardly be the basis for concluding that the cited
mark is a weak trademark.

In conclusion, we find that the nmarks create quite
simlar overall comercial inpressions, that registrant’s
identification of goods includes applicant’s goods, and
that applicant has failed to denonstrate that the phrase
OFF THE HOOK is weak in the field of clothing.

Accordingly, we find that applicant’s mark, when used in
connection with the identified goods, so resenbles
registrant’s mark as to be likely to cause confusion, to

cause n stake or to decei ve.

Decision: The refusal to register under Section 2(d)

of the Lanham Act is hereby affirned.



