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Opi nion by Quinn, Adm nistrative Trademark Judge:
An application has been filed by National Autonotive

Parts Association to register the mark NAPA AUTOCARE “ PEACE
OF M ND' for “business managenent supervision in the

adm ni stration of warranties made by independent dealers in

the field of notorized vehicle repair.”?

! Application Serial No. 76/175,6910, filed Decenber 5, 2000,
alleging first use anywhere and first use in commerce on January
1, 1994. Applicant has clained acquired distinctiveness under
Section 2(f) of the Trademark Act as to “Autocare.” Applicant
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The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Trademark Act on the
ground that applicant’s mark, when used in connection with
applicant’s services, so resenbles the follow ng previously
regi stered marks, both owned by the sane entity, as to be

| i kely to cause confusion:

PEACE OF MIND
STANDARD LQUIPMENT

Both marks are for “vehicle repair and nai ntenance services
performed at applicant’s autonobile deal ership” (in

International Cass 37); “autonpbile, van and truck | easing

cl ai ms ownership of Registration Nos. 1,782,6992; 1, 868,696; and
ot hers.
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services” (in International Cass 39); and “autonobile
deal ership services” (in International Cass 42).2

When the refusals were nmade final, applicant appeal ed.
Applicant and the Examining Attorney filed briefs.® An oral
heari ng was not requested.

Applicant argues that the conmon portion of the marks,

“PEACE OF MND,” is “not only highly suggestive of the

services of the applicant and the cited registrant, but is

so diluted and comon in use as to preclude perception by

purchaser’s [sic] as distinguishing source.” [enphasis in
original]. In support of applicant’s principal argunent,
applicant submtted a D alog electronic printout of third-
party registrations for marks which include the term*peace
of m nd” as a portion thereof; photocopies of these third-
party registrations retrieved fromthe U S. Tradenmark

El ectronic Search System (TESS); Internet hits for the term

“peace of m nd” pursuant to searches using ww. googl e. com

and printouts of lists of articles retrieved fromthe NEXI S
dat abase wherein the term “peace of m nd” appeared.

Applicant concludes that the diluted nature of the term

2 Registration No. 2,079,108, issued July 15, 1997, and

Regi stration No. 2,081, 339, issued July 22, 1997, respectively.
3 Applicant, inits reply brief, refers to an attached “Exhibit
J” which apparently is a copy of applicant’s website honme page.
This exhibit is not in the record file. In any event, such
subm ssion is untinely and, thus, would not be considered.
Trademark Rule 2.142(d).
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“peace of mnd,” coupled with the presence of applicant’s
wi dely known and fanpous house mark “NAPA’ together with the
term “AUTOCARE, ” serve to sufficiently distinguish
applicant’s mark fromthe cited marks. In urging that the
reversal be reversed, applicant addresses the matter of a
Board decision involving applicant’s earlier attenpt to
regi ster the same mark for the sane services. In that
decision the Board affirnmed the Section 2(d) refusal based
on the same registrations as those involved herein.
Applicant essentially contends that the record relative to
the common use of the term “peace of mnd” is significantly
nore devel oped in the present case and that, therefore, a
different result is warranted.

The Exam ning Attorney naintains that the invol ved
marks are simlar in that they are dom nated by the phrase
“PEACE OF M ND.” The addition of the house mark “NAPA’ and
the descriptive term“AUTOCARE” in applicant’s mark is,
according to the Exam ning Attorney, insufficient to
distinguish it fromeither of registrant’s marks. Wile
t he Exam ning Attorney concedes that the term “peace of
m nd” i s suggestive, he disputes that the termis diluted
in the autonotive field, pointing to the small nunber of
third-party registrations of marks enploying the phrase in

the autonotive field. Further, the Exam ning Attorney
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contends that the services are closely related and that
there is an overlap in classes of consuners therefor. As
to the significance of the prior appeal, the Exam ning
Attorney takes the position that the issues are the sane,
and that the only difference in the present case is that
applicant has submtted evidence relating to the purported
di luted nature of the phrase “peace of mnd” which, the
Exam ning Attorney asserts, does not conpel a different
result on the nerits of the Section 2(d) refusal.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E. 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
the services. Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Before turning to the nerits of the present appeal, it
is helpful to reviewthe Board' s determ nation in the

earlier appeal.* As alluded to above, registration was

“ Application Serial No. 75/335,792, decided September 13, 2000.
The prior decision is not citable as precedent. The decision has
been consi dered, however, in view of the identity of issues

bet ween that appeal and the present one. TBMP §101. 03.
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refused on the bases, inter alia, of the two registrations

cited herein. In affirmng the Section 2(d) refusals to
regi ster, the Board found the services to be related, and
the marks to be confusingly simlar despite applicant’s
contention that the commonality of the phrase “peace of

m nd” in the marks was an insufficient basis for a finding
of likelihood of confusion. While the Board found that the
phrase m ght be construed as suggestive of the desired
results of the services, the Board stated that “the marks
of registrant enploying the phrase are neither nerely
descriptive nor so highly suggestive that the addition of a
house mark by applicant would serve to obviate |ikelihood
of confusion.” The Board al so made the specific remark
that the record did not include “any evidence of record
that third parties use the phrase such that it has becone
commonpl ace in the autonotive field.”

W first turn to conpare applicant’s “business
managenment supervision in the admnistration of warranties
made by i ndependent dealers in the field of autonotive
repair” with registrant’s “vehicle repair and nai nt enance
services perfornmed at applicant’s autonobile deal ership;
aut onobi l e, van and truck | easing services; and autonpbile
deal ership services.” As is often stated, it is not

necessary that the services be identical or even
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conpetitive in nature in order to support a finding of
| i keli hood of confusion. It is sufficient that the
ci rcunst ances surroundi ng their marketing are such that
they would be likely to be encountered by the sanme persons
under circunstances that would give rise, because of the
mar ks used in connection therewith, to the m staken belief
that the services originate fromor are in sonme way
associated with the sanme source. |In re Internationa
Tel ephone and Tel egraph Corp., 197 USPQ 910 (TTAB 1978).
The Board, in the earlier decision, found the services
to be “directly related” and to be offered to “the sane
persons.” Applicant’s appeal brief is conpletely silent on
this du Pont factor, and applicant has not introduced any
evi dence to contravene this earlier finding. |ndeed, our
own assessnent is that the services are closely rel ated.
Further, the services are offered to the sanme cl ass of
purchasers, nanely, ordinary consuners, as is reflected by
t he speci nens of record in the involved application. Thus,
we are in conplete agreenent with the Board s earlier
anal ysis of this factor:
We conpl etely understand that

applicant does not itself performthe

repair services or extend the warranty

rel ated thereto; the independent

dealers affiliated with applicant

performthese services. Nonetheless,
we find the supervision of the
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adm nistration of this warranty program
which is perforned by applicant under
the mark sought to be registered to be
not only directly related to the
warranties but also to be a service
which is proffered to the sanme persons
to whomthe warranties have been
extended. Applicant itself has stated
that the specinmens indicate to “the
ordinary custoner” that applicant is
involved in the proper managenent of
the warranty program (Reply brief, p.
3). If the warranty fornms submtted
are true specinens of applicant’s use
of its mark, then the services being
proffered by applicant under the mark
are directed to the sane persons to
whom t he warranti es have been nade.
Applicant’s services involve the
managenent of the nationw de warranty
program t hrough an adm ni strator such
that the warranties nmade to the
purchasers will be fulfilled. Al though
t he i ndependent deal ers provi de both
the repair services and the warranties
extended therewith, as the third-party
regi strations showis often the case,
applicant’s supervision of the warranty
programis inextricably related to

t hese servi ces.

W next turn to consider the marks, and we reach the
sanme conclusion as that of the earlier panel. W begin by
noting the general rule that the addition of a house nark
to one of two otherwi se confusingly simlar marks will not
serve to avoid a likelihood of confusion. See, e.g.: In
re Apparel Ventures, Inc., 229 USPQ 225 (TTAB 1986).
Exceptions are nade to this general rule, however, if (1)

there are sone recogni zable differences in the conflicting
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product marks, i.e., the marks being used for the specific
goods or services, or if (2) the product marks are nerely
descriptive or highly suggestive or play upon comonly used
or registered terns, so that the addition of the house mark
may be sufficient to render the marks as a whol e

di stingui shable. See: 1Inre Christian Dior, S. A, 225
USPQ 533 (TTAB 1985) and the cases cited therein.

W find, as did the earlier panel, that the phrase or
sl ogan “PEACE OF MND’ is the dom nant feature of
registrant’s marks. The design feature is mnimal in
Regi stration No. 2,079,108 and even in Registration No.
2,081, 339, the burning | og design, although noticeabl e,
woul d not be the portion which would be relied upon by
purchasers in referring to the source of the services.

See: Inre Appetito Provisions Co., 3 USP@@d 1553 (TTAB
1987) [literal portion generally dom nates over design
portion]. Further, the term®“STANDARD EQUI PMENT” is
suggestive when used in connection with services invol ving
aut onobi | es.

That brings us now to the principal thrust of
applicant’s present attenpt to register its mark herein,
nanely, that there is sufficient evidence in the record
(found to be lacking in the first appeal) to support

applicant’s argunent that “PEACE OF MND' is so comonly
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used that confusion between applicant’s and registrant’s
marks is not likely to occur anmong purchasers.

After carefully exam ning the evidence submtted
herein that was not of record in the earlier appeal, we
nonet hel ess reach, after balancing the rel evant factors,
the same result on the nerits, that is, there is a
| i kel i hood of confusion between applicant’s and
regi strant’s marks.

Exhibit A consists of an electronic printout fromthe
D al og dat abase showing third-party registrations of nmarks
enpl oyi ng the phrase “PEACE OF MND.” Exhibit B consists
of copies of the listed registrations. As pointed out by
t he Exam ning Attorney, however, few of the registrations
cover services that are even mnimally related to the
autonotive repair industry, and none of the registrations
covers services that are directly related to the industry.
Thus, other than registrant, it would appear that no third-
party owns a registration enploying the subject phrase in
the autonotive repair field.

The GOOGLE and NEXI S searches (Exhibits GG |ikew se
are of limted value. It is no surprise that there were
t housands of hits when the phrase “peace of m nd” was
searched in connection with discussions about cars. W say

this because the phrase is an ordinary figure of speech.

10
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As best we can tell fromthe short excerpts of record, it
woul d appear that the uses are in the nature of a figure of
speech, and not in the nature of a trademark. Thus, we are
not convi nced by applicant’s argunent that the “PEACE OF
M ND' portion of registrant’s marks should be given little

wei ght in conmparing the marks on the rational e that

purchasers will not perceive the matter to be a source
di stinguishing feature, but rather wll | ook to other
portions of the marks, and will not be confused unless the

ot her portions are simlar. Again, while the evidence
shows everday | anguage uses of “peace of mnd” in
connection with autonobiles, the evidence falls short of
establishing that purchasers no | onger would | ook to the
phrase as a source distinguishing feature.

There is no question but that the phrase “peace of
mnd” falls within the general vernacular and has a
recogni zed and commonly understood neaning (in this case,
of freedom from anxiety or annoyance). However, as pointed
out by the earlier panel, so do nost words which are used
as marks. W do not find that applicant’s evidence
establishes that the phrase is nmerely descriptive of the
services involved herein. Al though the phrase “peace of
m nd” may be suggestive of the desired results of the

services, the marks of registrant enploying the phrase are

11
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neither merely descriptive nor so highly suggestive that
the addition of applicant’s house nmark NAPA and the
descriptive term AUTOCARE in applicant’s mark serves to
avoi d |ikelihood of confusion.

To the extent that any of the points argued by
applicant may cast doubt on our ultinmate conclusion on the
i ssue of |ikelihood of confusion, we resolve that doubt, as
we nust, in favor of the prior registrant. 1In re Hyper
Shoppes (Ghio), Inc., 837 F.2d 463, 6 USPQRd 1025 (Fed.
Cir. 1988); and In re Martin's Fanous Pastry Shoppe, Inc.,
748 F.2d 1565, 223 USPQ 1289 (Fed. Cr. 1984).

Decisions: The refusals to register are affirned.
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