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Opi nion by Drost, Adm nistrative Tradenmark Judge:

On Decenber 15, 2000, Peavey El ectronics Corporation
(applicant) applied to register the mark DIG TOOL in typed
or standard character formon the Principal Register for
goods ultimately identified as “audi o processors, m xers,
m xer/ processors, Crossovers, Crossover/processors,
| oudspeakers, powered | oudspeakers, dynam cs processors,
switchers for use by sound technicians in auditoriuns,

col i seuns, houses of worship, stadiuns and other public
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venues” in Class 9. Serial No. 76181237. The application
is based on applicant’s allegation of a bona fide intention
to use the mark in commerce.

The exam ning attorney has refused to register
applicant’s mark under Section 2(d) of the Trademark Act
(15 U.S.C. 8 1052(d)) because of a registration (No.
2,733,638 issued July 8, 2003) for the mark DIA TOOLS, in
typed or standard form for the follow ng goods in Cass 9:

apparatus and instrunents for view ng, recording,
transm ssi on, processing and reproduction of sound or

i mages, namely, video-audi o enhancers, color
processors, signal switchers, signal distributors, rf
processors, special effects generators, video encoders
and decoders, video standard converters, video tine
base correctors, conputer genlock equi pnent, conputer-
controll ed video equi pnent, nanely, video matrix and
processing control, conputer interface products,
nanmely, ttl (transistor-transistor |ogic) anal ogue
encoders, ttl (transistor-transistor logic) to

anal ogue converters, ttl (transistor-transistor |ogic)
audi o visual signal distributors, ttl (transistor-
transi stor |ogic) genlock/encoder cards, audio signal
defect correctors, video line anplifiers, video screen
splitters and video tine base signal delay correctors,
bl ank magnetic data carriers; and bl ank recordi ng

di scs.

The exam ning attorney argues that “only the letter
‘s’ stands between the two marks.” Brief at 3. Regarding
t he goods, the exam ning attorney acknow edged applicant’s
amendnent to its goods that limted their use to stadiuns,
col i seuns, houses of worship, auditoriuns, and other public

venues. However, regarding registrant’s goods, the
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exam ning attorney noted that “[n]o industry or scope of
use is specified, and it is therefore very likely that the
regi strant could use its goods in the sane industry/field
as the applicant’s goods.” Brief at 5. The exam ning
attorney al so asserts that “because the fact that
purchasers are sophisticated or know edgeable in a
particular field does not necessarily nean that they are
sophi sticated or know edgeable in the field of tradenmarks
or immune from source confusion.” Brief at 6.

Applicant, on the other hand, maintains that “the
narrow, limted channels of trade in which Applicant’s
goods travel are separate and distinct fromthe channels in
which the cited Registrant’s goods travel.” Reply Brief at
1. Furthernore, applicant argues that it “has shown
through the affidavit of M. Peavey [Applicant’s Chief
Executive O ficer] that its goods are both expensive, and
purchased by a very specialized class of consuners.” Reply
Brief at 3. Finally, applicant asserts that “the mark
‘digitool’” mark is used by a wide variety of manufacturers,
indicating entitlenent to only limted protection with[in]
a narrow subfield of the electronics industry.” Reply
Brief at 4-5.

In a case involving a refusal under Section 2(d), we

anal yze the facts as they relate to the relevant factors
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set out inlIn re Majestic Distilling Co., 315 F.3d 1311, 65

UsP@2d 1201, 1203 (Fed. Cir. 2003). See also Inre E. |

du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

USPQ2d 1894, 1896 (Fed. Cir. 2000). In considering the

evi dence of record on these factors, we nust keep in mnd
that “[t]he fundanental inquiry mandated by § 2(d) goes to
the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

The first factor we consider is the simlarities and
dissimlarities of the marks in the application and
registration. In this case, the marks are DIA@ TOOL and
DA TOOLS, both in standard character form As the
exam ning attorney pointed out, the only difference between
the marks is the presence of the letter “s” at the end of
registrant’s mark. W believe that this mnor difference
between the marks is not significant and the marks are
otherw se identical inasnmuch as they are both for the sane
underlying term*“Digitool.”

Regarding the term“Digitool,” we note that applicant
describes its goods as “digital audio processors.” Peavey

affidavit at 1. Applicant has submtted a response from
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regi strant during the prosecution of its underlying
application in which registrant points out that its mark
originates “from‘digital.’” See Registrant’s Amendnent at
5. Applicant has also submtted an Internet website for EXx
Libris DigiTool that indicates its product is used for
“building digital collections.” 1In addition, we take
judicial notice of the neaning of the term*“digital”

itsel f: of, having or using digits; using digits rather
than a dial to display neasurenents; of or pertaining to a

digital conputer or digital recording.” Wbster’s English

Dictionary for Honme, School or Ofice (2003). The ful

term digital, would not be an arbitrary term when used in
the fields of digital audio recording and video production.
Therefore, when the shortened term*“digi-" or “digit-" and
the term“tool” are conbined or tel escoped, the resulting
term cannot be considered arbitrary or unusual.

Next, we | ook at whether the goods are rel ated.
Applicant’s goods are: audio processors, m xers,
m xer/ processors, Crossovers, Crossover/processors,
| oudspeakers, powered | oudspeakers, dynam cs processors,
switchers for use by sound technicians in auditoriuns,
col i seuns, houses of worship, stadiuns and other public
venues.” W understand applicant’s identification of goods

tolimt the goods to use by sound technicians.
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Applicant’s CEO has submtted an affidavit (pp. 1-2) that
explains that its products are:

hi ghly sophi sticated digital audio processors and

related equi pnent...[and] they are expensive itens,

retailing for over $1,200 per unit. |Itens bearing the

DA TOOL mark are marketed to architects of such

facilities and highly trained sound consul tants and

contractors. In ny expertise, equipnent of this sort

does not travel in the sane channels of trade as video

producti on equi pnent.
We accept applicant’s argunents that its goods are
expensive. In addition, when we consider applicant’s
goods, we nust view themin light of the limtation that
applicant’s goods are for use by sound technicians in
public venues and, therefore, they are not ordinary
consuner products that nmay be | ess expensive.

Regi strant’ s goods are generally identified as
apparatus and instrunents for view ng, recording,
transm ssi on, processing and reproduction of sound or
i mges and generally include conputer controlled video
equi pnent and ot her video products. Applicant’s affiant
has stated that this video production equi pnment does not
travel in the same channels of trade as applicant’s digital
audi o equi pnent. There is no evidence that registrant’s
identified goods are the sane as applicant’s goods or that

t hey woul d be used by sound technicians in stadi unms, houses

of worship, auditoriuns, or other public venues. The
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exam ni ng attorney argues that “[a]lny goods or services in
the registrant’s normal field of expansion nust also be
considered.” Brief at 6. However, we have no basis to
conclude that it would be natural for conpanies selling the
goods identified in the cited registration to expand into
selling the goods identified in applicant’s application.

Based on the foregoing, we conclude that registrant’s
and applicant’s goods are different and not rel ated.
Applicant’s goods are directed to sound technicians who use
t he equi pnent in auditoriunms, coliseuns, houses of worship,
stadi uns and ot her public venues. W agree with applicant
that this is a very narrow field. Furthernore, we have no
evi dence that registrant’s goods are used in this narrow
field, nor is it apparent that registrant’s identified
goods woul d be used in applicant’s field. In other words,
on this record, we have no basis on which to concl ude that
regi strant’s goods would be used in auditoriuns, coliseuns,
houses of worship, stadiuns and ot her public venues by
sound techni ci ans.

However, we are aware that registrant’s goods include
“blank recording discs.” Wile it is possible that these
goods may al so be used by sound technicians and architects
t hat purchase applicant’s digital audio processors and

rel ated equi pment, we are left to speculate as to whet her
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they woul d assune that these discs cone fromor are
associated with the source of applicant’s goods.

Anot her factor that we take into consideration is the
sophi stication of applicant’s purchasers. Applicant’s
goods are expensive and its CEO submtted an affidavit
(p.1) that its goods are marketed to “architects of such
facilities and highly trained sound consultants and
contractors.” W note that registrant, during the
prosecution of its application, advised the exam ning
attorney that “the | evel of consuner sophistication” was a
factor that indicated that there was no confusion with
registrant’s mark and anot her mark. Anmendnent at 8. W
agree that registrant’s goods would not generally be
pur chased by ordi nary purchasers.

W agree with the exam ning attorney that nerely
because purchasers are sophisticated “does not necessarily
mean that they are sophisticated or know edgeable in the
field of trademarks and i nmmune from source confusion.”
However, these sophisticated purchasers are likely to be
confused where the “marks are applied to rel ated products.”

In re Hester Industries, Inc., 231 USPQ 881, 883 (TTAB

1986). Here, we have found the goods are not related. W

find that the follow ng quotation fromEl ectronic Design &

Sales Inc. v. Electronic Data Systens Corp., 954 F.2d 713,
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21 USP2d 1388, 1392 (Fed. Cr. 1988) particularly
relevant: "[T]lhere is always |less |ikelihood of confusion
wher e goods are expensive and purchased after careful
consideration. Just fromthe record description of goods
and services here one woul d expect that nearly all of
opposer's and applicant's purchasers would be highly
sophi sticated. Nothing in the record is to the contrary”
(Internal citation omtted). W also add that, to the
extent purchasers of registrant’s goods are not

sophi sticated, it has not been shown that they would be
purchasers of applicant’s goods.

As we indicated above, while the marks are virtually
the sane, they are not arbitrary or unique. In addition,
the goods in this case are different. Furthernore, the
purchasers of applicant’s goods and nost of registrant’s
goods are sophisticated. It certainly is far fromcl ear
that both applicant’s and regi strant’s goods woul d even be
purchased by the sane purchasers. "If I|ikelihood of
confusion exists, it nust be based on the confusion of sone
rel evant person; i.e., a custoner or purchaser." Astra

Phar maceuti cal Prods. v. Becknman Instrunments, 718 F.2d

1201, 220 USPQ 786, 790 (1st Cir. 1983). 1In this case, any

potential overlap “appears at best de mnims.” Electronic

Design & Sal es, 21 USPQ2d at 1392-93 (Opposer’s argunent
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t hat “persons who use opposer's data processing and
t el ecommuni cati ons services at work and who buy batteries
at retail stores would be confused as to source”
rejected).
Therefore, in this case, “the potential for confusion

appears a nere possibility not a probability.” Electronic

Design & Sal es, 21 USPQ2d at 1393.

Deci sion: The examning attorney’s refusal to
regi ster applicant’s mark under Section 2(d) of the

Trademark Act is reversed.
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