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Opi nion by Bucher, Adm nistrative Trademark Judge:

Settec, Inc., a Korean corporation, seeks registration

on the Principal Register of this special form mark:

Alpha-DISC
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for goods identified in the application, as anended, as
fol | ows:

“bl ank optical discs; blank conpact discs
for audi o and video recording; blank CD ROV
bl ank vi deo di scs; phonograph records
featuring nusic; blank digital video discs;
bl ank conpact discs; pre-recorded optica

di scs featuring notion pictures or nusic;
pre-recorded conpact discs featuring notion
pi ctures or music; pre-recorded CD ROVS
featuring notion pictures or nusic; pre-
recorded video discs featuring notion

pi ctures or music; pre-recorded digital

vi deo discs and high definition digital
video discs featuring notion pictures or
musi c; conputer software for applying copy
protection to the aforesaid goods” in

I nternational C ass 9.

Application Serial No. 76181456 was filed on Decenber
15, 2000 based upon applicant’s allegation of a bona fide
intention to use the mark in conmerce. The application was
publ i shed for opposition on May 7, 2002 and a notice of
al | ownance subsequently issued on July 30, 2002. Applicant
filed its statenent of use and a speci nen on January 30,
2004, alleging first use anywhere at |east as early as
March 30, 2002 and first use in comerce at |east as early
as Cctober 23, 2003. The Trademark Exam ni ng Attorney
issued a final refusal to register this designation based
upon the ground that applicant’s specinen is not acceptable
to show use of the applied-for designation in connection

with the goods.
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When the refusal was made final, applicant filed a
request for reconsideration and an appeal of the refusal to
regi ster. Wien the request for reconsideration was denied,
this appeal went forward. Applicant and the Trademark
Exam ning Attorney submtted briefs, but applicant did not
request an oral hearing. W affirmthe refusal to
register.

Wil e applicant’s custonmers involve a variety of
content providers, including creators of educational and
gane software, film and video, the specinmen of use is a

four-fold, heavy vinyl brochure targeted to the nusic

i ndustry, both sides of which are reproduced in 1:3 scale:

@ Fifth page of text @ Sixth page of text ©® Back cover of @ Front of brochure when

brochure when folded folded up completely

@ First page of text | © Second page of text O Third page of text © Fourth page of text
when one opens the
front cover



Serial No. 76181456

The Trademark Exam ning Attorney also introduced into
the record a printout fromapplicant’s website

<< http://ww. settec. net/eng/ pro al phadvd. ht m >>:

i (What follows below is the
i text drawn from the two

s final paragraphs of this

: webpage,; emphasis of

i Alpha-DISC supplied)

“Alpha-DISC

: Authorized

i Mastering &

! Replication

: companies or

: Alpha-DISC

i Resellers in your

i area applies Alpha-
: DVD technology to
A make a protected

: DVD master. This
protected DVD

: master is delivered
: for mass replication.
: For customer

: preference, Alpha-
: DVD application to
: DLT master is also

: supported.”
“Alpha-DVD applied
: DVD can be
s - i manufactured in
do : Alpha-DISC
=0

: Authorized

i Mastering &

: Replication facilities.
i For production

: support at other

: facilities, please

: contact Alpha-

: DISC Resellers in

: your area.”
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Backqground

The record shows that applicant provides optical
digital nedia copy protection to creators of educati onal
and ganme software, nusic, filmand video. The technol ogy
i ncludes encryption software and a digital signature
i nhedded within the physical |ayers of the disc that
aut horizes the originality of the CD-ROM or DVD

Wi | e the Al pha- AUDI O brochure submtted as a specinen
(p. 3, supra) is directed to audio CD copy protection, the
encl osed web page (p. 4, supra) discusses at |length Al pha-
DVD — not Al pha-AUDI O Alpha-AUDIOis a trademark for a
formof entertainnment protection directed to the nusic
i ndustry as a way of dealing with audio piracy. Al pha-DVD
is a trademark for a formof entertainnment protection
directed to the U.S. notion picture industry that faces
billions of dollars in |ost worldw de revenues each year
due to unaut horized copyi ng.

However, both Al pha- AUDI O and Al pha-DVD involve nulti-
| ayered encryption technol ogy seem ngly enconpassed by the
proprietary term Al pha-DISC. In both cases, applying
Al pha- ROM copy protection technology to the master is the
first step in the process -- “Al pha-D SC STK [ Servi ce

Toolkit].” At a later stage in each process, applicant’s
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content clients need to rely upon Al pha-DI SC mastering and
replication conpanies, pressing houses, resellers, etc.,
all necessarily licensed or authorized by applicant.
Finally, it appears fromapplicant’s website that the sane
Al pha- DI SC unbrella includes online authentication and

activation of software distributed over the Internet.

Applicable Law

As noted earlier, the sole issue on appeal is whether
applicant’s specinmen is acceptable to show use of the
applied-for designation in connection with the goods.

Trademark Rule 2.56(b) (1) provides:

A trademark specinen is a | abel, tag, or
container for the goods, or a display
associated with the goods. The Ofice my
accept anot her docunent related to the goods
or the sale of the goods when it is not

possi ble to place the mark on the goods or
packagi ng for the goods.

Trademark Rule 2.88(b)(2), applicable to this
application because applicant filed its specinen with its
Statenent of Use, requires a specinen of the mark as
actually used in comrerce, and specifically refers to Rule
2.56 for the requirenents for specinens.

Further, Section 45 of the Tradenmark Act states that a

mark is deenmed to be in use in comrerce:
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(1) on goods when—

(A) it is placed in any manner on the
goods or their containers or the displays
associ ated therewith or on the tags or

| abel s affixed thereto, or if the nature
of the goods nakes such pl acenent

i npracticable, then on docunents
associated wth the goods or their sale,
and

(B) the goods are sold or transported in
conmer ce.

Applicant’s position

Appl i cant expl ains the reason why its copy protection
i ndi cator should not be placed directly on the opti cal
digital nedia that ultimtely wll be distributed to end-
users qua potential hackers, crackers, rippers and
copyi sts:

Probably the nost inportant strategy for
preventing the unauthorized duplication of
media is the secrecy of the very copy
protection schene that is featured on the
nmedia itself. By w thholding the exact
nature or source of the copy protection,
potenti al hackers or crackers are dissuaded
fromcircunventing the encryption since they

do not know what techniques will succeed.
Further, and nore inportantly, casual users
Wil be less likely to randomy try nunerous

different “cracks” to access the content of
encrypted nedia; the greater the effort
required to crack a nmedium the nore |ikely
an end-user will sinply purchase a

| egiti mate copy.

The Applicant submts that in the instant
case, placing the trademark on the final
product available to the ultimte end-user
consuners defeats the entire purpose of the
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Appl i cant's goods, thus rendering such

pl acement inherently “inpracticable.” Such
end-user consuners woul d t hereby be arned
with an additional piece of the encryption
puzzle required to circunvent the copy
protection on the relevant nedia. Thus,

pl acenment of the mark on the product
provided to end-users would inpair the val ue
of the goods to the actual relevant
consuners of the Applicant’s goods, the
publ i shers.

Applicant’s brief, pp. 5 — 6.

Position of the Trademark Examining Attorney

By contrast, the Trademark Exam ning Attorney
hypot hesi zes that applicant has mstakenly filed for a
trademark for goods in International Cass 9 when, in fact,
t he applied-for designation nmay function instead as a
service mark

Applicant’s statenent that the software is
not used by the ultinmate end user was
confusing, to say the least. 1In an effort
to understand this statenent, the exam ner
went to the applicant’s website. See
http://ww. settec.net. After reading
through the material, it becane clear that
applicant is not offering a good. The
software is not available to others for
pur poses of encryption. This explains why
appl i cant has been unable to conme up with an
accept abl e speci nen.

Rat her, applicant is providing an encryption
service to its customers which uses software
t hat probably does not have the mark on it
anywhere. Applicant’s website indicates

t hat “ Al pha-DI SC Aut hori zed Mastering and
Replicati on conpani es or Al pha-D SC
Resellers in your area applies Al pha-DVD

- 8-



Seri al

No. 76181456

technol ogy to nake a protected DVD Master.”
ALPHA-DI SC is used to identify an encryption
service and not the actual software used to
performthe encryption.

Deni al of applicant’s request for reconsideration, June 9,

2005.1

Analysis

Applicant markets computer software and hardware

The record is equivocal about exactly how the applied-
for matter is used. The Trademark Exam ning Attorney
concl udes that applicant is using the mark as a service
mark. On the other hand, the specinen contains a
suggestion that applicant uses the term Al pha-DI SC as an
over-arching |abel for its “technology.”? On yet the other
hand, consistent with the identification of goods, the
bal ance of the evidence in the record shows that there may
wel | be some form of goods associated in sonme way with the
use of the Al pha-DI SC designation. These |International

Cl ass 9 goods appear to include both conputer software

! Arguably, the cited | anguage fromapplicant’s website

supports the contention that consunmers may perceive the applied-
for matter as a service mark. However, inasnuch as applicant has
applied to register the mark for goods, that question is not
before us, and we |l ook to the specinmen of record to deternine
whet her or not applicant has nmade acceptabl e use of the proposed
trademark in connection with goods.

2 For exanmpl e, the second sentence in the introductory
par agraph of applicant’s brochure includes the phrase “Settec’s
Al pha- DI SC™™copy protection technology . (enphasis supplied).

- 9-
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(e.g., encryption software, as well as the progranm ng that
permts applicant’s Al pha-ROM technol ogy to be nerged with
the client’s content nmaster) and peripheral hard goods
(e.g., multi-layered conpact discs).

Hence, we presune that applicant actually sells the
identified goods (e.g., software and hardware in
International Cass 9). The sole question before us then:
whet her applicant is using the proposed mark in connection
with those goods in a manner that potential consunmers woul d

perceive as a trademark for such goods?

Looking to all the evidence of record

In making this kind of determ nation, the Board
recently restated a principle in the context of reviewing a
specinmen for a service mark that fits well with our review
of applicant’s alleged trademark: “ ...[Whether or not a
termfunctions as a service mark [trademark] necessarily
depends on how that termis used and how it is perceived by
potential recipients of the services [goods],” considering
“any ot her evidence of record bearing on the question of
what inpact applicant’s use is likely to have on purchasers

and potential purchasers.” In re Ancor Holdings, LLC

__USPQ@d ___ (TTAB SN 76213721 April 28, 2006), citing to

In re Wal ker Research, Inc., 228 USPQ 691, 692 (TTAB 1986)
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and In re International Environnental Corp., 230 USPQ 688

(TTAB 1986).

Are traditional trademark uses impracticable?

In order to clarify applicant’s position, we note that
applicant argues that it is “inpracticable” to display this
alleged mark “in the ‘traditional’ formats specified in
37 CF.R 8§ 2.56(b)(1)” (applicant’s brief, p. 4) such as
“l abel s, tags, containers or displays associated with the
goods,” in its dealings, for exanple, with nedia publishers
and producers and/ or conpact disc pressing houses. As
shown above, the only place the applied-for mark, Al pha-

DI SC and design conprising a variation on the Greek letter
al pha (a) appears, is on the back cover of the brochure.

Usi ng the exception | anguage of the statute and rul es,
applicant refers to its specinen of record as “docunents
associated with the goods or their sale” (applicant’s
brief, p. 3, enphasis supplied) and “the literature ...
associated with the goods and their sale to the rel evant
consuner of the goods.” (applicant’s brief, p. 6).

W find that the facts of the instant case are not
anal ogous to cited situations involving “natural gas, grain
that is sold in bulk, or chemcals that are transported

only in tanker cars.” See TMEP 8 904.04. Rather, for
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reasons it finds conpelling, applicant has sinply chosen
not to use or license its mark for use on finished goods
sold to retail consuners. As a result, retail consuners
are not anong rel evant purchasers for goods bearing the
mark. Certainly in the context of these goods, we agree
that it is not necessary that the ultimte purchaser of a

music CD or of a novie DVD knows of this source-indicator.

Possible forms of trademark usage with publishers

G ven that applicant has chosen not to use its mark on
finished goods sold to retail consuners, we agree with
applicant that “the content provider is the rel evant
consuner of the Applicant’s goods.” Applicant’s brief,

p. 6. However, it is appropriate, indeed necessary, for us
to exam ne the ways in which applicant’s clients, the
content providers or media publishers and producers, m ght
expect to encounter applicant’s source-indicator(s) in the
context of software and hardware. Even accepting
applicant’s logical constraints, it is not “inpracticable”
for applicant to use this mark with its targeted consuners.
For exanple, in dealing with content providers and their
manuf acturers, applicant could use this mark within its

sof tware products, on tangi bl e nedia products, on packagi ng

for such tangi ble nedia products, or on inserts included
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wth software sent to publishers or discs sent to pressing
houses,® or even in the formof a “catal ogue.”* However,
applicant has failed to provide a specinmen show ng any of
t hese ki nds of uses.

We find that software providers may nake products
avai | abl e through downl oadi ng or by distributing CD ROVS.
Use of applicant’s mark in conjunction with such procedures
woul d clearly qualify as use on the goods. It is not
uncommon for a software provider to display its product
mar ks or relevant corporate | ogos on conputerized inages
created by distributed software, or on the website page
where |icensed users are given authorized access to the
software product. |In either of these cases, an applicant
woul d sinply submt to the Ofice a screen-print fromthe
appropriate access screen. Moreover, if applicant actually
ships blank, nmulti-layered CD-ROMs to pressing houses, one
could use the mark on inserts associated with the goods, or

the shipping | abels could easily be designed with

3 Nowhere does this literature contain suggestions that the
docunent has been shipped as an insert with packets of hardware
or software, and applicant does not maeke this argunent.

4 The specinmen of record is in no sense a catal ogue in that
it does not constitute a neans to order goods through the mai
using a sales formor a means by which one night call in an order
by tel ephone. Contra Lands’ End Inc. v. Manbeck, 797 F. Supp.
511, 24 USPQ2d 1314, 1316 (E. D. Va. 1992) [specinen catal ogs
accept abl e di spl ays associated with the goods]; and In re Dell
Inc., 71 USPQ2d 1725 (TTAB 2004) [web page usage of applied-for
termfunctions as a point of sale display].

- 13 -
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applicant’s product marks or rel evant corporate | ogos.
Hence, based on this entire record, we find that it is not
i npracticable, in this case, for applicant to have chosen

to do any of these things.

Conclusion
In conclusion, we find that the specinmen of record
does not support trademark usage and that it is not
i npracticable for applicant to have affixed this alleged
mark to goods in International Class 9 in a traditional
manner (e.g., label, tag, container or display associated
with the goods) in its dealings with nmedia publishers and

producers and/ or conpact disc pressing houses.

Decision: The refusal to register is hereby affirned.



