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Bef ore Chapman, Bucher and Drost, Admi nistrative Trademark
Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:
On March 1, 2001, NetEnterprise, Inc. (a corporation
of Hawaii) filed an application to register on the
Princi pal Register the mark NETENTERPRI SE for services
ultimately identified as foll ows:
“conputer services, nanely connecting
custoner web sites and web applications
for online access by users through the
I nternet, hosting and managi ng cust oner

web sites and web applications at data
centers, providing network nmanagenent
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and support services to custoners” in
| nternational Cass 42.1

The Exam ning Attorney nade final his refusal to
register the mark as nerely descriptive of applicant’s
services under Section 2(e)(1) of the Trademark Act, 15
U S C 81052(e)(1). In response thereto, applicant filed
an anendnent requesting that its application be anended to
seek registration on the Suppl enmental Register.
Thereafter, the Exam ning Attorney refused registration
under Section 23, 15 U.S. C. 81091, on the ground that the
proposed mark is generic and incapable of serving as a
source identifier for applicant’s services. Wen the
Exam ning Attorney had tw ce refused registration on the
Suppl enent al Regi ster, applicant appeal ed.

Bot h applicant and the Exam ning Attorney have fil ed
briefs. Applicant did not request an oral hearing.

The issue before the Board is whether the term
NETENTERPRI SE is generic for applicant’s services, and
thus, is incapable of serving as a source identifier
t herefor and hence is unregistrable on the Suppl enent al

Regi ster.

! Application Serial No. 76219917, filed March 1, 2001, is based
on applicant’s clainmed date of first use and first use in
commerce of Cctober 1996.
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The Exam ning Attorney contends that the Merriam

Webster OnLine Dictionary defines the terns “net” as “5:

Internet,” and “enterprise” as “1:. a project or undertaking
that is especially difficult, conplicated, or risky ...3a: a
unit of econom c organi zation or activity; especially: a
busi ness organi zation b: a systematic purposeful

activity”; that “Applicant’s term [ NETENTERPRI SE], used in
connection with the type of services applicant provides,
nmerely serves to informthe public of the type of business
[applicant] runs, to wit: an internet business or
enterprise” (Ofice action dated May 20, 2003, p. 1); that
the words used together result in a proposed “mark that
literally describes the provider of the services: a

busi ness providing services electronically or over the
internet” (brief, unnunbered page 3); and that all ow ng
applicant to register the term NETENTERPRI SE on t he

Suppl emrent al Regi ster woul d prevent applicant’s conpetitors
from adequately describing their own such services.

The Exam ning Attorney also submtted (i) printouts of
sone excerpted stories retrieved fromthe Nexis database
relating to “net enterprise”; and (ii) printouts from
several websites on the Internet, generally show ng

references to “net enterprise” or “Internet enterprise.”
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Sone representative exanples of the Nexis and I nternet
evi dence are reproduced bel ow (enphasi s added):

Headline: A Sinple Plan for Success on

t he Net

..conpetition is being crowded. Building
value in a brand will no doubt breed
success for a Net enterprise. The

Internet will continue to evolve and so
will marketing strategies... “Video Age
International,” February 1, 2001;

Headl i ne: NBC Interacti ve Now A Busi ness

Uni t

.Indeed, Yudkowitz readily admts that
NBC Interactive, like the majority of
‘Net enterprises,’” is not yet a noney

maker. That will cone when penetration,
conveni ence, reliability and transaction
security inprove, he predicts. “Phillips
Busi ness Information,” March 5, 1997;

| NTERNET ENTERPRI SE STRATEGY & DESI GN
A Real -World Introduction to Electronic
Conmmer ce

An Online Guide for Net Entrepreneurs &
Manageri al End Users

STARTI NG AN | NTERNET ENTERPRI SE

VWhy? What ? How? When?

www. bri nt. com
Enterprise Cold Reporting Software

Internet Enterprise Cold Reporting — for
Internet/Intranet Environnents

WWW. Wi nocul ar. com

I nternet Security Systens

CONNECT

I nternational Security Sunmm t

The Prem ere Conference for |nternet,
Enterprise and Network Security

WWW. i ssconnect . net ;
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The Internet Enterprise System By Suni
C szewski
www. sal esl obby. com and

Wreless Internet Enterprise
Appl i cations, by Chetan Sharnma
www. shopbar nesandnobl e. com

Applicant’s position is set forth bel ow

Wi |l e Applicant may concede that the
two-word phrase ‘net enterprise’ is
generic, Applicant has submtted proof
in the record that ‘ NETENTERPRI SE' i s
not generic. Using Google searching,
Applicant has shown that over 80% of
the primary 200 references it found and
90% of those found by the Exam ner
using the term‘netenterprise referred
to Applicant’s own conpany. The

Exam ni ng Attorney argunents are
directed to generic references to ‘ net
enterprise’, but does not respond in
any persuasive manner to Applicant’s
argunents as to the source-identifying
nature of ‘ NETENTERPRI SE' .

Furthernore, the Applicant is not
applying to register ‘ NETENTERPRI SE
for a generic ‘business providing
services electronically over the
Internet’. Instead, the Applicant’s
services as described in the
application are ‘ Conputer Services,
such as services in hosting,

mai nt ai ni ng, and supporting Wb sites
at data centers’. These services are
known in the industry as those of a
“hosting data center’, which is
understood as a specific kind of
service that has nothing to do with a
‘ busi ness providing services

el ectronically or over the Internet’.

(Reply brief, unnunbered page 2.)
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Appl i cant concludes that the Exam ning Attorney was in
error in refusing registration of NETENTERPRI SE on the
Suppl ement al Regi ster.

The O fice bears the burden of proving that the
proposed trademark is generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
USPQ2d 1141 (Fed. Cir. 1987); and In re Anal og Devices
Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d, but
appearing at 10 USPQ2d 1879 (Fed. Cir. 1989). The evi dence
of the relevant public’s perception of a termnmay be
acquired from any conpetent source, including newspapers,
magazi nes, dictionaries, catal ogs and other publications.
See Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19 USPQd
1551 (Fed. Gr. 1991); and In re Leatherman Tool G oup,
Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re Northland
Al um num Products, Inc., 777 F.2d 1566, 227 USPQ 961 ( Fed.
Cir. 1985).

The test for determ ning whether a designation is
generic, as applied to the goods or as used in connection
with the services in an application, turns upon how the
termis perceived by the relevant public. See Logl an
Institute Inc. v. Logical Language G oup, Inc., 962 F.2d

1038, 22 USPQ2d 1531 (Fed. Cir. 1992). Determ ni ng whet her
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an alleged mark is generic involves a two-step anal ysis:

(1) what is the genus of the goods or services in question?
and (2) is the termsought to be registered understood by
the relevant public primarily to refer to that genus of
goods or services? See In re The Anerican Fertility
Society, 188 F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999);
and H Marvin G nn Corporation v. International Association
of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cr
1986) .

Based on the recitation of services herein, and the
screen prints fromapplicant’s website, we find that the
answer to the first Marvin G nn question, nanely, the genus
of the involved services herein, is “providing Internet
access for businesses.”

We turn then to the second Marvin G nn question,
nanmel y, whether the term “NetEnterprise” is understood by
the relevant public primarily to refer to the service of
providing Internet access for businesses.

The Exam ning Attorney’s dictionary evidence shows
that “Net” is understood to be a shorthand for “Internet.”
Simlarly, the word “Enterprise” is readily understood as

meani ng “a business organi zation.” Accordingly, a “net
enterprise” is an “Internet business.” Applicant seens not

to argue this point.
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In addition to applicant’s argunent quoted above from
its reply brief, we also have the follow ng statenent from
the declaration of applicant’s vice president, Jason A
Tot h, dated August 29, 2002:

5. Further searches were perforned on
the generic terns ‘net enterprise and
‘network enterprise’. ...These results
show that there is a marked difference
in public perception of our trademark
‘ NETENTERPRI SE' and the generic term
‘net enterprise’.

This recognition, coupled with the Nexis and I nternet
evi dence and dictionary entries placed into the record by
the Exam ning Attorney regardi ng use of the words “net
enterprise,” establishes that under either test, Anerican
Fertility, supra, or the conmpound word test of In re Could
Paper Corp., 835 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987),
the phrase “net enterprise” is generic of a business
operation conducted over the Internet. Wether one focuses
on applicant’s services “known in the industry as those of

a ‘hosting data center,’” or on the reason why prospective
custoners seek out applicant’s services, the rel evant
public will readily understand the term “net enterprise”
primarily to refer to an Internet business of which the

service of providing Internet access for businesses is an

exanple. See In re Central Sprinkler Co., 49 USPQ2d 1194
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(TTAB 1998); and In re Conus Conmmuni cations Co., 23 USPQd
1717 (TTAB 1992).

We are not persuaded by applicant’s evidence which it
asserts shows “overwhel m ng recognition of Applicant’s own
conpany as the source of the services” (brief, unnunbered
page 3). While applicant’s nmethodology is not clear, it is
per haps not surprising that when one searches
“netenterprise’” as a single run-together termon Google,
many of the hits will be to applicant’s trade nane.?

Mor eover, applicant’s attenpts to obtain a
regi stration by enphasizing the fact that it uses the two
words without a space between themis unpersuasive. A
m sspelling of a generic termor terns does not change the

generic significance to the purchaser. See Nupla Corp. v.

2 Despite its superficial appeal, counting up Google hits can be
quite msleading. For exanple, in reviewing the entire record,
we note that Lexis/Nexis entries and the results of |nternet
searches (e.g., for the term*“net enterprise” — having a space
between the words “net” and “enterprise” — on the Google search
engi ne) show frequent occurrences of the conbination “. NET
Enterprise” inmediately before words |ike “server,”
“architecture,” “application,” “software,” “services,” etc. A
t hese excerpts include sone references to “. NET Enterprise” for
goods and services sold by Mcrosoft corporation.

Wil e the record does not nake cl ear whether Mcrosoft’s
i nvol ved devel opnent software is related to applicant’s services,
to the extent this truly represents the majority of Google hits
for this conbination of terns (i.e., with a space between the
words “net” and “enterprise”), it raises the entirely plausible
possibility that, contrary to the concl usions applicant woul d
have us draw fromits “look at the first 200 Google hits”
cal cul ations, that the perceptions of prospective consuners, upon
first encountering applicant’s alleged nark, may be affected by
M crosoft’s usage.
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| XL Manufacturing Co., 114 F.3d 191, 42 USPQ2d 1711 (Fed.
Cr. 1997); Mcro Mdtion Inc. v. Danfoss A/'S, 49 USPQd
1628 (TTAB 1998); and In re Stanbel Inc., 16 USPQd 1469
(TTAB 1990), aff’d unpub’d, but appearing at 20 USPQRd 1319
(Fed. Cr. 1991). See also, 2 J. Thomas MCarthy, MCarthy

on Trademarks and Unfair Conpetition, 8812:38 and 12: 39

(4th ed. 2001). Here the “msspelling” is applicant’s

del etion of the space between the two separate words “net
and “enterprise.” However, the term*“netenterprise”
remai ns generic.

We find that the evidence of record establishes that

the rel evant purchasi ng public recognizes the words “net
enterprise” (or “netenterprise”) as indicating a generic
| nternet business or enterprise, including the specific
identified services offered by applicant. Thus,
applicant’s proposed mark is generic and incapabl e of

di stingui shing applicant’s services fromthose of others.

Decision: The refusal to register on the Suppl enent al

Regi ster is affirned.
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