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Bef ore Chapnan, Bucher and Bottorff, Adm nistrative
Trademar k Judges.
OQpi ni on by Chapman, Adm nistrative Trademark Judge:
Applicant has filed an application to register the
mark ORI ON on the Principal Register for “nortgage
br okerage services” in International Cass 36.1

Regi strati on has been refused under Section 2(d) of

the Trademark Act, 15 U. S.C. 81052(d), on the ground that

! Application Serial No. 76/221,175, filed March 8, 2001, based
on applicant’s assertion of a bona fide intention to use the mark
in commerce.
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applicant’s mark, when used in connection with its
identified services, would so resenble the registered mark
ORION for “commercial and residential real estate
brokerage” in International C ass 36 and “comrerci al and
residential real estate developnent” in International C ass
372 as to be likely to cause confusion, mstake or

decepti on.

When the refusal was made final, applicant appeal ed.
Briefs have been filed, and applicant did not request an
oral hearing.

Upon consi deration of the pertinent factors set forth
by the Court inlInre E |I. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973), for determning
whet her a |ikelihood of confusion exists, we find that
confusion is likely.

The marks are identical. This fact “weighs heavily
agai nst applicant.” In re Martin' s Fanous Pastry Shoppe,
Inc., 748 F.2d 1565, 223 USPQ 1289, 1290 (Fed. G r. 1984).
I ndeed, the fact that an applicant has sel ected the
identical mark of a registrant weighs so heavily agai nst

the applicant that applicant’s use of the mark on

2 Registration No. 1,974,896, issued May 21, 1996, to Orion
Partners, Inc.; Section 8 affidavit accepted, Section 15
affidavit acknow edged. The clained date of first use is August
1, 1989 for each class of services.
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“goods. .. [which] are not conpetitive or intrinsically
related [to registrant’s goods]...can [still] lead to the
assunption that there is a common source.” 1In re Shell Gl
Co., 992 F.2d 1204, 26 USPQ2d 1687, 1689 (Fed. G r. 1993).
“The greater the simlarity in the marks, the |lesser the
simlarity required in the goods or services of the parties
to support a finding of likely confusion.” 3 J. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, 823:20.1

(4th ed. 2001).

Applicant contends that the registered mark ORION is a
weak mark entitled to a narrow scope of protection because
the USPTO s TESS dat abase shows that there are “176
regi stered and pending marks including ‘ORION ....”
(Applicant’s brief, p. 4.) Applicant first nade this
argunent in its response to the first Ofice action, but
applicant submtted no evidence on this point. See
Weyer haeuser Co. v. Katz, 24 USPQ2d 1230 (TTAB 1992);
Cities Service Conpany v. WVF of Anerica, Inc., 199 USPQ
493 (TTAB 1978); and In re Duofold Inc., 184 USPQ 638 (TTAB
1974). O course, even if applicant had properly made the
appropriate docunentation of record, applications have
virtually no probative value on the issue of
registrability, as they are evidence only of the fact that

the applications were filed.
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Wth regard to the weight given to third-party
regi strations, the Court of Appeals for the Federal Crcuit
stated in the case of A de Tyme Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ2d 1542, 1545 (Fed. G r. 1992):

Under Du Pont, “[t]he nunber and
nature of simlar marks in use on
simlar goods” is a factor that nust
be considered in determning

| i kel i hood of confusion. 476 F.2d at
1361, 177 USPQ at 567 (factor 6).
Much of the undi sputed record
evidence relates to third party

regi strations, which admttedly are
given little weight but which
nevert hel ess are rel evant when

eval uating |ikelihood of confusion.
As to strength of a mark, however,
regi stration evidence nay not be
given any weight. AMF Inc. v.
Anerican Leisure Prods., Inc., 474
F.2d 1403, 1406, 177 USPQ 268, 269
(CCPA 1973) (“The existence of [third
party] registrations is not evidence
of what happens in the nmarket place
or that custoners are famliar with
them ...”) (ltalics enphasis in
original.)

In the case now before us, there is no evidence of
record regarding the existence of any third-party uses of
mar ks consi sting of or including the term ORION for the
i nvol ved services or any relevant or related services; and
third-party registrations cannot be given any weight with
regard to the strength of the mark. Thus, even if
applicant had properly made third-party registrations of

record (which it did not), such evidence woul d not
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establish that the registered mark is weak and entitled to
only a narrow scope of protection.?

Even if applicant had proven third-party uses of the
mark ORION for simlar or related services, weak marks are
still entitled to protection against registration by a
subsequent user of the sane or simlar mark for the sane or
rel ated goods. See Hollister Incorporated v. Ident A Pet,
Inc., 193 USPQ 439 (TTAB 1976).

Turning to the simlarities/dissimlarities and the
nature of the involved services, the Board nust determ ne
the issue of |ikelihood of confusion on the basis of the
goods and/or services as identified in the application and
the registration. See Octocom Systens Inc. v. Houston
Computers Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed.
Cir. 1990); and Canadi an Inperial Bank of Comrerce,
Nat i onal Association v. Wlls Fargo Bank, 811 F.2d 1490, 1

USPQ2d 1813 (Fed. Cir. 1987).

®Inits brief on appeal (p. 5) applicant referred for the first
tinme to the “Trademark O fice database identified 14,780 ‘live
applications or registrations that included ‘real estate’ in the
servi ces description”; and applicant explained this was its first
time to respond to the Exam ning Attorney’'s final refusal. As
the Exanmining Attorney correctly asserted, the record nmust be
conplete prior to appeal. Specifically, if applicant desired to
submt evidence into the record after appeal, it should request a
remand under Trademark Rul e 2.142(d). See also, TBMP 8§1207. In
any event, here applicant sinply nade the above statenent about
the USPTO records, but submitted no evidence thereon. W hasten
to add that such evidence would be irrelevant as expl ai ned above.
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Wth respect to the simlarity between applicant’s
“nortgage brokerage services” and registrant’s “comerci al
and residential real estate brokerage” and “comrercial and
residential real estate developnent,” it is not necessary
that the services be identical or even conpetitive in
nature in order to support a finding of |ikelihood of
confusion. It is sufficient that the circunstances
surrounding their marketing are such that they would be
likely to be encountered by the sanme persons under
ci rcunst ances that would give rise, because of the marks
used in connection therewith, to the m staken belief that
the services originate fromor are in sonme way associ ated
with the sane source. See Inre Melville Corp., 18 USPQd
1386 (TTAB 1991); and In re International Tel ephone and
Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

Appl i cant argues that the involved services are
di stinct and separate businesses, separately regul ated and
| icensed by the states and are even covered by sone federal
regul ation; that the Exam ning Attorney has so broadly read
t he “expansion of trade” doctrine as to read into
registrant’s services coverage of a business that
regi strant never intended; and that the Exam ning Attorney
has essentially argued “reverse confusion” and that there

is no evidence to support the existence of that possibility
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here. Applicant also states that consunmers will exercise a
“hi gh amobunt of care and attention” when seeking these
types of services. (Brief, p. 4.)

The Exam ning Attorney contends that the sane entities
of fer both real estate brokerage and/or devel opnent
services as well as nortgage brokerage services; that the
nort gage brokerage services applicant intends to offer are
within the normal scope of expansion of registrant’s real
estate services; and that based thereon, consuners
encountering these services offered under the identi cal
mark, ORI ON, would m stakenly conclude that they are from
t he sane source.

In support of his position, the Exam ning Attorney
submi tted photocopi es of several third-party registrations,
based on use in conmmerce, show ng that one entity
registered a single mark for both such services. (See, for
exanpl e, Registration No. 2,408,047 issued to Secured
Capital Corp. for “real estate and nortgage investnent
banki ng and brokerage services”; Registration No. 2,344,220
issued to Cifford E. Katz for “real estate brokerage
servi ces and nortgage brokerage services”; Registration No.
2,477,635 issued to Singer Organization, Inc. for “real
estate brokerage, nortgage financing and nortgage brokerage

services, real estate investnent, real estate consultation
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services”; Registration No. 2,475,357 issued to BWC

Fi nanci al Corporation for “...nortgage and consuner | ending
services,...real estate |lending, brokerage, and financing
services”; and Registration No. 2,320,822 issued to

Real works, Inc. for “real estate agency services, including
real estate brokerage, nortgage brokerage, and title

i nsurance agency services.”)

VWhile third-party registrations are not evidence of
comerci al use of the marks shown therein, or that the
public is famliar with them nonetheless, third-party
regi strations which individually cover a nunber of
different items and which are based on use in conmerce have
sonme probative value to the extent they suggest that the
| i sted goods or services emanate froma single source. See
In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785 (TTAB
1993); and In re Mucky Duck Mustard Co., Inc., 6 USPQRd
1467, footnote 6 (TTAB 1988).

W find that applicant’s and registrant’s services are
hi ghly rel ated and conpl enentary, and would be offered in
t he same channels of trade to the sane cl asses of
purchasers. See Century 21 Real Estate Corp. v. Century
Life of Anerica, 970 F.2d 874, 23 USPQ2d 1698 (Fed. G r.
1992)[plaintiff renders both real estate brokerage services

and nortgage brokerage services]; Freedom Savings and Loan
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Association v. Way, 757 F.2d 1176, 226 USPQ 123, 128 (1l1th
Cir. 1985)[real estate sales and real estate finance are
hi ghly conpl enentary services, although the Appellate Court
affirmed a District Court decision that the plaintiff did
not establish Iikelihood of confusion]; and In re United
California Brokers, Inc., 222 USPQ 361 (TTAB
1984) [ appl i cant offers brokerage services in several
fields, including real estate and nortgages and | oans].

We acknow edge that services of the type rendered by
applicant and registrant m ght sonetinmes invol ve careful
and discrimnating purchases. Nonetheless, real estate
br okerage services and nortgage brokerage services are
offered to a wi de range of consuners, nany of whom are not
likely to be sophisticated in the buying and financing of
real estate, much | ess capabl e of distinguishing between
t he sources of these related services rendered under the
i dentical mark.

We concl ude that consuners famliar with registrant’s
commercial and residential real estate brokerage and
commercial and residential real estate devel opnent services
rendered under the mark ORION would be likely to believe,
upon encountering applicant’s mark ORI ON for nortgage

br okerage services, that the services originated with or
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wer e sonmehow associated with or sponsored by the sane
entity.

Al t hough we have no doubt in this case, any doubt on
the issue of |ikelihood of confusion nust be resol ved
agai nst the newconer as the newconer has the opportunity of
avoi ding confusion, and is obligated to do so. See TBC
Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQ2d 1315 (Fed.
Cir. 1997); and In re Hyper Shoppes (Chio), Inc., 837 F.2d
463, 6 USPQ2d 1025 (Fed. Cir. 1988).

Decision: The refusal to register under Section 2(d)

is affirned.
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