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Anne Madden, Trademark Exam ning Attorney, Law Ofice 103
(M chael Ham Iton, Managi ng Attorney).

Bef ore Sinmms, Hanak and Chapman, Adm ni strative Tradenmark
Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On March 9, 2001, Mahi Networks, Inc. (a Del aware
corporation) filed an application to register the mark ZERO
DI SRUPTI ON M GRATI ON on the Principal Register for the
foll ow ng goods in International Cass 9:

“t el ecommuni cati ons hardware, nanely,
optical entrance encl osures; optical
couplers; optical fiber franes,

shel ves, trays, and cabi nets;

custom zed optical junpers and

pigtails; fiber optic splice closures;
fi ber receiver service cables; fiber
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| oops; integrated optical circuits;
transcei vers; optical switches; optica
wavegui des; pressure sensors;
interferoneters; optical gyros; optical
delay lines; optical signal processors;
di stance neasurers; tenperature
sensors; chem cal sensors; biologica
sensors; fiber optic couplers;
mul ti/demul tipl exers; wavel ength
filters; optical nodulators; fiber
optic transmtters and receivers; fiber
optic cables; fiber optic cable
assenblies; fiber optic indicators; and
flexible fiber optic |ight guides.”

The application is based on applicant’s assertion of a bona

fide intention to use the mark in commerce on the

identified goods.

The Exami ning Attorney refused to register the mark as
nmerely descriptive of applicant’s goods under Section
2(e)(1) of the Trademark Act, 15 U . S.C. 81052(e)(1).

When the refusal to register was nmade final, applicant
filed a tinely notice of appeal. Both applicant and the
Exam ning Attorney have filed briefs!; an oral hearing was
not request ed.

The Exam ning Attorney contends that the proposed nmark

nerely describes a significant feature or purpose of

applicant’s goods, specifically that applicant’s goods

Y Wen this application was sent to the Examining Attorney for
her brief, she requested a remand of the application. Her
request was granted under Trademark Rule 2.142(d), and upon
return of the application to the Board, applicant was all owed
time to file a supplenental brief (along with any evidence
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mgrate data or systens with mnimal disruption to the
users or to the data.

I n support thereof, the Exam ning Attorney nade of
record the followi ng dictionary? and encycl opedi c
definitions:

(1) =zero adjective .b. having no

magni tude or quantity: not any...
Merriam Webster Online Dictionary;

(2) disruption noun formof the verb
disrupt 1 a: to break apart:
rupture... b: to throwinto
di sorder...2: to interrupt the
normal course or unity of.
Merriam Webster Online Dictionary;

(3) mgration A change from one
har dware or software technology to
another. Mgration is a way of
life in the conputer industry.
For exanpl e, once known only to
t he gl ass-encl osed dat acenter,
users today understand the neaning
of mgrating fromone operating
systemto anot her.
TechEncyl opedi a; and

(4) data mgration (1) the process of
transl ating data from one format
to another. Data magrationis
necessary when an organi zation
deci des to use a new conputing
systens or database managenent

submtted in response to the Examining Attorney’ s new evi dence).
Applicant filed a supplenental brief on July 21, 2003.

2 The Examining Attorney’'s request in her brief that the Board
take judicial notice of the dictionary definitions is granted.
See The University of Notre Danme du Lac v. J.C. Gournet Food

I mports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983). See also, TBWP 8§704. 12(a)
(2d ed. June 2003).
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systemthat is inconpatible with
the current system.. Webpedi a.

The Exam ning Attorney al so nade of record copies of
several excerpted stories retrieved fromthe Nexis database
and printouts of pages froma few web sites, exanples of
both of which are reproduced below, to show that *zero
di sruption” is used in the industry to nean little or no
di sruption or interference when mgrating data or systens,
and ot her stories and web pages to show that achieving | ow
di sruption in data mgration is beneficial:

Headl i ne: Tarantella: A Technol ogy

Revi ew, Santa Cruz Operation;

.Java- enabl ed Wb browser. What
separates Tarantella fromalternative
Java enmul ators and Wb delivery
strategies is both the conprehensiveness
of its approach and its zero-disruption
phil osophy. 1In addition to Java

enmul ation, Tarantella provides a range of
servers.., “UNI X Review s Performance
Computing,” May 1998;

Headl i ne: New Prel oaded Software

O ferings
..enterprise resource planning fromJBA
International. The new custom sol utions

gi ve custoners an affordable entry into
e-business with “zero risk to upgrade and
zero disruption to mssion-critica
appl i cations,” says Roger Koni ski,

di rector of |IBM AS/ 400 | SV marketi ng.
“VAR Busi ness,” February 16, 1998;

Headl i ne: Enterprise: Optician Drops

Si ngl e Server

LAl the applications have been built on
Solaris to allow conplete portability
bet ween stores and manufacturers. This
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shoul d keep disruption to a m ni num
during the mgration, says Specsavers IT

di rector M chael Kahn... “Conputing,” June
21, 2001;

JAut onat or

Churchill Software’'s JAutomator(d is a

J2EE m gration framework for real-world,
hi gh- perfornmance Oracle Forns
appl i cations. ...Jautomator generates

mul tiple clients, including Churchill’s

i nnovative NativeFornsld GUI for identica
Oracle Forns | ook-and-feel, providing a
zero-di sruption end-user transition to
Java. ...www. churchill.uk.com and

AT&T Broadband Begins M grating Broadband
Internet Custoners to New Hi gh- Speed

Net wor k

AT&T noved its Oregon and Vancouver,
Wash., Broadband Internet custoners to

t he new hi gh-speed network during a six-
and- a- hal f hour period overnight and is
working to mgrate the bal ance of its
customers to the new network in the

com ng days. ...The conpany wl|
automatically issue credits to any
custoners who experience an interruption
of service. ... ww. att.com?3

® W note that the Examining Attorney also submitted printouts
froma list retrieved by a Google search for “zero disruption
mgration,” which provided |imted excerpts fromthe various web
sites listed therein. This search indicated that 9,810
references were found. These excerpts included two short
segnents fromapplicant’s web site stating the follow ng: *“...
That’ s why Mahi Networks devel oped its offerings with Zero-

Di sruption Mgrationd in mnd: to mnimze the operationa
complexities of network transformation ..” and “...allows an

i medi ate, | ow cost, and non-disruptive depl oynent into the nost
essential carrier applications, and provides a Zero-Di sruptionQd
Mgration to the ..” (enphasis in original). However, such a
Googl e search list is not particularly persuasive because it does
not include printouts of the pages fromthe listed web sites, and
it is often difficult to understand the context in which the
retrieved phrase is used. Thus, the Google search list is of
limted probative value in this case.
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Appl i cant argues that the mark nust be viewed in its
entirety, not as three separate words; that when so viewed,
this conbination of words is unique and is “at nost
suggestive of a potential goal to be associated wth the
overal |l operation of the goods” (brief, p. 3); that the
words do not imedi ately convey infornmation about
applicant’s goods, but rather consunmers woul d have to use
i magi nation to “find a nexus between the goods and the
mark” (brief, p. 4); and that conpetitors have no need to
use this phrase.

In its supplenental brief (p. 2), applicant
specifically stated the follow ng:

Applicant has conceded that each of the
terms incorporated into the overal

mar k have application to the technol ogy
involved. It cannot be denied that
each termrefers to aspects of the
goals to be desired fromuse of the

har dwar e/ sof t war e conponent s of
Applicant. These terns are not
arbitrary in usage, and no claim has
been nmade to this effect. However, the
fact remains that the conbination of
terms is unique and has been coi ned by
Applicant in connection with its goods,
and that the primary significance of

t he conbi ned phrase is as a trademark,
rat her than as a description.

W agree with the Exam ning Attorney that the phrase

“zero disruption mgration” is nmerely descriptive of

applicant’s tel ecommuni cations hardware. The evi dence
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shows that consuners are well aware of mgration of data
and systens; that disruption is a possible problem
resulting therefrom and that mnimal, or if possible

“zero,” disruption is a highly sought goal when mgrating
data or systens. Consuners will understand the phrase as
meani ng that applicant’s goods are intended to carry out
m gration of data or systens, and doing so with zero (or
m nimal) disruption of the data or the service.

When we consider the mark ZERO DI SRUPTI ON M GRATI ON as
a whole, and in the context of applicant’s goods (various
itenms of telecomunications hardware), we find that the
mark i nmedi ately infornms consuners that applicant’s goods
will allow mgration of data and/or systens but with no or
m nimal disruption. That is, the purchasing public would
i mredi atel y understand a significant purpose and function
of applicant’s tel ecommunications hardware.

The conbi nati on of these common English words does not
create an incongruous or unique mark. Rather, applicant’s
mar k, ZERO DI SRUPTI ON M GRATI ON, when used in connection
with applicant’s identified goods, imedi ately descri bes,
wi t hout need of conjecture or specul ation, the essential
purpose or function of applicant’s goods. No exercise of
i magi nati on or nmental processing or gathering of further

information is required in order for purchasers or
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prospective custoners for applicant’s goods to readily
perceive the merely descriptive significance of the mark
ZERO DI SRUPTION M GRATION as it pertains to the identified
goods on which applicant intends to use said mark. See In
re Gyulay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Cr. 1987);
In re Omha National Corporation, 819 F.2d 1117, 2 USPQd
1859 (Fed. Cir. 1987); Inre Intelligent Instrunmentation
Inc., 40 USPQ2d 1792 (TTAB 1996); and In re Tinme Sol utions,
Inc., 33 USPQ2d 1156 (TTAB 1994).

Wi |l e evidence of descriptive use of the nultiple
words together is generally persuasive that such a nultiple
word mark is nerely descriptive, there i s no requirenent
that an Exam ning Attorney must obtain evidence of all the
wor ds used together in order to make a prima facie show ng
that a nultiple word mark is merely descriptive.? See In re
Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564 (Fed. G r.
2001) (Court affirmed Board hol ding THE ULTI MATE BI KE RACK
nerely descriptive and subject to disclainmer for carrying
racks for nounting on bicycles and accessories for bicycle
racks, nanely attachnents for expanding the carrying

capacity of a carrying rack.) See also, In re Shiva Corp.,

* The Exanmining Attorney pointed out that the issue here is not
whet her the phrase ZERO DI SRUPTI ON M GRATION i s generic, but
rather, the issue is whether the phrase is nmerely descriptive in
the context of applicant’s goods. (Brief, p. 7.)
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48 USPQ2d 1957 (TTAB 1998). Moreover, in this case, the
Exam ning Attorney did submt evidence that the words “zero
di sruption” are used together in a descriptive nmanner and
that applicant has nerely added the descriptive term
“mgration” thereto.

Deci sion: The refusal to register on the ground that
the mark is nmerely descriptive under Section 2(e)(1) is

af firned.



