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Bef ore Qui nn, Chapnman and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On March 27, 2001, General Sem conductor, Inc. (a
Del aware corporation) filed an application to register on
the Principal Register the mark SMF for “sem conductors” in
International Class 9. The application is based on
applicant’s assertion of a bona fide intention to use the
mark in commerce.

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the
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ground that applicant’s mark so resenbl es the SMF-28! and
SMF-28e? marks, both registered by Corning Incorporated, and
both for “optical fiber” in International Cass 9, that
when applicant’s mark is used on or in connection with its
identified goods, there is a likelihood of confusion,
m st ake or deception.

Appl i cant has appeal ed, and briefs have been fil ed.
An oral argument has not been held.?3

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the likelihood of confusion
issue. See Inre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, Inre Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQRd 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,

however, two key considerations are the simlarities

! Registration No. 2581203, issued June 18, 2002.

2 Registration No. 2675475, issued January 14, 2003. The mark in
this registration is presented in special formto the extent that
the letter “e” is in |ower case.

3 Applicant requested an oral argunent, but its request did not
comply with Trademark Rul e 2.142(e)(1), which expressly states
that the “request therefor should be nade by a separate notice..”
See al so, TBMP 8802.02 (2d ed. rev. 2004). Instead, applicant’s
request for an oral argunment is enbedded on page 6 of its 7-page
brief on the case. When a request for oral argunent is not made
by separate notice, it is admnistratively extrenely difficult,
if not inpossible, for the Board to note the request, and take
appropriate action thereon. The adnministrative difficulties

ari se whether an applicant files paper docunents or electronic
subm ssions to the Board.
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between the marks and the simlarities between the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
also, Inre D xie Restaurants Inc., 105 F.3d 1405, 41
USPQ2d 1531 (Fed. Cir. 1997).

The salient question to be determ ned is not whether
t he goods of the parties are likely to be confused, but
rather whether there is a likelihood that the public wll
be msled to believe that the goods offered under the
i nvol ved marks originate froma comobn source. See J.C
Hal | Conpany v. Hall mark Cards, |ncorporated, 340 F.2d 960,
144 USPQ 435, 438 (CCPA 1965); and The State Historica
Society of Wsconsin v. R ngling Bros.-Barnum & Bail ey
Conbi ned Shows, Inc., 190 USPQ 25, 30 (TTAB 1976).

We consider first the marks. Applicant’s mark SMF is
highly simlar to each of the cited marks, SMF- 28 and SM--
28e. The only difference is that applicant did not include
inits mark the hyphen or the nuneric or al phanuneric
desi gnations appearing after the letters “SMF in the
regi stered marks. These m nor differences woul d not
obviate any likelihood of confusion. See Spoons
Restaurants Inc. v. Mrrison, Inc., 23 USPQ@2d 1735 (TTAB
1991), aff’d unpub’d (Fed. Cr., June 5, 1992). Mbreover,

t he nuneric and al phanuneric designations follow ng the
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letters “SMF” in registrant’s marks would |ikely be

per cei ved by consuners as nodel or style nunbers. W find
that applicant’s mark is simlar in appearance and sound to
each of the cited registrations.

As to connotation, all we have in the record is
applicant’s response to the Exam ning Attorney’s request
for information as to any neaning or significance the
letters have in the relevant trade, including whether SM-
is an abbreviation or acronym Applicant stated that it is
“not aware that [SMF] has any particular nmeaning in the
relevant trade.” (Response, February 4, 2004.) Thus,
what ever the connotation of the letters SMF it is
presunptively the sane for both applicant’s and
regi strant’ s marks.

W find that applicant’s mark is highly simlar in
sound, appearance, connotation and overall commerci al
i npression to each of the two cited registered marks. See
Wei ss Associates Inc. v. HRL Associates, Inc., 902 F.2d
1546, 14 USPRd 1840 (Fed. Cir. 1990).

Applicant contends that the cited marks are weak and
as evidence thereof it submtted copies fromthe USPTO s
Trademark El ectronic Search System (TESS) of two third-
party registrations and two third-party applications. The

records indicate that the third-party applications had been
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approved for publication, but were | ater abandoned by those
respective applicants. The two third-party applications
are not probative except as evidence that the respective
applications were filed on particular dates. W do not
agree with applicant’s argunent that the reason the
applications were allowed for publication nmust be the
differences in the marks and the goods and this “can be
inferred.” (Brief, p. 6.) To the contrary, this is nere
specul ation on applicant’s part. It is |ikew se pure
specul ation by applicant as to why the respective third-
party applicati on owners abandoned those applications.
(Reply brief, p. 4.)

The two third-party registrations submtted by
applicant are (1) Registration No. 2693365 for the mark SMF
2000, and (2) Registration No. 2693366 for the mark SMF
166, both for “non-magnetic steel in sheet, rod, bar and/or
billet forn in International Class 6 and “drilling
machi nes and parts thereof” in International Cass 7, and
both issued to S MF. International Societe Anonyne. These
are not persuasive because they are for goods unrelated to
applicant’s “sem conductors” and the cited registrant’s
“optical fiber.” Mst inportantly, third-party
regi strations do not establish that the marks shown therein

are in use, much |less that consuners are so famliar with
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themthat they are able to distinguish anong such nmarks.
There is no evidence of record of any use by any party
(including applicant, the cited registrant or any third-
party) of any mark including the letters SMF for

sem conductors or optical fiber or any other goods or
servi ces.

To the extent applicant is arguing that inconsistent
actions were taken by Exam ning Attorneys, the record
hi story of each of the two cited registrations as well as
the records of the third-party registrations are not before
us. Moreover, neither the Board nor any Court is bound by
prior decisions of Trademark Exam ning Attorneys, and each
case nust be decided on its own nerits, on the basis of the
record therein. See In re Nett Designs Inc., 236 F.3d
1339, 57 USPQ2d 1564 (Fed. Cir. 2001). See also, Inre
Kent - Ganebore Corp., 59 USPQ2d 1373 (TTAB 2001).

Furt hernore, even weak marks are entitled to
protection against registration by a subsequent user of the
sane or simlar mark for the sane or related goods. See
Hol lister Incorporated v. Ident A Pet, Inc., 193 USPQ 439
(TTAB 1976).

Turning next to a consideration of the goods involved
inthis case, we start with the well-settled principle that

goods or services need not be identical or even conpetitive
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to support a finding of l|ikelihood of confusion. Rather,
it is enough that the goods or services are related in sone
manner or that the circunstances surrounding their
mar keting are such that they would |ikely be seen by the
sane persons under circunstances which could give rise,
because of the marks used therewith, to a m staken beli ef
that they emanate fromor are in sone way associated with
the sanme producer or that there is an association between
the producers of each party’ s goods or services. See In re
Peebles Inc., 23 USPQ2d 1795, 1796 (TTAB 1992); and In re
Melville Corp., 18 USPQ2d 1386 (TTAB 1991). Further, the
question of likelihood of confusion in Board proceedi ngs
regarding the registrability of marks, nust be determ ned
based on an anal ysis of the goods or services identified in
applicant’s application vis-a-vis the goods or services
recited in the registration(s). See Cctocom Systens |nc.
v. Houston Computer Services Inc., 918 F.2d 937, 16 USPQd
1783 (Fed. G r. 1990); and Canadi an Inperial Bank v. Wlls
Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. G r. 1987).
In this case, both registered marks are for “optical
fiber,” while applicant intends to offer “sem conductors.”
In support of the refusal to register, and particularly the
rel at edness of the respective goods, the Exam ning Attorney

has submitted printouts of excerpted stories retrieved from
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the Nexis database and printouts fromlnternet websites to
show t hat sem conductors and optical fiber are used in
conjunction with one another and they are rel ated

i ndustries. Exanples of this evidence are set forth bel ow

Headline: Sumtono Elec Ties Up Wth
Al catel in Fiber-Qptic Technol ogy
..Under the deal, the two conpanies w |
mutual ly |icense patents and production
expertise related to optical fiber and
cable, it said. The Japanese firm

al ready sells high-perfornmance opti cal
fi ber and conpound seni conductors to
Alcatel. ... “AFX News Limted,” My 29,
2001;

Headl i ne:  Phot oni ¢ Chips

Phot oni ¢ Chi ps are waf er-based,

i ntegrated, optical sub-assenblies for
hi gh-vol une tel ecommuni cati on and data
communi cations applications. They
conbine mniature optic and el ectronic
conponents onto sem conductor wafer
assenblies for use with optical fibers
t hat have | arge voice, data, and video
data-transfer capabilities. “Design
News,” May 7, 2001;

Headl i ne: Anerican M crosystens Inc...
.Sensors Unlimted Inc. nanmed difton
Draper to its executive team Draper
wll be retiring from Lucent
Technol ogi es, bringing to Sensors over
23 years experience in optical fiber
and sem conduct or devi ce manufacturing
research, as well as fundanent al
research in the field of |aser
interactions with materi al s.

“M crowave Journal,” February 1, 2001

Headl i ne: Phyworks Clains Chip First...
Phywor ks Ltd. a fabless sem conductor
conpany devel opi ng i nnovative

el ectronic solutions to overcone signa
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degradation on optical fibers,
announced that it has begun to ship
sanples of its PHY 1060 El ectronic

di spersi on Conpensation (EDC)
integrated circuit (1C to custoners
for evaluation. ..“Fiber Optics Wekly
Update,” February 20, 2004,

Headl i ne: Corning Inc.

.Principal businesses: Optical fiber
and cabl e, specialty glass, ceramc
pol I ution control products,

sem conductor materials. “Star-Gazette
(Elmra, NY),” July 23, 2003;

Headl i ne: A Second Chance for X-ray

Li t hogr aphy?...

J-Mar uses a solid-state laser to bl ast
short, powerful light pulses at a thin,
nmovi ng copper strip, creating a high-
energy plasma that emts X rays with a
wavel engt h of about 1 nanoneter. The X
rays are collected and carried through
a bundle of tiny optical fibers called
a collimator to a sem conduct or
stepper, which uses X rays to expose
circuit patterns on wafers coated with
phot osensitive materials. ...“Electronic
Busi ness,” July 10, 2003;

Headline: WId, Wreless Wst

Al ready successful in traditional
areas |like steel, copper wiring and
optical fiber for power and

t el ecomruni cati ons applications, Walsin
al so has sem conduct or experience

t hrough its stake in Wnbond

El ectronics Corp. ...“Electronic

Engi neering Tines,” August 12, 2002;

Corni ng Products + Services

Opti cal Fi ber

Corning Optical Fiber produces a w de
range of optical fiber products
designed to performin a variety of
applications...
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Sem conductor Optics

Cor ni ng Sem conductor Optics expands

t he capabilities of wavel ength
technol ogy through the application....
WWw. cor ni ng. com (the cited registrant);
and

Fujitsu

Conmpound Sem conductors

Fujitsu designs and manufactures key

| i ght wave/ opt oel ectroni c conponents for

many hi gh-speed optical networks and

m crowave conponents for wrel ess

communi cati on systens.

www. fcsi . fujitsu. com products. htm

In addition to the Nexis and Internet evidence, the

Exam ning Attorney al so submtted copies of several third-
party registrations, based on use in commerce, indicating
the sane entities offer sem conductors and optical fiber
under the same mark. See, for exanple, Registration No.
2622346 for, inter alia, “sem conductor, . and “optical

fiber, .”; Registration No. 2636018 for, inter alia, “...

optical fibers, and “...sem conductor panels, ."; and

Regi stration No. 2249955 for, inter alia, “optical fiber

cabl e, and “sem conductors.”

When considering the third-party registrations
submtted by the Exam ning Attorney, we remain mndful that
such registrations are not evidence that the marks shown
therein are in use or that the public is famliar with

them Such third-party registrations neverthel ess have

sonme probative value to the extent they nmay serve to

10



Ser. No. 76231575

suggest that such goods are of a type which emanate from

t he same source. See In re Al bert Trostel & Sons Co., 29
UsP@2d 1783, 1785 (TTAB 1993); and In re Miucky Duck Muistard
Co., Inc., 6 USPQ2d 1467, footnote 6 (TTAB 1988). Thus,
the third-party registrations submtted by the Exam ning
Attorney are further evidence of the rel atedness of the
respective goods.

The Nexis and Internet evidence, as well as the third-
party registrations which include both itens of goods in
the identifications of goods, all show a comrercially
significant relationship between these two specifically
di fferent products, such that consuners nmay well expect the
two itens to emanate froma single source. That is,
applicant’s identified goods and the goods listed in the
cited registrations are related in the mnd of the
consum ng public as to origin. See Hew ett-Packard Conpany
v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004
(Fed. Cr. 2002)(“even if the goods and services in
guestion are not identical, the consum ng public may
perceive them as rel ated enough to cause confusi on about
the source or origin of the goods and services”).

We find that applicant’s sem conductors and

registrant’s optical fiber are related goods. See

11



Ser. No. 76231575

Transitron Electronic Corp. v. Weston Instrunents, Inc.,
147 USPQ 503 (TTAB 1965).
Applicant’s argunment that “[its] sem conductors are

conpletely unrelated to the [registrant’s] optical fibers”

(reply brief, p. 3, enphasis in original) is not
persuasive. It is clear that the products involved herein
are different products. However, we have found that the
Exam ni ng Attorney established a prinma facie show ng that
these different products, “sem conductors” and “optical
fiber,” are related goods. Applicant’s argunment to the
contrary, that the goods are “conpletely unrelated,” is not
supported by rebuttal evidence. See In re Gyulay, 820 F.2d
1216, 3 USPQ2d 1009, 1010 (Fed. Cir.) (The issue in the
case was nere descriptiveness, but the Court discussed an
applicant’s burden of comng forward with evidence in
support of its argunents.)

We find that the goods, as identified, could be
of fered through the sane or at |east overl appi ng channel s
of trade, to the sane or at |east overl appi ng cl asses of
pur chasers.

Al t hough not raised by applicant,? we recognize that

the i nvol ved goods woul d not be purchased on inpul se, but

“In applicant’s reply brief (p. 2), it argued that in any ex
parte case there are several du Pont factors which are “usually

12
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rat her woul d be purchased with care, and may be purchased
only by sophisticated purchasers. However, even if
purchased with care, and by sophisticated purchasers, these
purchasers are not imrune from confusion as to the source
of services, particularly when they are sold under simlar
mar ks. See W ncharger Corporation v. Rinco, Inc., 297 F.2d
261, 132 USPQ 289 (CCPA 1962); and In re Deconbe, 9 USPQRd
1812 (TTAB 1988).

In view of the highly simlar marks, the rel atedness
of these goods, and the same or overlappi ng channel s of
trade and purchasers, we find that applicant’s mark SMF for
its identified goods is likely to cause confusion with the
mar ks SMF-28 and SMF-28e in the cited registrations.

Wil e we do not have doubt on the question of
i kelihood of confusion in this case, if there were such
doubt, it nust be resol ved agai nst applicant as the
newconer, as applicant has the opportunity of avoiding
confusion, and is obligated to do so. See TBC Corp. V.

Hol sa Inc., 126 F.3d 1470, 44 USPQ2d 1315 (Fed. Gr. 1997);

the nost relevant,” listing six factors, including the conditions
of sale, i.e., inpulse versus sophisticated purchasing. However,
appli cant nade no argunent with regard to this factor. (Indeed,
applicant had also listed “valid consent agreenent” in its |ist
of du Pont factors arguably generally relevant in ex parte cases,
but there is no consent agreenent of record herein.)

13
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and In re Hyper Shoppes (Ghio) Inc., 837 F.2d 840, 6 USPQd
1025 (Fed. G r. 1988).

Deci sion: The refusal to register under Section 2(d)
of the Trademark Act is affirned as to both cited

registrations.
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