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Opi nion by Kuhl ke, Adm nistrative Trademark Judge:
CNS, Inc. has filed applications to register as

trademar ks on the Principal Register the foll ow ng:

! I'nasmuch as the issues raised by these four appeals are
simlar, the Board is addressing themin a single opinion.
Citations to the briefs refer to the briefs filed in application
Serial No. 76250116, unl ess otherw se noted; however, we have, of
course, considered all argunents and evidence filed in each case.



Serial Nos. 76250116, 76250194, 76250611, 76250613

for “medical device in the nature of a drug-free
nasal strip for use as an external nasal dilator”
in International O ass 10;?

for “transdermal nasal strip for use in the
delivery of pharnmaceuticals to relieve nasa
congestion” in International Cass 5;3

SEEF

for “transdermal nasal strip for use in the
delivery of pharmaceuticals to relieve nasa
congestion” in International COass 5;%

2 Application Serial No. 76250116, filed May 2, 2001, alleging
October 19, 1993 as the date of first use and Cctober 22, 1993 as
the date of first use in commerce, and describing the nmark as “a
pictorial representation of a geonetric figure conprising an

i rregul ar shaped rectangl e which has irregul ar shaped concave
sides and includes lines or bands across the rectangle.”

3 Application Serial No. 76250194, filed May 2, 2001, all eging
Cctober 19, 1993 as the date of first use and Cctober 22, 1993 as
the date of first use in commerce, and describing the nark as “a
pictorial representation of a geonetric figure conprising an

i rregul ar shaped rectangl e which has irregul ar shaped concave
sides and includes |ines or bands across the rectangle.”

* Application Serial No. 76250611, filed May 3, 2001, alleging
October 19, 1993 as the date of first use and Cctober 22, 1993 as
the date of first use in commerce, and describing the nmark as “a
pictorial representation of a geonetric figure conprising an

i rregul ar shaped rectangl e which has irregul ar shaped concave
sides and includes lines or bands across the rectangle.”



Serial Nos. 76250116, 76250194, 76250611, 76250613

for “external nasal dilator” in International d ass
10.°

The exam ning attorney refused registration under
Section 2(e)(1) of the Trademark Act, 15 U S. C 8§
1052(e) (1), on the ground that applicant’s all eged narks
are nerely descriptive of its goods, and under Sections 1
2 and 45 of the Trademark Act, 15 U S.C. 88 1051, 1052,
1127, on the ground that applicant’s alleged nmarks fail to
function as trademarks. In maintaining these refusals, the
exam ning attorney al so found that applicant did not nmake a
sufficient evidentiary showi ng of acquired distinctiveness
under Section 2(f), 15 U.S.C. § 1052(f).° 1In addition, in
Application Serial No. 76250611, the exam ning attorney
al so refused registration on the ground that applicant
failed to submt a specinmen that shows use of the all eged

mark for the goods identified in the application.

®> Application Serial No. 76250613, filed May 3, 2001, all eging
Cctober 19, 1993 as the date of first use and Cctober 22, 1993 as
the date of first use in commerce, and describing the nark as “a
pictorial representation of a geonetric figure conprising an

i rregul ar shaped rectangle which has irregul ar shaped concave
sides and includes lines or bands across the rectangle.”

® The examining attorney initially refused registration under
Section 2(e)(5) of the Trademark Act on the ground that the

al l eged nmarks are functional, and under Sections 1, 2 and 45 of
the Trademark Act on the ground that the marks are non-

di stinctive configurations. Upon applicant’s clarification that
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When the refusals were nmade final, applicant appeal ed.
Briefs have been filed, but applicant did not request an
oral hearing. W affirmthe refusals to register in each
appl i cation.

Summary of Exam ning Attorney’ s Argunents

In maintaining the refusal that the alleged marks fai
to function as marks, the exam ning attorney contends that
the alleged marks are used on the packaging for the goods
as purely “informational matter that nerely apprises
consuners of the physical appearance of the goods.” Brief
p. 3. The exam ning attorney argues that “manufacturers
commonl y depict the goods contained wthin a package on the
package itself to show consuners what the product | ooks
like [therefore] consunmers will view the pictorial
representation for applicant’s goods as nerely
informational matter.” Brief p. 3.

Wth regard to the contention that the alleged marks
are nerely descriptive of the goods under Section 2(e)(1),
the exam ning attorney argues that applicant’s “speci nens,
advertisenments and patents clearly denonstrate that the
proposed mark[s] [are] accurate pictorial representation|s]

of the goods.” Brief p. 6. He concludes that because the

the alleged marks are pictorial representations of the goods, the
exam ning attorney w thdrew t hese refusals.
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mar ks are accurate representations of the invol ved goods
they are descriptive of them Pointing to a utility patent
referenced on applicant’s packaging, the exam ning attorney
further argues that because “the alleged mark[s] [are]
pictorial representation[s] of the device in the patent and
therefore a genus of goods, [they are] highly descriptive,
if not generic, representation[s] of the goods.” Brief p.
6. Finally, he argues that by claimng acquired

di stinctiveness applicant has conceded that the all eged

mar ks are nerely descriptive.

As to applicant’s showi ng of acquired distinctiveness,
the exam ning attorney stated that because “the proposed
mar k[ s] [are] accurate pictorial representation[s] of the
goods, and this precise design of the goods is the subject
of a utility patent, the mark[s] [have] a very high degree
of description” and applicant “bears a heavy burden to
prove that the mark[s] [have] acquired distinctiveness.”
Brief p. 8. The exam ning attorney concluded that the
show ng here was insufficient to support a finding of
secondary neaning. Brief p. 13.

Summary of Applicant’s Argunents and Evi dence

Appl i cant contends that the exam ning attorney’s
refusals are “based on principles of functionality, which

are not relevant in this matter.” Brief p. 1. Applicant



Serial Nos. 76250116, 76250194, 76250611, 76250613

admts that it owns several patents “regardi ng the process
of openi ng nasal passages” but argues that “None of the
claims within these patents cover Applicant’s unique
product shape,” (brief p. 2) and, in any event, the utility
patents and functionality are not relevant to this matter.
Brief p. 3. Applicant argues that its alleged marks “show
its products to be distinguished fromthe goods of others”
which is an indication that its alleged marks are “fully
functioning trademark[s]” (brief p. 4) and applicant uses
them “as trademark[s]” (brief p. 5). 1In the alternative,
applicant asserts that its alleged marks have acquired

di stinctiveness. |In support of this assertion, applicant
provided: (1) the declaration of Marti Mrfitt,
applicant’s Chief Executive Oficer, stating that the

al |l eged mark has becone distinctive through excl usive and
conti nuous use of the design in commerce for at |east five
years; (2) charts show ng planned advertising expenditures
from 1996 through 2003; (3) a sunmary of sales in dollar
figures from 1993 through 2002; (4) sanples of print
advertising; (5) sanples of television adverti sing,
including a conpetitor’s commercial; and (6) sanples of

newspaper articles.’

" Applicant also attenpted to rely upon a prior registration for
the mark BREATHE RI GHT with banner background design in support



Serial Nos. 76250116, 76250194, 76250611, 76250613

The record also includes: (1) the declaration of M
W Anderson, applicant’s Vice President of Product
Devel opnent and Regul atory Affairs; (2) dictionary
definitions of the words pharmaceutical and drug; (3)
several design patents owned by third parties for externa
nasal dilators; (4) sanples of conmpetitors’ products; (5) a
sanpl e of applicant’s product; (6) three utility patents

8

for external nasal dilators;® and (7) applicant’s speci nens

of use.®

of its assertion of acquired distinctiveness. However, this
regi stration was cancel |l ed under Section 8 on May 17, 2003,
nearly two years before applicant filed its brief, and cannot be
the basis for such a claim |In re BankAnmerica Corp., 229 USPQ
852, 853 (TTAB 1986); TMEP 1212.04(d). Mreover, the mark in
that registration is not event renotely sinmilar to support a
claimof acquired distinctiveness based on a prior registration.
8 One utility patent was subnmitted by applicant in response to
the request made in the first Ofice action. The other two,

not ably patent no. 5533503, were only subnitted in response to a
specific foll ow up request fromthe exanining attorney based on
t he patent nunbers appearing on the speci nens of use. Not
surprisingly, the drawing of the product in utility patent no.
5533503 cl osely resenbl es the all eged nmark

° The print-outs fromthe Trademark El ectronic Search System
(TESS) of third-party registrations for various product
configurations attached to applicant’s reply brief are untinely.
Trademark Rule 2.142(d); In re Posthuma, 45 USPQ2d 2011, 2012 n
2 (TTAB 1998). In any event, third-party registrations are not
probative inasmuch as prior decisions of other exam ning
attorneys are not binding upon the Ofice and the Board nust
deci de each case on its own facts and record. 1In re
International Taste Inc., 53 USPQ2d 1604 (TTAB 2000); In re
Consol i dat ed Foods Corp., 200 USPQ 477 (TTAB 1978).



Serial Nos. 76250116, 76250194, 76250611, 76250613

Di scussi on

Failure to Function Under Sections 1, 2 and 45

As has been frequently stated, “Before there can be
registration, there nust be a trademark.” In re Bose
Corporation, d/b/a Interaudio Systens, 546 F.2d 893, 896,
192 USPQ 213, 215 (CCPA 1978). See also Inre
I nternational Spike, Inc., 196 USPQ 447, 449 (TTAB 1977)

(I aw pronounced in the Bose case is just as applicable to
pictures and illustrations as it is to words; Trademark Act
is for the registration not the creation of trademarks); In
re Ratcliff Hoist Co., Inc., 157 USPQ 118, 119 (TTAB 1969)
(mere representation of an article of applicant’s
merchandi se fails to function as a trademark for its
goods).

In Application Serial Nos. 76250116 and 76250194, the
al l eged marks appear on the front of the box next to the
wor di ng “Ment hol ated Vapors In Every Strip” and on the
bottom spine of the box. |In Application Serial Nos.
76250611 and 76250613, the alleged marks purportedly appear
on the back of the box in an overlapping pattern for the
different avail able sizes.

The exam ning attorney relies on In re International
Spi ke, Inc., supra at 449 (TTAB 1977) for his analysis,

noting the simlarities between the cases, in particular,



Serial Nos. 76250116, 76250194, 76250611, 76250613

the i npact on consuner perception when the pictorial
representation is also used on an instruction sheet

i ncluded in the packagi ng and the evidence that the
applicant did not intend that the alleged mark function as
a trademark. See International Spike, supra at 449-450
(pictorial representation depicted next to words “How to
Use for Trees” and use of TMwth other marks on the carton
i ndicate “that custoners and prospective purchasers woul d
not | ook upon the picture as a synbol of origin or as
anyt hi ng except as part of the illustration of how to use
the goods, which are fertilizer sticks manufactured in the
form of spikes for ease in hammering theminto the
ground”). Specifically, the exam ning attorney argues that
the “informational nature of the proposed mark is
reinforced in the mnds of consuners by applicant’s own
instruction sheets in which the alleged marks appear in
illustrations denonstrating the proper nmethod of affixing
and renoving the goods fromthe user’s nose.” Brief p. 3.
Wth regard to the latter point, the exam ning attorney
highlights that “a federal registration synbol appears next
to BREATHE RI GAT, VICKS, and CNS and design, and a TM
synbol appears next to BREATHE RI GHT RI GHT NOW yet no such
desi gnation appears next to the alleged mark on either the

packagi ng or the instruction sheet.” Brief p. 4.



Serial Nos. 76250116, 76250194, 76250611, 76250613

We find that the manner in which the alleged narks are
used on the specinmens of use in these applications is not
i ndi cative of trademark use.

Wth regard to Application Serial Nos. 76250611 and
76250613, we cannot even say that the all eged nmarks
depicted in the drawi ng pages of the applications are
represented on the specinmens as depicted in the overl apping
format. To the extent the alleged marks are depicted on
t he speci nens, they are devoid of any trademark
significance, appearing on the back of the box away from
consuner view, and used to informthe consuner as to the
contents of the box and the different avail abl e product
sizes. Wth regard to Application Serial Nos. 76250116 and
76250194, the speci mens of use show the alleged marks on
the bottomfront of the box next to the descriptive wording
“Ment hol ated Vapors in Every Strip” and without a TM synbol
in contrast to all of the trademarks appearing on the box
whi ch are acconpani ed by either the federal registration
synbol or the TM synbol.!® The other locations are on the
spi ne of the box, which would typically not be visible to
t he consuner, and the back of the box as part of an

illustration depicting howit is used on the nose. Sinply

0 Wile the lack of a TMsynbol is not determinative, the use of
a TM synbol night have | ent support to show applicant’s intent

10



Serial Nos. 76250116, 76250194, 76250611, 76250613

put, the manner in which these alleged nmarks are bei ng used
does not support a finding that potential consuners would
percei ve these two-di nmensional pictorial representations as
trademarks or source identifiers.

Merely Descriptive Under Section 2(e)(1)

A pictorial or visual representation that consists
nerely of an illustration of the goods or services, or of
an article that is an inportant feature or characteristic
of the goods or services is nerely descriptive under
Section 2(e)(1) of the Trademark Act. See In re Society
for Private and Commercial Earth Stations, 226 USPQ 436
(TTAB 1985) (representation of satellite dish held nerely
descriptive of services of an association pronoting the
interests of menbers of the earth station industry); Inre
Underwat er Connections, Inc., 221 USPQ 95 (TTAB 1983)
(pictorial representation of a conpressed air gas tank held
nmerely descriptive of travel tour services involving
underwat er diving); Thistle C ass Assoc. v. Douglass &
McLeod, Inc., 198 USPQ 504, 511 (TTAB 1978) (representation
of athistle held nmerely descriptive of sailboats); In re
Custom Trim Products, Inc., 182 USPQ 235 (TTAB 1975)

(representation of protective nolding on vehicle being

for these pictorial representations to function as tradenarks.
See International Spike, supra.

11



Serial Nos. 76250116, 76250194, 76250611, 76250613

struck by opening car door). See also Planters Nut &
Chocol ate Co. v. Crown Nut Co., Inc., 305 F.2d 916, 134
USPQ 504, 507 (CCPA 1962) (a visual representation which
consists nerely of an illustration of one’ s product is
unregi strabl e under Section 2(e)(1l) of the Act just as
merely descriptive word); and TMEP § 1209. 03 (4'" ed. 2005).
The anal ysis under this refusal focuses on the degree
of accuracy of the depiction. Were the design is nore
realistic and | eaves no doubt about the depiction of the
goods or services it is deened nerely descriptive. Inre
Eight Ball, Inc., 217 USPQ 1183 (TTAB 1983) (representation
of a cue stick and eight ball); International Spike, Inc.,
supra at 450 (representation of a man hol ding a hamrer and
applicant’s product); In re AVF Inc., 181 USPQ 848 (TTAB
1974) (representation of two sailboats held nerely
descriptive but secondary neani ng established).
Conversely, where there is sufficient stylization to | essen
the degree of accuracy the representation may not be nerely
descriptive. See In re LRC Products Ltd., 223 USPQ 1250
(TTAB 1984) (stylized hand design found not nmerely an
illustration of gloves; thus not nerely descriptive); Inre
Curtiss-Wight Corp., 183 USPQ 621, 622 (TTAB 1974)
(representation of rotary engine found arbitrary and not

nmerely descriptive). See also TMEP 81209. 03

12
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In this case, we find that applicant’s all eged nmarks
are accurate illustrations of applicant’s goods and, as
such, are nerely descriptive. Applicant, has, in fact,
conceded this point by seeking registration under Section
2(f), Yamaha International Corp. v. Hoshino Gakki Co. Ltd.,
840 F.2d 1572, 1575, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988),
and by its own statenments that the alleged marks are “the
shape of the product.” Reply Brief p. 2. However, for
conpl eteness, we also find this determnation is supported
by the evidence of record. First, the sanple of
applicant’s product and the drawi ngs of the product in
utility patent no. 5533503, show that the alleged marks are
an accurate representation of the goods. Second, the
design patents for external nasal dilators and sanpl es of
conpetitors’ external nasal dilators that also have a
thi nner central band with wi der end regi ons support a
finding that this is generally a common shape for these
goods and, therefore, these designs |ack inherent
distinctiveness. Cf. In re Pacer Technol ogy, 338 F. 3d
1348, 67 USPQ2d 1629 (Fed. Cir. 2003).

Acquired Distinctiveness Under Section 2(f)

Ref usal s based on descriptiveness and failure to

function may be overcone by a showi ng of acquired

di stinctiveness under Section 2(f) of the Trademark Act.

13



Serial Nos. 76250116, 76250194, 76250611, 76250613

The burden of proving a prima facie case of acquired
distinctiveness in an ex parte proceeding rests with
applicant. Yanmaha, supra at 1576, 1004. An applicant mnust
show that the primary significance of a pictorial
representation of the product in the mnds of consuners is
not the product but the source of that product to establish
acquired distinctiveness. See In re Steel building.com 415
F.3d 1293, 1297, 75 USPQRd 1420, 1422 (Fed. Cr. 2005); In
re Ennco Display Systens Inc., 56 USPQ2d 1279, 1283 (TTAB
1983). Acquired distinctiveness may be shown by direct
and/ or circunstantial evidence. Direct evidence includes
actual testinony, declarations or surveys of consuners as
to their state of mnd. G rcunstantial evidence is
evi dence from whi ch consuner association m ght be inferred,
such as years of use, extensive anount of sales and
advertising, and any sim/lar evidence showi ng w de exposure
of the mark to consuners. |In re Ennco, 56 USPQRd at 1283.
See also 2 J. Thomas McCarthy, MCarthy on Trademar ks and
Unfair Conpetition, Sections 15:30, 15:61, 15:66 and 15:70
(4th ed. 2005).

There is no fixed rule for the anount of proof
necessary to denonstrate acquired distinctiveness, however,
the burden is heavier in this case because of the accuracy

of the two-dinensional pictorial representations of the

14
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goods. See Yammha, 840 F.2d at 1581, 6 USPQ2d at 1008
(evidence required to show acquired distinctiveness is
directly proportional to the degree of non-distinctiveness
of the mark at issue). Cf. In re Ennco, 56 USP2d 1279
(TTAB 1983) (product configurations face a heavy burden to
est abl i sh secondary neani ng).

In this regard, we note that the exam ning attorney
supports his position that the alleged marks in issue are
hi ghly descriptive marks and applicant bears a heavy burden
to establish secondary neaning, in part, by relying on the
utility patents, in particular patent no. 5533503. As
not ed above, applicant takes issue with the rel evancy of
the utility patents in the absence of a functionality
refusal. We find that, under these circunstances where the
refusal is based on descriptiveness under Section 2(e)(1),
the utility patent is relevant evidence to show the
accuracy (descriptiveness) of the depiction of the product
in the pictorial representations, in the sane way a sanpl e
of the product is useful evidence by which to determ ne the
accuracy of the depiction. This, in turn, affects the
burden of proof necessary to establish acquired

di stinctiveness, as the degree of accuracy

15
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(descriptiveness) increases, the burden to establish

acquired distinctiveness increases. !

1 Al'though a functionality refusal is not before us, inasnmuch as
the exami ning attorney w thdrew that refusal, we note that other
cases involving two-di nensional pictorial representations were
based on functionality refusals. See In re Universal Filters
Inc., 218 USPQ 456 (TTAB 1983) (refusal to a visua
representation of the applicant’s goods based on the ground that
it was functional, evidence included a utility patent; Board
found that because the design was different fromthe patent

drawi ngs and fromthe actual product it was not functional). See
also In re Pingel Enterprise, 46 USP@@d 1811, fn. 5 (TTAB 1998)
(“However, for purposes of determ ning the issues of de jure
functionality and acquired distinctiveness, it sinply nakes no
difference in this appeal whether we regard the nmatter which
appli cant seeks to register, as shown on the drawi ng submtted
with the application, as either the product configuration of
applicant’s petcock or a ‘logo’ thereof.”); In re Lighting
Systens, Inc., 212 USPQ 313 (TTAB 1981) (mark described as a
facsimle of a portable, electric flashlight and used by applying
it to the box, refused as functional); Textron Inc. v. Pilling
Chain Co., Inc., 175 USPQ 621, 622 (TTAB 1972) (“It is a wel
establ i shed precedent that one nay not claima right to
registration in the configuration or illustration of a purely
functional item..”; illustration of functional zipper

unregi strable). Cearly, the case | aw supports the concl usion
that if the product configuration is functional and

unregi strabl e, then the accurate depiction of that configuration
is also unregistrable. See also 2 J. Thomas MCarthy, MCarthy
on Trademarks and Unfair Conpetition, Section 7:37 (4th ed. 2005)
(“if a picture of a functional and utilitarian product is
regarded as the equivalent of the utilitarian shape itself, the
pi cture should not be capable of appropriation as a trademark for
one seller of that product.”)

We further note, in this regard, that, applicant’s
argunments to the contrary, the clains in utility patent no.
5533503, include aspects that may affect the configuration of the
product. For exanple, claimno. 13 “...the end edges of the
first and second end regions are shaped with radius corners to
prevent inadvertent peeling of the strip of base material from
the outer wall tissue of the first and second nasal passage”;
claimno. 14 “...a pair of spaced, first and second extensions,
the first and second extensions being |ocated outboard and
extendi ng past the first and second protrusions, respectively, to
prevent inadvertent peeling of the strip of base material from
the outer wall tissue of the first and second nasal passages”;
and claimno. 19 “wherein there is another extension included in
each said end region al so extendi ng past said other portion of

16
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We enphasi ze that even without these utility patents,
the record does not support registration (i.e., the
accuracy of the depiction is born out by the sanple of the
product, see supra, and the evidence submtted in support
of the claimof acquired distinctiveness is insufficient
even at a |lower threshold, see infra).

After careful review of the evidence of record, we
agree with the exam ning attorney that applicant's evidence
of acquired distinctiveness is insufficient to permt
regi stration of the accurate two-di nensional pictorial
representations of applicant’s goods under Section 2(f).

1. Advertising and Sal es

Applicant clains to have $425 nmillion in sales of the
external nasal dilators during the period 1993 through 2002
and to have spent approximately $59 million on adverti sing
bet ween 1996 and 2001.

Wil e the sales volune figures may denonstrate the
grow ng popularity of the product, nere figures
denonstrati ng successful product sales are not probative of
purchaser recognition of a two-di nensional representation

of the product as an indication of source. See Braun Inc.

that said end region, said other portion in a said correspondi ng

end regi on being positioned between those said extensions therein
to thereby forma primarily concave openi ng between said

extensi ons” dictate that each end has extensions that are |onger

than the center strip and conbine to create a concave appearance.

17
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v. Dynamcs Corp., 975 F.2d 815, 827, 24 USPQ2d 1121, 1133
(Fed. Cir. 1992) ("“[L]arge consuner demand for Braun's

bl ender does not permt a finding the public necessarily
associ ated the bl ender design with Braun.”); In re Bongrain
Int’l (Anmerican) Corp., 894 F. 2d 1316, 1318, 13 USPQRd
1727, 1729 (Fed. Cr. 1990) (growh in sales may be

i ndi cative of popularity of product itself rather than
recognition as denoting origin). It is well established
that conpelling sales and advertising figures do not always
anount to a finding of acquired distinctiveness. See In re
Boston Beer Co. L.P., 198 F.3d 1370, 53 USPQ2d 1056 (Fed.
Cr. 1999) ($85,000,000 in annual sales revenues and

$2, 000, 000 i n advertising expenditures found insufficient
to establish acquired distinctiveness); Goodyear Tire &
Rubber Co. v. Interco Tire Corp., 49 USPQ2d 1705 (TTAB
1998) ($56, 000, 000 sal es revenues and 740,000 tires sold
insufficient to show acquired distinctiveness of tire tread
desi gn).

Al t hough there may have been substantial sales and
spendi ng on advertising, the nore inportant question is how
is the alleged mark being used, i.e., in what manner have
consuners been exposed to the alleged mark so that we can
i nput e consuner associ ati on between the two-di nensi onal

pictorial representation of the product and the product

18
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2 To determ ne whet her an accurate two-

producer . ?
di mensi onal pictorial representation of the goods has
acquired distinctiveness, advertisenents nust show
pronotion of the two-di nensional pictorial representation
as a trademark.

Here, there is nothing of record that shows that the
al |l eged marks are being pronoted as source indicators.
Much of the advertising of record does not even depict the
accurate pictorial representations for which registration
is sought, but rather consists of photographs or film
footage of the goods thenselves at different angles in use
on a face or being handled. Oher exanples sinply show a
pi cture of the packagi ng where the all eged marks are not
used in a trademark manner, see supra. Mreover, as the
exam ning attorney stated “there is no indication fromthe
print advertisenents thenselves that the proposed mark is
bei ng pronoted as anything other than a pictorial
representation of the goods” rather “the print

advertisenents ... denonstrate how the product is utilized,

i.e., attached over the nose of the user” and are “not

2 W note that the examining attorney correctly points out that
the sales and advertising figures my be sonewhat overstated in
that sone of themare “projected” figures and not actual figures,
and the advertising budget includes radio advertising that is
“immterial in determ ning secondary neaning” in a pictorial
representation.

19
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directed at creating secondary neaning in the proposed
mark[s].” Brief p. 10.

Wil e applicant argues that its product design is a
“prom nent elenent within its advertising and packagi ng”
(brief p. 2) and that it has spent “hundreds of mllions of
dollars in pronoting the unique shape of its product to aid
in consunmer recognition” (brief p. 2), as noted above,
there is nothing in the record to show that the advertising
pronotes the two-di nensional pictorial representations in a
way that would i mbue themw th source-identifying
significance, but rather as the advertising inforns the
consuner that the trademark is BREATHE RIGHT it al so shows
the product |ike any advertising would and perhaps attenpts
to di spel any reluctance a consuner m ght have wearing this
product in public by placing it on fanous faces.

Appl i cant has not presented evi dence of advertising or
pronotional efforts that focus upon the trademark
significance of the two-dinensional pictorial
representations clainmed as marks and as such has failed to
denonstrate that consunmers recogni ze the all eged marks as
anything but pictorial representations of the goods.

2. Unsolicited Publicity
The exanples of unsolicited publicity for applicant’s

products do not serve to show custoner perception of the
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t wo- di nensi onal pictorial representations as tradenarks.
One example is the follow ng, “...Wayne G etzky, has been
seen wearing a Breathe Right.” Drug Store News, February
20, 1995. This pertains only to the nane Breathe Right,
not to the clainmed marks herein. Wile these articles may
be evidence of the popularity of the product, they do not
show custonmer recognition of the source identifying
significance of the pictorial representations of the
product, nor can we infer such recognition fromthis
evidence. The followi ng are several exanples: “Wll maybe
you m ght | ook goofy, but this is becom ng a status
synbol ,” Physician and Sportsnedi ci ne (August 1995);
“...it remains to be seen if kid-size Breathe Ri ght strips
wWill cross the fashion line fromsilly to cool,” The
Washi ngton Post, Style section p. CL3 (Novenber 10, 2000);
“Personally | thought the strip was silly | ooking so |
woul d not wear it out in public,” The Denver Post,

“Col orado Kids” (Novenber 21, 2000); and “Al though the
strip looks very silly, it seens to help,” The Plain

Deal er, (Cctober 16, 2000); “Over 30 percent of househol ds
trying the product cone back and buy it again...[bJut the
conpany’s biggest challenge is that although they have
achi eved a very high recognition of the product, people are

not sure what it does.” Medical Industry Today, Interview
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of Paul Laufer analyst at Principal Financial Securities
(January 31, 1997). Finally, in another exanple, applicant
notes the follow ng excerpt: “total brand awareness is in
t he nei ghbor hood of 80 percent of the country.” Drug Store
News (July 23, 2001). The brand discussed in the article
is the BREATHE RI GHT nane (“the Breathe Right brand is only
seven years ol d”).

While there is at | east one exanple that references
t he shape of the product, see, for exanple, “The butterfly-
shaped adhesi ve bandage stretches across the nose just
bel ow the bridge and fits snugly onto each side crease”
Physi ci an and Sportsnedi ci ne (August 1995), this is not
rel evant to the two-dinensional marks involved in this
case.
3. Licensing Agreenents

As to applicant’s argunent that secondary neaning is
shown through its licensing agreenents, it is not supported
by the evidence. Applicant directs us to an article from
“Drug Store News” attached in Exhibit G wherein its
marketing and |icensing arrangenents wi th other conpanies
are discussed. The article explicitly states that
applicant “is exploring new opportunities to license the

Breat he R ght nane... Thi s evidence contains no reference
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to or use of the marks involved herein and, thus, is of no
probative val ue.
4. Decl aration of Use

Wth respect to applicant’s declaration of
substantially exclusive use for a period of five years
i nedi ately preceding filing of an application, while this
may serve as prima facie evidence of acquired
di stinctiveness, the | anguage of the statute is perm ssive
and the weight to be accorded this kind of evidence depends
on the facts and circunstances of the particular case. See
Section 2(f) of the Trademark Act 15 U . S.C. Section
1052(f).

Accordi ngly, based upon consideration of all the
evidence in the record, we find that applicant has failed
to establish that the two-dinensional pictorial
representations involved in the applications before us have
acquired distinctiveness within the neaning of Section
2(f).

Speci nen of Use

Finally, in Application Serial No. 76250611 the
exam ning attorney al so refused registration on the basis
that the specinen of use did not support the identification
of goods in international class 5 inasnuch as the speci nen

indicates that the goods are drug free. Brief p. 9.
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Appl i cant argues that the specinen “reflects a product that
is a nasal dilator which contains and delivers ‘' VI CKS®
nment hol at ed vapors’ to consuners to help relieve nasa
congestion.” Response p. 21. Applications for
regi stration under Section 1(a) of the Trademark Act nust
i ncl ude one speci men show ng use of the mark as used on or
in connection with the goods identified in the application.
15 U.S.C. Section 1051(a)(1); 37 CF.R Section 2.56(a).
The identification of goods (“transdermal nasal strip for
use in the delivery of pharnmaceuticals to relieve nasal
congestion”) indicates that the product is infused with a
phar maceutical. Contrary to applicant’s assertion, the
speci nens submtted in support of this application do not
i nclude any reference to nenthol ated vapors or any ot her
type of pharmaceutical and, in fact, include the statenent
that they are drug free.®® Thus, the exam ning attorney
correctly determ ned that the speci mens of use are not
acceptable in this application.

Decision: The refusals to register the pictorial

representations clainmed as marks in each application on the

13 W note the specimens of use in Application Serial No. 76250194
do nmake reference to nenthol ated vapors and those speci nens were
accepted by the examining attorney in support of the goods in

i nternational class 5. These specinens nay not be used to
support anot her application unless submitted in the other
application; and, in any event, Application Serial No. 76250194
depicts a different mark.
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grounds that the pictorial representations are nerely
descriptive, fail to function as marks and have not been
shown to have acquired distinctiveness are affirnmed. The
refusal to register the pictorial representation in
Application Serial No. 76250611 on the basis that the

speci nen of record does not support the identified goods is

af firned.
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