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The above-identified applicant applied to register the

mar k shown bel ow
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on the Principal Register for “power steering fluid,

chemi cal additives for fuel and diesel fuel treatnment, fuel
i njection cleaner chem cal additives, octane booster fuel
chem cal additive, in International Cass 1; carburetor and
choke cl eani ng preparations, autonobile wax, cleaning
preparation for autonobile brakes and parts therefore, in
International Cass 3; and automatic transm ssion fluid, in
International Class 4.” The application was based on
applicant’s assertions that its predecessor first used the
mark in commerce in January of 1971, and that applicant
uses it now.

The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U.S.C. Section 1052(d),
on the ground that the mark applicant seeks to register, as
applied to the goods specified in the application, so
resenbles the following two regi stered marks that confusion

is likely.
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is registered® for “autonotive electrical swtches,

aut onotive el ectrical connectors, autonotive electrical
assenbly units, autonotive speaker wire, autonotive

el ectrical sockets, autonotive fusible |links, autonotive
electrical termnals, autonotive electrical wring units,
autonotive electrical primary wire, autonotive electrica
pigtails in the nature of connectors, and autonotive

el ectrical harnesses”; and

is registered® for “screws, clanps, lugs and rings,” in

! Reg. No. 1,435,345, issued on the Principal Register on Apri

7, 1987 to Echlin, Inc., a Connecticut corporation. Affidavits
under Sections 8 and 15 of the Act accepted and acknow edged,
respectively. The drawing is lined for the colors red and
yel | ow.

2 Reg. No. 1,452,907, issued on the Principal Register on August
18, 1987 to Echlin, Inc., a Connecticut corporation. Affidavits
under Sections 8 and 15 accepted and acknow edged. The draw ng
is lined for the col or red.
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Class 6, and for “electrical equipnent and parts, nanely
sol derl ess connectors, test clips, insulated clips,
charging clips, connectors, wire joints, line taps, wre
splices, grommets, cable ties, box connectors, circuit
breakers and testers, ground clips, conduit fittings, wre;
preinsul ated term nals, splices, spades and di sconnects for
W re gauges; switches and switch panels,” in Oass 9.
Appl i cant responded to the refusal to register with
argunent that confusion between its nmark and the cited
regi stered marks is not |ikely because the marks are
“readi ly distinguished on the basis of appearance and
sound.” (February 7, 2002 response, p. 2) Applicant also
argued that its goods are not related to the goods
specified in the cited registrations. |In this regard,
applicant contended that registrant’s “targeted consuners
are whol esal ers and repair shops, while applicant’s

consuners are the average, everyday car owner,” so that
applicant’s custoners are unlikely to encounter
registrant’s specialized products, and, to the extent that
sonme whol esal ers or repair shop enployees famliar with
registrant’s mark m ght encounter the products bearing
applicant’s mark, such people are sophisticated with

respect to their know edge of the products and services

sold in the autonotive field, and accordingly, they would
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not be confused as to the source of the goods sold under
registrant’s and applicant’s marks.

The Exam ning Attorney was not persuaded by
applicant’s argunents, however, and the refusal was nade
final in the second Ofice Action. Submtted with that
action in support of the refusal to register were copies of
a nunber of third-party registrations wherein marks are
regi stered for both various autonotive fluids and car
parts. One such exanple is the mark “MOROSO,” which is
regi stered® for, inter alia, chemcal fuel additives, namely
gasoline anti-knock fuel additives and octane booster fuel
addi tive; non-chem cal fuel additives, nanely, gasoline
anti-knock fuel additives and octane booster fuel additive;
autonotive lubricants; battery disconnect switches; cable
termnals; starter switches; starter switch cables; switch
panel s and toggle switches; junper termnals; battery
connectors; battery junction boxes; battery quick connect
pl ugs and qui ck di sconnect flush nmount battery cable
connectors, flush nount battery cable connectors, battery
rel ocation trays,; cables, termnals, clanps and grommets;
lights for vehicles, such as lowoil warning |lights and

tachonmeter lights and flashing lights; and wire ties for

3 Reg. No. 2,136,866, issued on the Principal Register to Mroso
Perf ormance Products, Inc. on February 17, 1998.
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use with [ and notor vehicles. Another exanple is the mark
“ACDel co” and design, which is registered* for antifreeze;
aut onobi |l e cooling systemrust inhibitors; autonobile
cooling system | eak seal ants; brake fluid; coolants for
vehi cl e engi nes; power steering fluid; autonotive
el ectrical ignition switches; electrical air bag swtches;
electrical switches; batteries; electrical wire sets
conprised of electrical cable, electrical connectors and
voltage regulators. Simlar third-party registrations
owned by ot her vehicle nmanufacturers such as Ford,
autonotive parts deal ers such as NAPA, and gener al
mer chandi sers such as Sears were also submtted by the
Exam ni ng Attorney.

Applicant responded to the final refusal to register
w th additional argunent that confusion is not likely
between its mark and the cited regi stered marks. Attached
as an exhibit to applicant’s response was the declaration

of Stuart 4 auberman, applicant’s president, stating that

4 Reg. Nos. 2,440,150, issued on the Principal Register to
CGeneral Motors Corp. on April 3, 2001; and 2,445,739, issued to
CGeneral Motors Corp. on April 24, 2001
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for the fifteen years he had been president of applicant,
he was unaware of any instances of actual confusion between
applicant’s mark and the cited regi stered marks.

The Exam ning Attorney treated applicant’s response as
a request for reconsideration of the final refusal. After
reconsidering the refusal in light of applicant’s request,
however, she nmintained the refusal to register.

Applicant then tinely filed a Notice of Appeal
followed by its appeal brief. The Exam ning Attorney filed
her brief on appeal and applicant filed a reply brief,
along with a request for an oral hearing before the Board.
As indi cated above, both applicant and the Exam ning
Attorney presented argunents at the hearing on August 14,
2003.

Based on careful consideration of the record and the
argunents before us, as well as the Act and the |egal
precedents on the issue of |ikelihood of confusion under
Section 2(d), we find that the refusal to register is well
taken. Confusion is likely because the marks create
simlar comercial inpressions and the goods identified in
the cited registrations are related to those specified in
t he application.

The marks create simlar comrercial inpressions

because each is dom nated by the design of an octagona
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traffic stop sign on which the word “STOP” is shown on a
red background.

Applicant argues that the marks are readily
di stingui shabl e because the additional word “ONE” is shown
inthe cited registered marks directly above the word
“STOP.” Applicant contends that the addition of this word
changes the connotation of these marks fromthat of an
ordinary stop sign, which, in connection with applicant’s
goods, suggests that the goods “stop” bad things from
happening to your car, whereas the two-word term “ONE STOP”
inthe cited registered marks conveys the suggestion that
all of a custoner’s needs can be nmet in a single shopping
trip.

Wi |l e pensive reflection and thoughtful analysis of
these two marks could result in a purchaser of these
products eventual |y maki ng such distinctions, in view of
the nature of the goods specified in both the application
and the cited registration, it is unlikely that purchasers
will engage in this kind of analysis. Sinply put, people
who buy the goods listed in the application, including
things like fuel additives, carburetor cleaners, wax and
automatic transm ssion fluid for autonobiles, can be the
sane peopl e who purchase the electrical products for

aut onobi | es such as speaker wire, fuse links and electri cal
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wire and termnals, which are specified in the cited

regi stration, and these people are unlikely to analyze
these two narks to the extent argued by applicant. To the
contrary, the addition of the word “ONE,” which appears in
| etters much smaller than the word “STOP,” is unlikely to
be a basis upon which consuners distinguish these marks.
The marks are otherw se al nost identical, and the
commercial inpressions they create are very simlar.

Applicant argues, however, that the purchasers of
t hese products are so sophisticated that they would
di stingui sh between these marks, and that as sophisticated
purchasers, they would not expect these goods all to
emanate froma single source. Nothing in this record,
however, supports applicant’s position in this regard.

W nust resolve the issue of whether confusion is
likely on the basis of the goods as they are identified in
the application and the cited registration, respectively,
W thout any restrictions or limtations not reflected
therein. 1In re Elbaum 211 USPQ 639 (TTAB 1981). In the
i nstant case, therefore, we nmust consider that the goods
set forth in the application and in the cited registrations
are sold through all the usual channels of trade for such
products, so we can acknow edge the fact that ordinary

consuners are included along with professional autonotive
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technicians in the pool of purchasers to whomthese goods
are marketed, and that they are available to such people
t hrough the same channels of trade, including auto parts
stores and mass merchandi sers.

The third-party registrati ons owed by Sears and NAPA
support this conclusion. Those registrations, as well as
the other use-based third-party regi strations made of
record by the Exam ning Attorney, are evidence that the
goods naned therein are commercially related such that the
use of these simlar marks on themis likely to cause
confusion. In re Albert Trostel & Sons, 29 USPQ2d 1783
(TTAB 1993).

Applicant argues that the Sears and NAPA regi strations
are not probative of the commercial rel atedness of the
goods because the marks in these registrations are house
mar ks under which a wide variety of products are sold.
Wil e these marks do appear to be house marks, the
regi strations nonet hel ess show that the owners of these
mar ks have, in fact, registered their respective marks for
the goods listed therein. The relevance of these
regi strations under the Trostel case, supra, is not
di m ni shed by the likelihood that the marks are house
marks. That lots of other products are also listed in

t hese regi strati ons does not change the fact that the marks

10
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are registered for both the kinds of goods specified in the
application which is the subject of this appeal and the
products listed in the registrations cited as a bar to its
registration. 1In any event, even without the Sears and
NAPA regi strations, the Exam ning Attorney has net her
burden of proof in this regard by maki ng of record the
other third-party registrations nentioned above, which do
not appear to be in the nature of house marks.

Furthernore, it is well settled that goods or services
do not need to be identical in order for confusion to be
likely. Instead, it is sufficient if the goods are related
in some manner and/or that the circunstances surroundi ng
their marketing are such that they would be likely to be
encountered by the sane people in situations that would
give rise, because of the marks enpl oyed thereon, to the
m st aken belief that they originate fromor are in sone way
associated with the same producer. In re Pan-O Gold Baking
Co., 20 UsP@2d 1761 (TTAB 1991). The goods at issue in the
instant case clearly neet this test. Al are products
whi ch coul d be purchased and used by both professional
aut onobi | e technicians and i ndivi dual car-owni ng consuners.
Al t hough the purposes for which they are used are not the
sane, all are related to autonotive repair or mnaintenance.

In view of the very simlar nmarks used on these rel ated

11
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products, purchasers are likely to assune that the goods
emanate from or are in sonme way associated with, a single
source. Confusion is likely under these circunstances.
Accordingly, the refusal to register under Section
2(d) of the Lanham Act is affirnmed and registration to

applicant is refused.
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