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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Junior Achievenment, Inc.
Serial No. 76264819

Jesus M Vazquez of Rothgerber Johnson & Lyons LLP for
Juni or Achi evenent, Inc.?
Shari Sheffield, Trademark Exam ning Attorney, Law Ofice
110 (Chris A F. Pederson, Managi ng Attorney).
Bef ore Seeherman, Hohein, and Drost, Adm nistrative
Trademar k Judges.
Qpi nion by Drost, Admi nistrative Trademark Judge:

On June 1, 2001, applicant (Junior Achievenment, Inc.)
applied to register the mark NATI ONAL BUSI NESS HALL OF
FAVE, in typed form on the Principal Register for services
in International Cass 41 ultimately identified as:

Pronoti ng excell ence in young people through the

i ssuance and presentation of an annual award in the

field of business to selected individuals who have

di stingui shed thensel ves as | eaders within the private

enterprise system and whose efforts have contri buted
to the advancenent and prosperity of the nation.

! Applicant’s brief was submtted by Dana Hartje Cardwel | of
Sheri dan Ross P.C.
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The application was based on an allegation of a date of
first use and a date of first use in comerce of Cctober
1974. 2

The exam ning attorney refused to register applicant’s
mar K under Section 2(d) of the Trademark Act, 15 U S. C.
8§ 1052(d), because of a prior registration for the

foll ow ng nmark:

American Nationg! Business Hall of Fame

for services identified as “educational services nanely,
recogni zi ng and cel ebrating | eaders in Anerican business”
in International Cass 41.° The registration contains a
di scl ai mer of the words “Anerican National Business Hall of
Fanme.”

The exam ning attorney also initially refused
registration on the ground that applicant’s mark is nmerely
descriptive, but applicant submtted a claimof acquired

di stinctiveness under Section 2(f), which the exam ning

2 Serial No. 76264819.

® Registration No. 1,359,752 issued Septenber 10, 1985. The
registration alleges a date of first use of January 10, 1975, and
a date of first use in commerce of February 28, 1975. An
affidavit under Section 8 has been accept ed.
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attorney accepted. Ofice Action dated January 2, 2003 at
1. Therefore, only the issue of |ikelihood of confusion
remai ned.

After the exam ning attorney made that refusal to
register final, applicant appeal ed.

We anal yze the question of whether there is a
| i kel i hood of confusion by applying the factors set forth

inlnre Majestic Distilling Co., 315 F. 3d 1311, 65 USPQd

1201, 1203 (Fed. Cir. 2003). See also Inre E. |I. du Pont

de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA

1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQd

1894, 1896 (Fed. G r. 2000). 1In considering the evidence
of record on these factors, we mnmust keep in mnd that

“It] he fundanental inquiry nandated by § 2(d) goes to the
cunul ative effect of differences in the essential
characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

First, we address whether the services of applicant
and registrant are related. Applicant’s services involve
“the issuance and presentation of an annual award in the
field of business to selected individuals who have
di stingui shed thensel ves as | eaders within the private

enterprise system” Registrant’s services involve
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“recogni zing and cel ebrating | eaders in Anerican business.”
Bot h services recogni ze American business | eaders. The
exam ning attorney has pointed out (Brief at 4) that both
appl i cant and regi strant have honored many of the sane

busi ness | eaders. W agree wth the exam ning attorney
that the “services are very simlar and found within the
sanme channels of trade.”

Next, we consider whether applicant’s and registrant’s
mar ks, when conpared in their entireties, are simlar in
sound, appearance, neani ng, and conmercial inpression.
Here, there are both simlarities and differences between
the marks. Applicant’s mark i s NATI ONAL BUSI NESS HALL OF

FAVE, while registrant’s mark is:

E‘:[lgnl]? American National Business Hall of Fame

Qoviously, the marks are simlar to the extent that they
both contain the words “National Business Hall of Fane.”
However, registrant adds, in nuch bigger type, the letters
ANBHF superinposed on the map of the United States and the
word “Anerican” before “National Business Hall of Fanme.”

Regi strant has al so di sclai ned the words “Anerican Nati onal
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Busi ness Hall of Fame” and the design of the outline of the
United States. W have held that disclainmed matter is
often “less significant in creating the mark’s commerci al

inpression.” In re Code Consultants Inc., 60 USPQ2d 1699,

1702 (TTAB 2001). The Federal Circuit has “noted that the
‘descriptive conmponent of a mark nmay be given little weight

in reaching a conclusion on the likelihood of confusion.

Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQd

1842, 1846 (Fed. Cir. 2000), quoting, In re National Data

Corp., 753 F.2d 1056, 224 USPQ 749, 752 (Fed. Cir. 1985).
Appl i cant has submtted copi es of numerous

regi strations showi ng the w despread registration of the

terms “national” and “hall of fame.” W consider these

regi strations as evidence that the ternms “national” and

“hall of fame” are highly descriptive terns that woul d not

be the dom nant part of registrant’s mark. Inre J. M

Oiginals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987). See,

e.g., Registration Nos. 2,569,535 (U S. NATIONAL SKI HALL
OF FAME & MUSEUM ; 2, 600, 329 (OFFI Cl AL NATI ONAL
THOROUGHBRED RACI NG HALL OF FAME); 2,380, 148 ( THE NATI ONAL
EDUCATORS HALL OF FAME); 2, 284, 264 (NATI ONAL OPTOVETRY
HALL OF FAME); 2,170,606 (NATIONAL CONE RL MUSEUM AND HALL

OF FAME); 2,150, 292 ( NATI ONAL AVI ATI ON HALL OF FAME);
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2,206, 285 ( NATI ONAL | TALI AN AVERI CAN SPORTS HALL OF FAME);
and 1,903,995 (NATI ONAL BOMHUNTERS HALL OF FAME).

The nere fact that marks overlap in part does not
mean that there is a |likelihood of confusion. See Inre

El ectrol yte Laboratories Inc., 913 F. 2d 930, 16 USPQd

1239, 1240 (Fed. Cir. 1990) (K+ and design and K+EFF
(stylized) for potassium supplenents were not confusingly

simlar); Steve's Ice Creamv. Steve's Fanpbus Hot Dogs, 3

USPQed 1477, 1478 (TTAB 1987) (STEVE S for different types
of restaurants held to not be confusingly simlar). Thus,
the fact that applicant’s mark contains descriptive words
found in registrant’s mark is not, in and of itself, a
sufficient reason for finding the nmarks to be simlar.

Regi strant has disclained the words “National Business Hal
of Fane,” thereby acknow edging that it does not have the
exclusive right to use these words.

In this case, there are sone significant differences
in the marks, including the presence of non-descriptive
matter (the letters ANBHF) in |arger type, the outline of
the United States, and the word “Anmerican” before the
phrase “National Business Hall of Fane.” Therefore, there
are differences in their appearance. To the extent that
the marks contain the same words, “National Business Hal

of Fame,” they are simlar in pronunciation. Regarding the
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regi stered mark’s neani ng and comrerci al inpression, the
wor ds “American National Business Hall of Fane” woul d be
perceived, in the context of the mark, as nere
informational material that is subordinate to the design
and abbreviation ANBHF. In addition, the word “Anerican”
and the outline of the United States of Anerica enphasize
the “Anerican” portion of the mark. Applicant’s mark,

| acki ng the design and letters, does not have the sanme
connotation or commercial inpression.

Therefore, we find that, when we consider the marks as
a whole, the registered mark contains several inportant,
additional features that mnimze the simlarities between
t he marks.

Anot her factor we take into consideration is the
course of conduct of applicant and the regi strant before
the Ofice.

Here, the course of conduct manifested by applicant

and the cited registrant, as reflected in the state of

the regi ster over a period of nore than 50 years,
plainly indicates that such parties, who are in the
best position to know the realities of the marketpl ace
for their respective products and are the ones nost
likely to be harnmed if confusion occurs, have
repeatedly shown, by their behavior toward

the acquisition and mai nt enance of their

registrations, their belief that contenporaneous use

of marks which consist of or contain the surnane
"SCHI APARELLI" is not likely to cause confusion.
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In re Parfuns Schiaparelli Inc., 37 USPQ2d 1864, 1872 (TTAB

1995); overruled in part on other grounds, In re Sanbado &

Sons, Inc., 45 USPQ2d 1312, 1314-15 (TTAB 1997).

In this case, we are not faced with a record that is

as extensive as the Schiaparelli case, but nonethel ess the

record herein provides sonme evidence of a course of conduct
t hat argues against a likelihood of confusion. Applicant
previ ously owned Registration Nos. 1,114,682 and 1, 567, 682,
both for the NATI ONAL BUSI NESS HALL OF FAME.* Applicant’s
first registration for the mark NATI ONAL BUSI NESS HALL OF
FAME i ssued on March 26, 1979. On July 30, 1984, while
that registration was still in force, registrant filed an
application for what eventually issued on Septenber 10,

1985, as the cited registration.® Subsequently, applicant

* Copi es of these registrations could not be located in the file.
However, applicant referred to one of its registrations inits
response to the first Office Action. Subsequently, inits
anendnent and response dated Septenber 10, 2002, in its request
for reconsideration, and in its appeal brief, applicant referred
to both registrations as support for its argunent that there was
no |ikelihood of confusion. The exam ning attorney has not
objected to these references nor did the exam ning attorney ever
advise applicant that if it wanted to have these registrations
considered, it would have to submt copies of them Furthernore,
after the exam ning attorney refused to accept applicant’s claim
of acquired distinctiveness based on | ong use, applicant argued
that applicant’s prior registrations were strong evi dence that
applicant’s nmark had acquired distinctiveness. The exam ni ng
attorney then accepted applicant’s claimof acquired

di stinctiveness. Therefore, even if these registrations may not
have been formally entered into the record, we deemthe
registrations to be of record.

®> USPTO records indicate that applicant’s registered mark was not
identified as “cancelled” until Septenber 12, 1985.
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applied for the sane mark on April 30, 1987, and it
regi stered on Novenber 21, 1989, despite the presence of
the cited registration on the register. Applicant’s second
registration indicated that the mark i ssued under the
provi sions of Section 2(f), as having acquired
distinctiveness. This registration was not renewed and it
expired in 1999. In short, applicant received a
registration for its NATIONAL HALL OF FAME nmark first. The
application that becane the cited registration was filed
and exam ned while applicant’s registration was active.
Applicant then applied for, and received, a second
registration for the same mark. This registration issued
despite the presence of the cited nmark on the Principal
Regi ster. Therefore, applicant’s and regi strant’s narks
have each, at various tines, been pending while the other
party’s registration was on the register. In neither case
did one registration prevent the registration of the other
party’ s mark.

Coupled with this course of conduct, we also note that
t he exam ning attorney has submtted evidence that both
regi strant and applicant have honored many of the sane
i ndi vidual s, which both refer to as |laureates. See, e.g.
Mark Kay Ash, WIlliam M Batten, Stephen Bechtel Sr.,

Charl es Becker, diver Ann Beech, WIIliam Bl acki e, Edward
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E. Carlson, Frederick C. Crawford, Arthur V. Davis, John
Deere, and Max DePree. The fact that applicant’s and
registrant’s nmark were co-existing on the register at the
sanme time that both applicant and regi strant were honoring
many of the sanme individuals is at |east an indication that
confusion in this case is not likely. It even suggests
that applicant and registrant were aware of each other’s
mar k.

When we consider all the evidence of record, we sinply
are not persuaded that confusion is likely. Wile we do
not give a great deal of weight to factors such as the
course of conduct and the overlap of |aureates, even giving
t hem sonme wei ght, conbined with the descriptive nature of
t he words National Business Hall of Fane as used in
registrant’s mark, is enough to convince us that confusion
is not likely. Here, “the potential for confusion appears

a nere possibility not a probability.” Electronic Data &

Sales Inc. v. Electronic Data Systens Corp., 954 F.2d 713,

21 USPQ2d 1388, 1393 (Fed. Gir. 1992).

Decision: The refusal to register applicant’s mark

for the identified services under Section 2(d) is reversed.
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