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Qperating Corp.

Andrea D. Saunders, Trademark Exam ning Attorney, Law O fice
108 (David Shall ant, Managi ng Attorney).

Before Hanak, Walters and Drost, Admi nistrative Tradenmark
Judges.

Qpi nion by Walters, Adm nistrative Trademark Judge:

D al -A-Mattress Operating Corp. has filed an
application to register on the Principal Register the mark
1- 800- MATTRESS, with “800” appearing in dotted |lines, for,
as anended, “tel ephone shop-at-hone retail services and
retail store services in the field of mattresses and

beddi ng, nanely sheets, mattress pads and pillows,” in
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International Cass 35.1 The application includes the
statenment that “the drawing is lined to indicate that the
area code will change.” Applicant clains ownership of

Regi stration Nos. 1,589, 453 ((212) MATTRES with the notation
that the area code may change); 1,728,356 (1-800- MATTRES,
AND LEAVE OFF THE LAST S THAT'S THE S FOR SAVI NGS)

1,339,658 (DAL A MATTRESS); 1,554,222 (DM DI AL A MATTRESS
and design); 1,748,796 (DI AL- A- MATTRESS and design); and

1, 757, 763 ( PHONE- A- MATTRESS) .

Additionally, in response to a refusal to register
based on nere descriptiveness, the application was anended
to add a claimof acquired distinctiveness, under Section
2(f) of the Trademark Act, 15 U. S.C 1052(f), based on use
of the mark for nore than five years and ownership of the
above-noted registrations. This claimwas accepted by the
Exam ning Attorney and the nere descriptiveness refusal was
wi t hdr awn.

The Trademark Exam ning Attorney has issued a final
refusal to register, under Sections 1 and 45 of the
Trademark Act, 15 U.S.C. 1051 and 1127, on the ground that
applicant’s mark “is nerely a ‘phantonmi nmark because the
applicant seeks registration of nore than one mark in an

application.”

! Serial No. 76290744, filed July 27, 2001, based on use of the mark in
commerce, alleging first use and use in commerce as of Decenber 31
1995.
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Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested. W reverse the refusal to register.

The Exam ning Attorney and applicant di sagree about the
rel evance to the application herein, and the interpretation,
of the decisions issued by our prinmary review ng court, the
Court of Appeals for the Federal Circuit, inlnre
I nternational Flavors & Fragrances Inc., 183 F.3d 1365, 51
USPQ2d 1513 (1999), and In re Dial-A-Mattress Operating
Corp., 240 F.3d 1341, 57 USPQ2d 1807 (2001). Thus, we begin
by review ng these two deci sions.

In International Flavors, supra, applicant sought to
regi ster LIVING XXXX FLAVORS and LI VI NG XXX. FLAVOR f or
essential oils and flavor substances for use in the
manuf acture of various products, wherein XXXX denoted “a
specific herb, fruit, plant or vegetable.” The Court agreed
with the Board' s conclusion that the marks at issue were
“phantonf marks and stated that “a phantom trademark is one
in which an integral portion of the mark is generally
represented by a blank or dashed line acting as a
pl acehol der for a generic termor synbol that changes,
depending on the use of the mark” (id. at 1517). After
reviewi ng the purpose of federal registration and the
significance of constructive notice, the Court drew the

foll ow ng conclusion (at 1517 — 1518):
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In order to make this constructive notice

meani ngful , the mark, as registered, nust
accurately reflect the way it is used in conmerce
so that soneone who searches the registry for the
mark, or a simlar mark, wll locate the

regi stered mark. “Phantoni marks with m ssing

el enents, especially those sought to be registered
by [applicant], enconpass too many conbi nations
and pernmutations to make a thorough and effective
search possible. The registration of such marks
does not provide proper notice to other trademark
users, thus failing to help bring order to the
mar ket pl ace and defeating one of the vital

pur poses of federal trademark registration.

Concl usi on

Because we hol d that under the Lanham Act, a

trademark registrant nay seek to register only a

single mark in a registration application, and

trademar k applications seeking to register

“phantonf marks violate the one mark per

regi stration requirenent, the decision of the

Board is affirned.

In Dial-A Mattress, supra, applicant had filed an
intent-to-use application to register 1-888-MA-T-RE-S-S
for “tel ephone shop-at-honme retail services in the field of
mattresses.” Applicant had asserted that its mark is
i nherently distinctive or, alternatively, that it had
acquired distinctiveness based on a declaration and its
prior clainmed registrations. The Board affirnmed the refusal
to register on the ground that the proposed nmark is generic
or, alternatively, that it is nerely descriptive and
applicant presented insufficient evidence of acquired
di stinctiveness. The Court reversed. Wth respect to

genericness, the Court stated that the proposed mark bears

cl oser resenbl ance to a phrase than a conpound mark and,
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thus, the proper test is that set forth in In re The
Anerican Fertility Society, 188 F.3d 1341, 51 USPQRd 1832
(Fed. Gr. 1999); and that the evidence does not support a
conclusion that the proposed mark is generic. The Court
concl uded that the proposed mark is nerely descriptive and
that the evidence is sufficient to establish acquired

di stinctiveness.

In this regard, the Court found that the proposed mark
1-888-MA-T-R-E-S-Sis legally equivalent to the mark
(212)MA-T-T-RE-S (with “212” appearing in dotted lines to
indicate that the area code can change) in the prior clained
registration; and that the respective services are simlar.
The USPTO had argued that, because the “212” area code is
subj ect to change, the mark is a phantom mark that is not
regi strable and should be given little weight. The Court
gave the following rationale for permtting applicant to
rely on this registered mark to establish acquired
di stinctiveness (at 1813):

Al t hough the registration of the “(212)MA-T-T-R-

E-S” mark is a “phantoni mark, the use of which we

have questioned, see Inre Int’l Flavors &

Fragrances, Inc., [supra], it is apparent in the

present case that the mssing information in the

mark is an area code, the possibilities of which

are limted by the offerings of the tel ephone

conpani es.

In the case now before us, the sane applicant, Dial-A-

Mattress Operating Corp., argues that, “while the Federal

Circuit had ‘questioned the registration of phantom marks,
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it has never prohibited thementirely” (Brief p. 3).
Applicant contends that the Federal G rcuit “has

di stinguished this applicant’s registered area code nark
from ot her phantom marks in which the phantom el enment is not
an area code.” Applicant states the followng (Brief, p.
5):

[ T] his applicant has registered a phantom mark
[(212)MA-T-T-R-E-S, with the drawing lined to
indicate that the area code will change]. The
validity of that mark has been addressed by the
CAFC. The CAFC did not agree with the Director
that the registered area code nmark was not
registrable. It was given full weight.

The CAFC itself distinguished the registered area
code mark from phantom marks consi sting of word
conbi nations. The mssing information in the
phant om t el ephone mmenonic mark is a series of
nunbers that are area codes. Area codes are
devoid of source-identifying qualities, and the
possi bl e conbinations are limted to what is

of fered by the phone conpanies. |ndeed, the CAFC
has recogni zed that a tel ephone menoni ¢ mark
consi sts of seven nunbers, not ten or eleven. The
area code portion is really just an indication
that the mark is in fact a tel ephone mMmenoni c and
not some ot her synbol .

Thus, a phantom area code mark has a quality that

sets it apart fromthe mark considered in

International Flavors. It is immed ately apparent

that the phantom portion consists of a three-

nunber conbi nation which is an area code. There

is no anbiguity. It is a tel ephone menoni c.

Applicant contends that its mark herein and its
regi stered mark (212)MA-T-T-R-E-S are legally identical and
that the sane situation is presented in this case as was
deci ded by the Federal Circuit in the case discussed herein

i nvol vi ng applicant.
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On the other hand, the Exam ning Attorney contends that
the mark involved herein is a phantom mark and, as such, it
is not a single mark; that as a phantom nmark, applicant’s
mark is not entitled to registration under the |aw
enunciated in the International Flavors decision; that the
D al -A-Mattress decision is inapposite because “the issue
was genericness, not phantom marks.” (Brief, unnunbered
p.4.) The Exam ning Attorney contends that an area code
mark with a changeabl e area code is not an exception to the
prohi bition against the registration of phantom marks. She
states that “[n]either the fact that the area codes are
limted by the offerings of the tel ephone conpanies or the
fact that the nunber of area codes nmay be a finite nunber
alters the reality that the applicant seeks to register
several marks in one application in contravention of the
Trademark Act.” (Brief, unnunbered p. 8.) She further
states the followng (Brief, unnunbered p. 10):

[ B] ecause the term MATTRESS is a generic term

whi ch nerely describes the subject of the

services[,] the exam ning attorney searching the

mar k must focus on the dom nant feature, nanely,

the area code. However, with an indeterm nable

area code a differenct conmercial inpressionis

created each tine the area code changes thereby

preventing all the elenments of the mark to be
effectively searched.

Clearly, the two decisions discussed by the Exam ning

Attorney and applicant nmust be considered together. From

these two decisions it is clear that not all phantom marks
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are prohibited, per se, fromregistration. Further, the
Dial-A-Mattress decision is directly applicable to the case
now before us. To establish herein its claimof acquired

di stinctiveness, which the Exam ning Attorney appears to
have accepted, applicant has relied, again, on its
registration for the valid mark (212)MA-T-T-R-E-S (wth the
“212" appearing in dotted lines to indicate that the area
code nmay change). Consistent with the law of the Dial-A-
Mattress case, the mark invol ved herein, 1-800-MATTRESS
(with the “800” appearing in dotted lines to indicate that
the area code nay change), is legally equivalent to both the
mark 1-888-MA-T-RE-S-S (wth the “888” appearing in dotted
lines to indicate that the area code may change) at issue in
that case and to the registered mark relied upon therein,
(212) MA-T-T-R-E-S.

Contrary to the Exam ning Attorney’ s position, the fact
that the basis for the refusal in the D al-A Mittress case
was that the mark was generic does not negate the
applicability of that case to the case now before us. The
Court in the Dial-A-Mattress case noted that the registered
mar k was a phantom mark, but concluded that the mark was a
valid trademark and could be relied upon to establish the
acquired distinctiveness of the |legally equival ent applied-
for mark. There is no reason for the Board to reach a

different conclusion in this case. Therefore, we find that
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on the facts of the case before us, the Exam ning Attorney
incorrectly refused registration of the mark 1-800- MATTRESS.
Decision: The refusal under Sections 1 and 45 of the

Act is reversed.



