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Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Singapore Airlines Limted has applied to register
SPACEBED as a mark for “transportation of passengers by air
featuring a business class conbination airline seat and

bed.”! The application was based on an asserted bona fide

! Application Serial No. 76295663, filed August 3, 2001. The
services were originally identified as “transportati on of
passengers by air.” 1In the recitation of facts in its brief,
applicant indicated that the services had been anended to the
identification |isted above. However, at page 9 of its brief, it
states that the identification was anmended to “transportation of
passengers by air by way of renting or otherw se providing a
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intention to use the mark in commerce. After the mark was
publ i shed for opposition, and a Notice of Allowance issued,
applicant filed a Statenent of Use alleging first use and
first use in comerce as of May 2002. The Exam ni ng
Attorney, in examning the Statenent of Use, found that the
speci nen submtted therewith did not show use of the mark
for the services identified in the application, and
requi red an acceptabl e speci nen. Applicant thereupon
subm tted substitute specinens. After review ng these
speci nens, the Exam ning Attorney issued a new refusal,
pursuant to Sections 1, 3 and 45 of the Trademark Act, on
the ground that the proposed nmark, as used on the
speci mens, does not function as a service mark to identify
and di stinguish the services of applicant fromthose of
others. Applicant submtted yet another substitute
specinen in response to this refusal, and when the refusal
was made final, applicant filed the subject appeal.

The appeal has been fully briefed, and applicant and
the Exam ning Attorney appeared at an oral hearing before

t he Boar d.

busi ness cl ass conbination airline seat and bed.” This proposed
identification was suggested by applicant in its response to the
final Ofice action, but the identification was in fact anended
as indicated above by the Exaniner’'s Amendnent dated July 13,
2004.



Ser No. 76295663

Initially, we address a procedural point. At page 8
of applicant’s reply brief, it makes the statenent that “if
necessary, this case should be remanded to the PTO so that
the record can be supplenented to show that consuners
equat e SPACEBED with the services provided by Singapore
Airlines.” W do not consider this an appropriate manner
for requesting remand of an application. Such a request
shoul d have been nade by a separately captioned paper,
rather than being buried within a paragraph within a reply
brief. 1In any event, applicant’s request for remand, to
the extent this conditional |anguage can be considered a
request for remand, has not been acconpani ed by a show ng
of good cause. See TBMP 881207.02 and 1209.04 (2d ed. rev.
2004). It should be noted that the later in the proceeding
that a request for remand is nade, the stronger the reason
that nust be given for good cause to be found. Here, where
applicant did not request (or conditionally request) remand
until the filing of the reply brief, virtually the | ast
stage of the appeal process, the reason for remand woul d
have had to be strong indeed. However, applicant has not
provi ded any reason whatsoever to explain its delay in
attenpting to submt such evidence.

The basis for the Exam ning Attorney’ s refusal is that

the applied-for term SPACEBED, sinply refers to a
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conbi nati on seat/bed in business class, rather than as a
mark for air transportation services. The question of
whet her a designation functions as a mark that identifies
and di stinguishes the recited services is determ ned by
exam ni ng the speci nens and any ot her evidence in the
record that shows how the designation is used. Because the
only evidence in the record as to how the proposed nmark is
used are the various speci nens submtted by applicant, we
turn to a consideration of these specinens.

The original specinen consists of a brochure.? Across
the mddl e of the cover appears the wording “introducing
the Raffles C ass Space Bed,” with the words “Raffl es
Cl ass” and designs appearing in the bottomcorners. On
various pages in the brochure are the foll ow ng sentences
and phrases:

In keeping with the tradition of
providing you with the finest in [uxury
and confort, Singapore Airlines is

pl eased to introduce the Raffles C ass
SpaceBed. Measuring, with arnrests

| owered, an inpressive 69 cm (27

i nches) wide and 198 cm (6 feet, 6
inches) long, this extra space allows

you nore freedomto work, relax or
sl eep.

* k% %

2 Only the cover of this specinmen was originally scanned into

the electronic record of this file. Applicant subsequently
supplied a copy of the entire brochure, and the electronic record
will be corrected to include all of the pages.
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The first aircraft retrofitted with
SpaceBeds will be flying between
Si ngapore and London...

* k%

t he biggest bed in Business C ass

* k%
The Italian-Sw ss desi gned SpaceBed
of fers you unparalleled confort, from
the multiple seating positions, to the
lie-flat sleeping node at a confortable
angle of 8 degrees inflight. Inspired
by space-age technol ogy, our unique
cushioning conforms to your individual
body shape. And because all SpaceBeds
are forward facing and fitted with
adj ustabl e screen dividers, you wll
wel cone the inproved privacy and
personal space when wor ki ng, relaxing
or sl eeping.

* k%
Excl usive to the SpaceBed are the
| onered arnrests, which provide extra
w dth, allow ng you nore roomto sleep
on your side or back. In addition,
specially designed retractabl e screens
provi de unprecedent ed shoul der space,
giving you a greater sense of freedom
Anot her nice touch is the extra storage
space for shoes and ot her personal
bel ongings. And if you wish to work
onboard, every seat has its own 110-
volt AC | aptop power supply, renoving
t he need for any cunbersonme cords and
adapt ers.

The second set of specinens consists of two two-page
advertisements placed in different issues of “The
Econom st.” The ads differ slightly in ternms of the colors
and the background, but the text and inpression is the
sanme. As seen below, on the |eft page appear the words

“Singapore Airlines presents S P ACE B E D The biggest
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bed in Business Class” while the facing page has a picture

of a woman sl eeping on a giant feather:

The text in the I ower right hand corner is enlarged bel ow

Experience the confort of the

nost spaci ous busi ness cl ass bed

in the sky. Raffles O ass SpaceBed

offers you a new |l evel of |uxury

with nore space to work, relax

or sleep. All, of course, while

enjoying the inflight service even op. 4

other airlines talk about. il
A great way to fly

SI NGAPORE Al RLI NES

A Star Alliance Menber JSINCARURE MBLINES, @7

The third specinmen (the second substitute specinen) is

an advertisenent in a Las Vegas newspaper. The page is
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headed “Now The Far East Isn’'t Quite So Far Anynore,”
followed by a picture of a city skyline, and below that is
t he phrase “Introducing Singapore Airlines’ Direct Service
fromLas Vegas to Singapore via Hong Kong.” Below this are
smal |l er pictures, and below that is the foll ow ng text,

whi ch appears in relatively small print:

We are proud to introduce our new
service fromLas Vegas to Singapore via
Hong Kong. On board our new 777LR
aircraft, you'll be among the first to
experience the confort of the nost
spaci ous business class bed in the sky.
Raffl es Cl ass SpaceBed offers a new

| evel of luxury with nore space to
work, relax or sleep. Every passenger
in every class al so enjoys Wrld

Gour net Cui sine™, created by our pane
of worl d-renowned chefs and Krisworld,
the worl d’ s nost advanced inflight
entertai nment systemw th over 150 “on
demand” entertai nment options placing
you in conplete control. Fly award

Wi nni ng Singapore Airlines and di scover
service even other airlines talk about.

At the bottomright-hand corner of the page is the sane
| ogo seen above having the words SI NGAPORE Al RLI NES, a
bird-1i ke design, and the phrase “A great way to fly,”
followed by “A Star Alliance Menber.”

The Exam ning Attorney points out, and we agree, that
this situation is very simlar to that presented in In re
British Cal edonian Airways Limted, 218 USPQ 737 (TTAB

1983), in which the applicant had applied to register
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SKYLOUNGER as a mark for the "air transportation of
passengers.” The Exami ning Attorney refused registration
on the ground that, according to the specinens of record,
the term sought to be registered was not used as a service
mark to identify and distinguish applicant's services but
instead identified a type of seat used in the rendering of
applicant's services. The specinens contained the
follow ng text:

I ntroducing the world s nost confortable
busi ness flight to London.

Qur new SKYLOUNGER™

Lets you sleep |ying down.

British Cal edonian Airways is commtted
to a demandi ng yet highly rewarding
concept. To provide you, the | ong-

di stance business traveler, with nore
confort than any other international
airliner.

Through the years, we believe our

| uxurious First Class service has done
just that. But even the best can get
better.

That’s why our First C ass service now
i ncl udes the Skyl ounger® seat. Made to
British Cal edonian’s specifications, it
can recline to a horizontal position.
So you can actually sleep |ying down.

Fully reclined, it still |eaves you

pl enty of room between rows. And
upright, there’s even nore room It

|l ets the wi ndow passenger nove easily to
the aisle. Even when trays are in use.

So next tinme business takes you to
London, ask for our Skyl ounger® Servi ce.
W' re sure you'll agree our First d ass
is the nost confortable way to go.
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The Board affirmed the refusal, holding that, because
applicant used the word SKYLOUNGER primarily in association
with seats in the first class section of its planes, the
speci nens of record did not evidence use of this termas a
service mark. Rather, the Board found that the public was
likely to associate the termw th the seats that were
| ocated in the first-class section of applicant’s planes,
rather than with applicant’s air transportation services.

Just as in British Cal edoni an, where SKYLOUNGER was

found to refer to a seat, and not to air transportation
services, in the present case SPACEBED is used in the
specinens to refer to a conbination seat/bed. |In “The
“Econom st” advertisenment, SPACEBED is identified as “The
bi ggest bed in Business Class” with the acconpanying text
“Experience the confort of the nbst spaci ous business cl ass
bed in the sky. Raffles C ass SpaceBed offers you a new
| evel of luxury with nore space to work, relax or sleep.”
The Las Vegas advertisenent has simlar |anguage: “you’l
be anong the first to experience the confort of the nost
spaci ous business class bed in the sky. Raffles C ass
SpaceBed offers a new |l evel of luxury with nore space to
work, relax or sleep.” And the brochure is replete with
references to SPACEBED as being a conbi nati on seat/ bed,

provi ding the neasurenents of the seat, describing the
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nunber of seating positions, the sleeping node, the
arnrests, etc.
Applicant has attenpted to distinguish British

Cal edoni an by arguing that the specinens in that case

referred only to the provision of a seat, but that
applicant’s own speci nens show that SPACEBED is used to
descri be the service of luxury transportation. Applicant
points to the |language in the two adverti senents that state
“SpaceBed offers a new | evel of luxury” to argue that
SPACEBED “is being used to describe the service of ‘|luxury’
transportation by air which includes rental of a seat but
is not limted to that service,” and that “The service that
is being offered in connection with the Mark is ‘a new
| evel of luxury with nore space to work, relax or sleep.’”
Brief, p. 9.

We are not persuaded by this argunent. W do not
believe that consuners view ng the advertisenents, or
i ndeed any of the specinens, would single out the sentence
“Raffles C ass SpaceBed offers a new level of luxury with
nore space to work, relax or sleep” fromthe bal ance of the
advertisenents, and particularly fromthe precedi ng
sentence which, in the Las Vegas advertisenent, states

“you’ll be anong the first to experience the confort of the

nost spaci ous business class bed in the sky” and in “The

10
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Econom st” reads, “Experience the confort of the nost

spaci ous business class bed in the sky.”. Rather than
undertaking the tortured analysis that would be required by
applicant’s argunent, consuners are likely to view
SPACEBED, as used in these advertisenents and brochure, as
referring sinply to the conbination seat/bed itself, and
are not as a mark for applicant’s airline services.

Sinply put, anyone view ng applicant’s speci nens woul d
understand the term SPACEBED to refer to the seat/bed used
in business class, rather than to identify applicant’s air
transportation services. Although applicant has specified
inits identification of services that its air
transportation services feature a business class
conmbi nation airline seat and bed, the specinens identify
only the seat/bed, and not the transportation services
t hensel ves.

Applicant also argues that British Cal edoni an has been

overrul ed, or at |east superseded, by In re Advertising &
Mar keti ng Devel opnent, Inc., 821 F.2d 614, 618, 2 USPQd
2010 (Fed. Cr. 1987). That case involved an application

to register THE NOW GENERATI ON for pronotional services.?

® The actual identification was “pronoting the sale of goods

and/ or services of autonpbile dealers, financial institutions and
retailers through the distribution of printed pronotiona

mat eri al s and by rendering nerchandi sing and sal es pronotion

advi ce.”

11
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Al t hough one of the issues in that case was whet her the
speci nens showed use of the mark for the identified
pronotional services (rather than nerely the goods and
services which were being pronoted), much of the opinion
dealt with concerns specific to advertising services. For
exanpl e, the Court pointed out that the distinguishing
characteristic of advertising services is that they are
associated with the subject of the advertising, but that
service mark registration for advertising services nust be
based on the use of the mark to identify the advertising
services thenselves. The holding of the Court was
specifically about advertising services, nanely, that the
standard for service mark registration for advertising
services is the sane as that for other types of services.
2 USPQ2d at 2014. The Court also said that registration
may be refused where the mark has not been used to identify
the naned services for which registration is sought. Id.

We see nothing in Advertising & Marketing that would

overrule British Cal edonian or require us to reach a

different result herein. The principle still stands that
t he determ nation of whether a termfunctions as a mark for
the services identified in an application is based on the
speci nens and ot her evidence of record in that application,

and that such a determnation is fact-specific, as it is

12
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based on the particular specinens. 1In fact, the Court in

Advertising and Marketing declined to overrule two cases

i nvol ving marks for advertising services because the
records in those cases were not before the Court, and the
Court therefore could not determ ne whether in those cases
the marks had been used to identify advertising services,
rather than the subject of the adverti sing.

Moreover, the Court in Advertising & Marketing

certainly did not overrule another case by its predecessor
court which involved an issue and specinens very simlar to

those presented here and in British Caledonian. In Inre

Canpagni e Nationale Ar France, 265 F.2d 938, 121 USPQ 460
(CCPA 1959), the applicant applied to regi ster SKY-ROOM as
a mark for air transportation of passengers, and the
application was refused under Section 3 and 45 of the
Trademar k Act because the record failed to show that SKY-
ROOM was used to identify and distinguish applicant’s air
transportation services. The specinens advertise “The
Worl d’s Most Luxurious Flight The Gol den Parisian To Paris
wi th inmedi ate connections to all Europe” and, after the
headi ng “Your Private ‘ Sky-Room ” include the text:

Your private salon by day, double

bedroom at ni ght ..Super Constellation

non-stop overnight to Paris, Friday

eveni ng from New York. “Sky-Lounge”
chairs and spaci ous cocktail | ounge

13
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too. A new magnificence in famed Air
France service and cui si ne.

“The acconpanyi ng pictures which portray the * SKY- ROOVS
show a man, woman and child in the day tinme surroundi ngs of
the roomand two adults and a child in the roomas, we
presune, it appears when converted into a bedroom at
night.” 121 USPQ at 461. Below this a caption states,
“CGol den Parisian surcharge $25 per person. “Sky-Roonf
charge $125 for 1 or 2.” The words “AlR FRANCE The Wrld’'s
Largest Airline” appear at the base of the ad, along with
“See your travel agent or Air France” with an address.

The court found that:

Not hing in the advertisement pertaining
to the “SKY-ROOM identifies the air
transportation service of appellant and
there is no other evidence which
reveal s that the public considers
“SKY-ROOM as an identifying mark of
this airline. In our opinion, the
advertisenent, taken as a whol e,

i ndicates that “SKY-ROOM is used to
connote a particular type of
accommodati on, regardl ess of who
provides it, rather than to distinguish
any service provided by appellant from
simlar services provided by others.

G ven the clear precedential authority of Alr France

and British Caledonia to the present situation, we nust

affirmthe refusal of registration. It is clear to us,

froma review of all the specinmens in the record, that the

14
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term SPACEBED i s not being used to identify the services
recited in the application, nanely, “transportation of
passengers by air featuring a business class conbination
airline seat and bed.”

Bot h applicant and the Exam ning Attorney have cited
various cases in support of their particular positions.
Because cases dealing with the question of whether
speci nens show use of a mark for the identified services

are so fact specific, and because the British Cal edoni an

case is, in our view, so directly on point, we see no need
to engage in a discussion of these other cases.

Finally, with its reply brief applicant has submtted
a copy of its Registration No. 2478950 for SKYSU TE for
“transportati on of passengers by air by way of providing a
first class seat-bed.” The subm ssion of such an exhi bit
with an appeal brief is manifestly untinely. See Trademark
Rul e 2.142(d)(“The record in the application should be
conplete prior to the filing of an appeal. The Trademark
Trial and Appeal Board will ordinarily not consider
additional evidence filed wwth the Board by the appel | ant
or by the exam ner after the appeal is filed.”) Applicant
had previously referred to this registration in its request
for reconsideration and in its appeal brief, but as the

Exam ning Attorney pointed out, in order to nake a

15
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registration of record, the applicant nust submt a copy of
the registration. Thus, the registration has not been
considered.* Moreover, even if the registration had been
properly made of record, it would not affect our decision
herein. Each case nust be decided on its own facts, and we
nmust therefore determ ne whet her SPACEBED functions as a
trademark for transportation of passengers by air based on
t he speci nens before us, not on what anot her Exam ning
Attorney m ght have deened acceptabl e usage for a different
mark used on different specinens.

Because the three sets of specinmens submtted by
applicant fail to show SPACEBED as a mark for
“transportation of passengers by air featuring a business
cl ass conbination airline seat and bed,” we find that
SPACEBED does not function as a service mark under Sections

1, 3 and 45 of the Trademark Act.

“* Wth its reply brief applicant also submitted a copy of a

third-party registration for PRICO The mark PRI CO had been the
subject of a case cited by the Examining Attorney, Inre J.F.
Pritchard & Co. and Kobe Steel, Ltd., 201 USPQ 951 (TTAB 1979),
in which the Board affirmed a refusal of registration. The

subni ssion of this third-party registration is clearly untinely.
Mor eover, al though applicant subnitted the registration to show
that the mark involved in that decision was ultimately

regi stered, we point out that the nmark that registered issued
froman application that was different fromthe applications

i nvol ved in the published decision. Because the refusal of

regi strati on was based on the insufficiency of the specinens, the
fact that a registration later issued froma different
appl i cation which presumably contained different speci nens has no
probative value in the present situation

16
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Decision: The refusal of registration is affirned.

17



