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Georgia Ann Carty, Trademark Exam ning Attorney, Law Ofice
111 (Crai g Tayl or, Managi ng Attorney).

Before Sinms, Quinn and Drost, Adm nistrative Tradenark
Judges.

Qpi nion by Sims, Admi nistrative Trademark Judge:

M dl and Mortgage Co. (applicant), an Ol ahoma
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark M DLAND
MORTGAGE (“MORTGAGE” disclaimed) for “financial services,
nanely, nortgage origination and servicing of |oans for

»l

ot hers. The Exam ning Attorney has refused registration

! Application Serial No. 76296698, filed July 18, 2001, based
upon al |l egati ons of use since August 31, 1950.
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under Section 2(d) of the Act, 15 USC 81052(d), on the
basis of two registrations owed by Mdland Loan Servi ces,
L.P. for the marks M DLAND COMVERCI AL FUNDI NG (“ COMVERCI AL
FUNDI NG’ di scl ainmed) for “financial services, nanely,
commercial nortgage | oan programthe [sic] originates (via
a network of nortgage bankers and brokers), purchases and
aggregat es nortgage | oans secured by comrercial and nulti-
famly real estate for sale in securitizations using
capital markets” (Reg. No. 2,213,718, issued Decenber 29,
1998), and M DLAND LQAN SERVI CES (“LOAN SERVI CES”

di sclaimed) for “financial services, nanely, servicing
nort gage | oans secured by comercial and nmulti-famly real
estate, originating, purchasing and securitizing nortgage
| oans, and asset managenent for portfolios of comerci al
and nmulti-famly real estate owned by third parties,
namel y, devel opi ng and i npl enmenting | oan resol ution
strategi es and resol ving probl em | oans, overseeing and
managi ng col | ateral condition and performnce, and

| i qui dating | oans and col | ateral properties” (Reg. No.
2,227,075, issued March 2, 1999). Applicant and the

Exam ning Attorney have submtted briefs, but no oral

hearing was requested. ?

2Wth its brief, applicant has subnitted a |ist of 119
applications and regi strations of marks contai ning the word
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W affirm

Briefly, the Exam ning Attorney contends that the
mar ks M DLAND MORTGAGE, M DLAND COMMERCI AL FUNDI NG and
M DLAND LOAN SERVI CES are substantially simlar in sound,
appearance and commerci al inpression, because the dom nant
part of each mark is the word “M DLAND,” an arbitrary term
in the financial services field, and because all of these
mar ks contain |less significant descriptive or generic
wor di ng whi ch has been disclaimed. Wth respect to the
services, the Exam ning Attorney argues that both
applicant’s and registrant’s services are in the financial
services industry, and that sone of the respective services
are identical -—inancial services involving nortgages and
| oans. Moreover, the Exam ning Attorney points out that
applicant has not argued that the respective services are
different. Also, the Exam ning Attorney maintains that
whi l e applicant argues that its services are offered to a
certain class of purchasers, applicant’s description of
services contains no restrictions. Accordingly, the

Exam ning Attorney argues that registrant nay be engaged in

“M DLAND.” The Examining Attorney has objected to this listing
as untinely. That objection is well taken. See Tradenark Rul e
2.142(d) (“The record in the application should be conplete prior
to the filing of an appeal. The Trademark Trial and Appeal Board
will ordinarily not consider additional evidence filed with the
Board by the appellant or by the exam ner after the appeal is
filed.”) and In re Smth & Mehaffey, 31 USPQ2d 1531, 1532 n.3
(TTAB 1994).
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provi ding services to the sane nortgagors as applicant.
The Exami ning Attorney al so asks us to resolve any doubt in
favor of the prior registrant.

Applicant states that it is in the business of
servicing nortgage | oans for |arge investors such as
financial institutions and insurance conpanies as well as
private investors. Applicant also refers refinancings and
ot her services for nortgagors to other financial
institutions. Wth respect to the marks involved in this
case, it is applicant’s position that all conponents of the
respective marks nust be given equal weight (brief, 5).
Applicant also notes the overall differences in
pronunci ati on and appearance of the various nmarks, and
argues that M DLAND MORTGACE has a prinary neaning
different fromthe neanings of the registered marks. Wile
applicant admts that all of these marks are used in the
financial services industry, it is applicant’s position
t hat applicant does not advertise to the general public but
only to sophisticated and well-informed custoners such as
| arge financial institutions and insurance conpani es, and
that applicant’s services are purchased only after carefu
consideration. Based upon the listings of third-party

applications and registrations of M DLAND marks (which we
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have excluded as untinely), applicant al so contends that
the mark M DLAND i s a weak one.

Qur determ nation of |ikelihood of confusion under
Section 2(d) of the Act is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. See
In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003); and In re E.I. du Pont de
Nemours and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Two key considerations are the marks and t he goods or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanent al
i nqui ry mandated by [ Section] 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods and differences in the marks.”).

Considering first the marks, it is well settled, of
course, that marks nust be considered and conpared in their
entireties, not dissected or split into conponent parts so
that parts are conpared with other parts. This is because
it is the entire mark which is perceived by the purchasing
public and, therefore, it is the entire mark that nust be
conpared to any other mark. See Kangol Ltd. v. KangaROCS
US A Inc., 974 F. 2d 161, 23 USPQ2d 1945 (Fed. Cr. 1992);

and Franklin Mnt Corp. v. Master Manufacturing Co., 667
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F.2d 1005, 212 USPQ 233 (CCPA 1981). However, although the
mar ks nmust be conpared in their entireties, there is

not hing i nproper in stating that, for rational reasons,
nore or | ess weight has been given to a particular feature
of a mark. See In re National Data Corp., 753 F.2d 1056,
224 USPQ 749, 751 (Fed. Cir. 1985)(“On the other hand, in
articulating reasons for reaching a conclusion on the issue
of |ikelihood of confusion, there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in
their entireties.”).

Here, the marks M DLAND MORTGAGE, M DLAND COWMERCI AL
FUNDI NG and M DLAND LOAN SERVI CES all prom nently include
the word M DLAND, and all contain additional descriptive or
generic ternms, which would be less significant in creating
a comercial inpression and in indicating origin.
Mor eover, these descriptive and generic words have simlar
connotations in the sense that they all identify |ending
services. Accordingly, if these marks were used in
connection with related services, confusion would be
li kely.

Turning then to a consideration of the respective

services, it is well settled that the registrability of
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applicant’s mark nust be determ ned on the basis of the
identification of services set forth in the involved
application and the identification of the services in the
cited registrations. See Cctocom Systens Inc. v. Houston
Computer Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed.
Cr. 1990) and Canadi an Inperial Bank of Comrerce, N A v.
Wl s Fargo Bank, 811 F.2d 1490, 1 USP@@d 1813 (Fed. GCir
1987). Also, it is settled that, absent any specific
limtations in applicant’s or registrant’s identifications
of goods or services, the issue of likelihood of confusion
nmust be determ ned by | ooking at all the usual or nornal
channel s of trade for the respective goods or services.
See CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198 (Fed.
Cr. 1983); and Squirtco v. Tony Corp., 697 F.2d 1038, 216
USPQ 937, 940 (Fed. Cr. 1983). See also In re Elbaum 211
USPQ 639, 640 (TTAB 1981).

It is also true that the respective services need not
be identical or conpetitive. They need only be related in
some manner or the circunmstances surrounding their
mar keti ng be such that they would |likely be encountered by
t he sane persons under circunstances that could give rise
to the m staken belief that they emanate fromor are

associated with the sane source. See In re Peebles Inc.,
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23 USP2d 1795 (TTAB 1992); and Chem cal New York Corp. v.
Conmar Form Systens Inc., 1 USPQ2d 1139 (TTAB 1986).

Here, there are no restrictions in the identification
of services in applicant’s application, and it would be
inproper to read limtations into that identification of
services. Because there are no limtations in the
application relating to the channels of trade or classes of
purchasers, we mnmust presune that applicant’s and
registrant’ s services enconpass all services of the type
descri bed, and that they nove in all normal channels of
trade to all potential custoners. See Canadian | nperi al
Bank of Comrerce v. Wells Fargo Bank, supra.

Here, applicant’s services are nortgage origination
and servicing of loans for others, while registrant’s
servi ces include commercial nortgage | oan services and
servi cing nortgage | oans secured by commercial and nulti-
famly real estate. The services of both applicant and
regi strant could (and, according to applicant, do) involve
the servicing of loans for large financial institutions and
i nsurance conpanies. Wile it is true that these
purchasers may be expected to be sophisticated and
know edgeabl e about the purchases they nake, we agree with
the Exam ning Attorney that even sophisticated purchasers

will not be able to distinguish source when the nmarks
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invol ved are as close as M DLAND MORTGAGE, M DLAND
COVMERCI AL FUNDI NG and M DLAND LOAN SERVI CES. Even if
t hese purchasers realize that applicant’s mark is slightly
different fromthe other marks, these purchasers are likely
to believe, in viewof the simlarities of the marks, that
all of these services are being offered by the sane
conpany, but under slightly different names.

As noted, applicant’s nere listing of third-party
regi strations cannot be consi dered because it was submtted
untinmely, and because such a |isting does not maeke the
regi strations and applications of record. See JT
Tobacconi sts, 59 USPQ2d 1080, 1081 n.2 (TTAB 2001); and In
re Duofold Inc., 184 USPQ 638 (TTAB 1974). As the
Exam ni ng Attorney noted, copies of those registrations or
the el ectronic equival ent shoul d have been nade of record.
TMEP 8710.03. Furthernore, the listing of third-party
regi strations which include the word M DLAND does not
specify the particul ar goods or services in connection with
which this mark is registered. Also, this listing is not
evi dence of use of those registered nmarks in the
mar ket pl ace, and it does not show that the public is
famliar wth those marks. See O de Tyne Foods Inc. v.
Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542, 1545 (Fed.

Cr. 1992); and AMF Inc. v. Anerican Leisure Products,
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Inc., 474 F.2d 1403, 177 USPQ 268, 269 (CCPA 1973)(“The
exi stence of [third party] registrations is not evidence of
what happens in the market place or that custoners are
famliar with them..”). Accordingly, the registered marks
have not been shown to be weak. Even if we deemthe
protection to be accorded the cited regi stered nmarks as
being nore Iimted than that for a totally arbitrary nark,
it still extends to prevent the registration of a mark
whi ch conveys the sane comercial inpression and which is
used for services which may enanate from a single source.
Finally, any doubt with respect to the issue of
| i kel i hood of confusion nust be resolved in favor of the
prior registrant. See In re Hyper Shoppes (Chio) Inc., 837
F.2d 840, 6 USPQ@2d 1025, 1026 (Fed. Cir. 1988); and In re
Martin’s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Cir. 1984).
Decision: The refusal of registration under Section

2(d) is affirnmed on the basis of the cited registrations.
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