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Before G ssel, Walters, and Chapman, Adm nistrative
Trademar k Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On August 17, 2001, Darian Corporation (a Nevada
corporation)(now by change of nane Tantowel U.S., a Nevada
corporation) filed an application to register the mark
SPFTONEL on the Principal Register for goods identified as

“sun bl ock, sun tan lotion, self-tanning lotion” in

! The records of the Assignnment Branch of the USPTO indicate that
this application is currently owned by Tantowel U.S., by change
of nanme from Darian Corporation. (See Reel 2619, Frame 0949.)
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International Class 3. The application was filed based on
applicant’s assertion of a bona fide intention to use the
mark in conmmerce.

In the first Ofice action, the Exam ning Attorney (i)
explained that if applicant’s product included towels, then
the identification was not accurate and the foll ow ng
identification was suggested, if accurate: “sun block, sun
tan lotion, self-tanning | otion, pre-noistened sun tanning
preparations contained in a towel”; (ii) inquired whether
or not applicant owned Registration No. 2302811,2 and if so,
required that applicant claimownership thereof; and (iii)
refused registration on the ground that applicant’s mark,
SPFTONEL, is merely descriptive of applicant’s goods under
Section 2(e)(1) of the Trademark Act, 15 U S. C
81052(e)(1).

I n response, applicant clainmed ownership of
Regi stration No. 2302811, and anended the identification of
goods to read as follows: “sun block, sun tan |lotion, self-
tanning | otion, and pre-noi stened sun tanning preparations

contained in a towelette,” which was accepted by the

Exam ni ng Attorney.

2 Reg. No. 2302811, issued Decenmber 21, 1999 for the mark
TANTOWNEL for “pre-noistened sel f-tanning preparati ons contai ned
in atowlette and self-tanning | otions, creans and gels” in
International Cass 3.
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When the refusal to register the mark as nerely
descriptive was nade final, applicant appealed to this
Board. Both applicant and the Exam ning Attorney have
filed briefs; an oral hearing was not requested by
appl i cant.

The test for determ ning whether a mark is nerely
descriptive is whether the termor phrase i medi ately
conveys information concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the goods or services in connection with which it is
used. See In re Abcor Devel opnent Corp., 588 F.2d 811, 200
USPQ 215 (CCPA 1978); In re Eden Foods Inc. 24 USPQRd 1757
(TTAB 1992); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979).

Further, it is well-established that the determ nation
of nere descriptiveness nust be made not in the abstract or
on the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being used on or in connection
wi th those goods or services, and the inpact that it is
likely to make on the average purchaser of such goods or
services. See In re Consolidated C gar Co., 35 USP@@d 1290
(TTAB 1995); and In re Pennzoil Products Co., 20 USPQd

1753 (TTAB 1991). That is, the question is whether soneone
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who knows what the goods or services are will understand
the termor phrase to convey infornmation about them See
In re Hone Buil ders Association of Geenville, 18 USPQ@QRd
1313 (TTAB 1990); and In re American Geetings Corp., 226
USPQ 365 (TTAB 1985).

The Exami ning Attorney’s position is sunmarized as
follows in her brief (unnunbered page 3):

[Alpplicant’s mark is a conbination of
descriptive words that describe a
feature or characteristic of the goods,
nanely, that the towels that the
applicant features provide or contain
SPF or sun protection factor. The
conbi nati on of these two words, *SPF”
and “towel” does not result in a
conposite registrable trademark which
creates an i ncongruous, unusual neaning
or different significance [to the]
mark. In re Anmpco Foods, Inc., 227
USPQ 331 (TTAB 1985). The conmerci al
inmpression is that of a towel that
provi des SPF protection. An average
consuner who sees this mark could
easily surm se that the applicant’s
towel s when rubbed agai nst the skin
provide a certain | evel of sun
protection.

In her January 9, 2003 denial of applicant’s request
for reconsideration, the Exam ning Attorney specifically
argued the foll ow ng:

The general public knows that SPF or
the “sun protection factor” is a
generic description used in goods to
identify the level of protection that
coul d be expected fromthe goods. SPF
is a generic feature and characteristic
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of [the] goods. Consuners buy products
with SPF with the understandi ng that
the product contains a feature that
they are looking for to get fromthe

pr oduct .

Further, she contends that applicant’s assertion of a
“famly of ‘towel’ marks” is unpersuasive because that
argunent does not obviate the descriptiveness of the
involved mark for the identified goods; and that
applicant’s references to third-party registrations
i ncluding the word ‘towel’ were not properly nade of record
and they are of little probative value as the file
hi stories of those registrations are not of record (brief,
unnunber ed page 4).°3

In support of her position, the Exam ning Attorney

submtted: (i) The American Heritage Dictionary (Third

Edition 1992) definitions of “spf” as “sun protection
factor,” and “towel ette” as “a small, usually noistened
pi ece of paper or cloth used for cleansing”; and (ii)
printouts of pages fromlnternet web sites to show t hat

“towel ” and “towel ette” are interchangeable terns in

3 Applicant first referred to a fewthird-party registrations in
its July 30, 2002 response to the first Ofice action

Cenerally, a typed list is insufficient to nmake registrations of
record. See In re Duofold, Inc., 184 USPQ 638 (TTAB 1974).
However, the Examining Attorney did not object thereto, and did
not explain that the third-party registrati ons were not properly
made of record until the appeal brief. Thus, the Board considers
that the Ofice stipulated the material into the record.
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relation to these goods, and that consunmers understand
“SPF” as identifying sun protection in a product.

Applicant argues that “SPFTOAEL” is suggestive (e.qg.,
“of a beach towel having sun protective quality” -- brief,
p. 4); that the mark is not nerely descriptive of its
goods, which are (1) “sun block,” (2) “sun tan lotion,” (3)
“self-tanning lotion,” and (4) “pre-noistened sun tanning
preparations contained in a towlette,” and thus, three of
t he goods have nothing to do with a towel or towelette;
that “SPF” is a measure of the degree of sun protection
provided by a product (a scale of nunbers, based on FDA
protocol), but it is not a product, and applicant’s goods
cannot contain “SPF’; and that “while ‘ SPFTONEL' may
consi st of arguably descriptive elenents, it also suggests
qualities not disclosed by common neani ngs of the words
al one” (brief, p. 5).

Applicant further argues that its mark SPFTONEL is
part of a “famly of marks” including TANTOAEL (Reg. No.
2302811, issued Decenber 21, 1999 for “pre-nvoistened self-
tanni ng preparations contained in a towlette and self-
tanning lotions, creans and gels” in International C ass
3), and CLEANZTOWEL (now Reg. No. 2761380, issued Septenber
9, 2003 for “pre-noistened cosnetic towelettes” in

International C ass 3); that because there are sone third-
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party registrations which include the word “towel” in the
mark (TOOTH TOWNEL for disposable teeth cleaning and
pol i shing sheets, CARTOWNEL for vehicle seat covers, and
VWRI ST TONEL for sweat bands), applicant’s mark shoul d not
be singled out and refused registration in |ight of those
third-party registrations; and that doubt should be
resolved in applicant’s favor.

We agree with the Exam ning Attorney that the asserted
mar k SPFTONEL i nmedi ately describes a characteristic or
feature of the goods on which applicant intends to use its
mar k. Regardl ess of whether applicant’s identification of
goods is read as four separate itens with only one item
being a towel ette, or as one item—- a towelette with sun
bl ock, or sun tan lotion, or self-tanning |otion contained
therein, the term SPFTONEL woul d i medi ately inform
consuners that applicant’s goods consist of a towel or
towel ette containing an ingredi ent which provides sone
| evel of the FDA' s nmeasurable “Sun Protection Factor.”

The Exam ning Attorney’ s evidence establishes that
consuners clearly understand that “SPF” (sun protection
factor) is a neasuring scale with regard to critica
ingredients in whatever the product involved is (e.qg.,
clothing itens, towels, sun block lotion). Certainly in

consi dering SPFTOANEL used on towel ettes pre-noistened with
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sun tanni ng preparations, purchasers would i nmedi ately
understand that applicant’s goods include a towel or

towel ette which contains a sun bl ock preparation which
provi des sonme | evel of sun protection on the “SPF’ scal e of
protection. Mreover, the termdoes not create an

i ncongruous, creative or unique mark.

Applicant’s mark, SPFTONEL, when used on applicant’s
identified goods, thus would i medi ately descri be, w thout
need of conjecture or specul ation, the nature of
applicant’s goods, as discussed above. Nothing would
require the exercise of inmagination or nental processing or
gathering of further information in order for purchasers of
and prospective custoners for applicant’s goods to readily
perceive the nmerely descriptive significance of the term
SPFTONEL as it pertains to applicant’s goods, particularly
the item pre-noi stened towel ettes containing sun tanning
preparations. See In re Intelligent Instrunmentation Inc.,
40 USPQ2d 1792 (TTAB 1996); and In re Tinme Solutions, Inc.,
33 USPQ2d 1156 (TTAB 1994).

Applicant argues that the term SPFTONEL is not nerely
descriptive of its sun block, sun tan lotion and self-
tanning | otion because those identified itens do not
include a towel or towelette. A mark is nerely descriptive

if it merely describes any of the listed goods. That is,
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regi stration should be refused if a termor phrase is
nerely descriptive of any of the goods (or services) for
which registration is sought. The fact that a term or
phrase may not be nerely descriptive of sone of the goods
(or services) listed in the identification does not nean
that it is not nerely descriptive of the others. See In re
Qui k-Print Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505
(CCPA 1980); In re Richardson Ink Conmpany, 511 F.2d 559,
185 USPQ 46 (CCPA 1975); and In re Analog Devices Inc., 6
USP2d 1808 (TTAB 1988), aff’d unpub’d but appearing at 871
F.2d 1097, 10 USP2d 1879 (Fed. Cr. 1989). See also, 2 J.

Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, 811:51 (4th ed. 2001).

In view of the foregoing, we find that SPFTOAEL, if
used on applicant’s sun bl ock, sun tan |otion, self-
tanning |l otion and pre-noistened towel ettes contai ning sun
tanni ng preparations, would directly convey information to
prospective purchasers about a significant feature of the
goods, nanely, the products provide sone | evel of *“sun
protection factor” and one of themis specifically a towel
or towel ette containing sun block. Thus, the mark is

merely descriptive of the identified goods.* See In re

* The Board notes that after all briefs on appeal were due,
applicant filed on Cctober 30, 2003 (via certificate of mailing)
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Gyul ay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Cir. 1987); and
In re Omha National Corporation, 819 F.2d 1117, 2 USPQd
1859 (Fed. Cir. 1987).

Wth regard to applicant’s argunent that there are
third-party registrations for marks which include the word

“towel ,” this evidence (presented by applicant only in the
formof a typed list, as explained previously herein) is
not persuasive of a different result in this case. Wile
uniformtreatment under the Trademark Act is an

adm nistrative goal, the Board’ s task in an ex parte appea
is to determ ne, based on the record before us, whether
applicant’s mark is nerely descriptive. As often noted by
t he Board, each case nust decided on its own nerits. W
are not privy to the records of the cited third-party
registration files, and noreover, the determ nation of

registrability of those particular marks by the Trademark

Exam ni ng Attorneys cannot control the nmerits in the case

a document titled “Statenent of Use Under 37 C.F. R 2.88.” Based
on the timng of applicant’s filing of this docunent, it is nore
correctly titled “Amendnment to Allege Use Under 37 CF.R 2.76."
However, the Board will not remand the application file for

exam nation thereof. In view of our decision affirmng the
Examining Attorney with regard to the descriptiveness of the
mar k, the paper asserting use of applicant’s mark on “pre-
noi st ened sun tanning preparations contained in a towelette” is
noot. See TBMP 8§1206.01 (2d ed. June 2003). (W note that
applicant’s asserted specinen includes the foll owi ng words
thereon: “the sun protection towelette.” Thus, applicant’s own
asserted use indicates the nmerely descriptive nature of the term
SPFTONEL for the involved goods.)

10
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now before us. See In re Nett Designs Inc., supra, 56
USPQ2d at 1566 (“Even if sonme prior registrations had sone
characteristics simlar to [applicant’s application], the
PTO s al |l owance of such prior registrations does not bind
the Board or this court.”)

Wth regard to applicant’s assertion that it owns a

“fam |y of marks” using the word “towel,” applicant
submtted no evidence to establish a “famly” of “towel”
mar ks. See Hester Industries, Inc. v. Tyson Foods, Inc., 2
USPQ2d 1646 (TTAB 1987). 1In any event, the only issue
before us is whether the mark which applicant seeks to
register is nerely descriptive. Thus, even is applicant
were to denonstrate that it had established a “famly” of
mar ks characterized by the term“towel,” that would not aid
or otherwise entitle applicant to the registration which it
seeks here. See Baroid Drilling Fluids Inc. v. Sun
Drilling Products, 24 USPQ2d 1048, 1052 (TTAB 1992); and In
re Lar Mor International, Inc., 221 USPQ 180, 183 (TTAB
1983) .

Finally, even if applicant were the first (and/or
becanme the only) entity to use the terns “SPFTOAEL” in
relation to sun block, sun tan lotion, self-tanning |otion
and pre-noi stened sun tanning preparations contained in a

towel ette, that fact would not be dispositive where, as

11
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here, the term unquestionably projects a nerely descriptive
connotation, particularly with regard to the pre-noi stened
towel ette product. See In re Central Sprinkler Co., 49
USPQ2d 1194, 1199 (TTAB 1998); and In re Tekdyne Inc., 33
USPQ2d 1949, 1953 (TTAB 1994). Conpetitors could have a
conpetitive need to use these terns. See 2 J. Thomas

McCarthy, MCarthy on Trademarks and Unfair Conpetition,

8§11:18 (4th ed. 2001).
Deci sion: The refusal to register on the ground that
the mark is merely descriptive under Section 2(e)(1l) of the

Trademark Act is affirned.
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