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Vi sser of Rader, Fishman & Grauer for EnployAbility, Inc.

M chael Keating, Trademark Exam ning Attorney, Law Ofice
113 (COdette Bonnet, Managi ng Attorney).

Before Walters and Bottorff, Adm nistrative Tradenmark
Judges.

Qpi nion by Walters, Adm nistrative Trademark Judge:

Enmpl oyAbility, Inc. has filed an application to
regi ster on the Principal Register the mark EMPLOYABI LI TY
for “enploynent services, nanely, enploynent hiring,

recruiting, placenent, staffing and career networking
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servi ces, enploynent counseling, all for the disabled

"lin International C ass 35.

popul ati on,

The Trademark Exam ning Attorney has issued a final
refusal to register, under Section 2(e)(1l) of the Trademark
Act, 15 U.S.C. 1052(e)(1l), on the ground that applicant’s
mark is nerely descriptive in connection with its services.?

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs and an oral hearing was
held. W affirmthe refusal to register.

Applicant contends that the mark is a double entendre,
whi ch “hinges on the specific nature of applicant’s services
as applied to disabled individuals” (Brief, p. 7); that its
mark is a conbination of the terns “enploy” and “ability”;
that the nerger in the mark of the two separate words into a
single word does not detract fromthe significance of the
i ndi vidual words; that the mark “renoves the negative ‘dis’
prefix from*disabled,’” focusing on the positive portion of
‘abled,” ‘able’ or *ability’'" (id.); and “thus, the mark

suggests how the disabled may use their abilities to

! Serial No. 76311058, filed Septenber 6, 2001, based on an allegation
of a bona fide intention to use the mark i n conmerce.

21n his brief, the Exanmining Attorney correctly states that applicant’s
alternative request for registration on the Suppl enental Register is

i mproper because the application is based upon an allegation of a bona
fide intention to use the mark in commerce and no anmendnent to all ege
use has been filed. This issue has been given no consideration by the
Board.
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participate in a working environnent.” (1d.) Applicant
al so argues the following (id, p. 8):

[ The mark] al so plays on the term “enpl oy,” which
generally neans “hire” or engage,” but al so can
mean “use” or “take advantage of.” Wth this in
m nd, the term EMPLOYABILITY as applied to the

di sabl ed popul ati on has both the double entendre
of the term*®“ability” as opposed to “disability”
and the double entendre of the term “enploy” in
the sense of “use” or “take advantage of” as
opposed to “hire” or “engage.” Put together, and
viewed in relation to the identified services, the
mar k both highlights the positive aspect of
ability in general as applied to the disabled
popul ati on and al so the broader goal of
encouragi ng the disabled to use or take advantage
of their abilities for a work-rel ated purpose.
(Enmphasis in original.)

Regardi ng the Lexi s/ Nexis evidence and Internet research
submtted by the Exam ning Attorney and di scussed bel ow,
applicant states the following (id., p. 11):

Thus, at best, the Exam ning Attorney’s evidence
shows that “enployability” may have sone
descriptive qualities with respect to enpl oynent
counseling or counseling in general. Although
such evi dence nay be conpetent to show that the
term “enpl oyability” exists in the English

| anguage and that it may even be descriptive of
enpl oynent counseling in general, the Exam ning
Attorney nust still performthe nere
descriptiveness evaluation in light of the
specific goods or services recited in the
application ...

Appl i cant asks the Board to resolve any doubt in its favor.
The Exam ning Attorney contends that the “plain

meani ng” of the mark is nerely descriptive in connection

with applicant’s identified services, even as restricted to

t he di sabl ed popul ati on, because its services “invol ve
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determ ning the enployability of individuals using its
enpl oynent services [and that] applicant will recruit and
evaluate individuals with an eye toward placing themin
appropriate positions, consulting wwth themin the course of
pl acenent, and working with themto find themjobs.”
(Brief, unnunbered pp. 4-5.) The Exam ning Attorney argues
that applicant’s double entendre argunent may refl ect
applicant’s reason for choosing its mark, but that it is the
plain neaning, i.e., the dictionary definition, of
EMPLOYABILITY that is likely to be perceived by purchasers;
that the mark is not likely to be perceived as two words,
“enpl oy” and “ability” because of the fact that the nerged
term “enployability,” is a separate word; and that the mark
is merely descriptive regardl ess of whether the mark is
viewed at two nerged words or one word.

The Exam ning Attorney submtted a definition from
Webster’s Third New International Dictionary of the English

Language, 1993, of "enployability" as "n. the quality or
state of being enployable.” W also note the entry
followng “enployability” in the sane dictionary -

“enpl oyabl e,” which is defined as “adj. capable of being

enpl oyed; specif. physically and nentally capabl e of earning

a wage at a regular job and avail able for hiring.”
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The Exam ning Attorney submtted excerpts of articles
retrieved fromthe Lexi s/ Nexis database, of which severa
exanpl es fol |l ow

“Through a contract with Job Training Centers of
Fort Pierce, the agency provides services under
the Job Training Partnership Act. Those services
i ncl ude assessnent, career counseling and

pl anni ng, occupational skills training,
enployability skills training, job placenent, on-
the-job training, internships and re-enpl oynent
assi stance for displaced workers.” [The Stuart
News/ Port St. Lucie News, Novenber 8, 1999.]

“Friendship’s Apprenticeship and Job Resources
Center offers vocational counseling, enployability
skills training, job placenent and post-pl acenent
assistance to adult D.C. residents.” [Roll Call,
Novenber 19, 1998.]

“Free GED and hi gh school diploma classes are
being offered by the West Area Adult and Conmunity
School and | ocal extension sites. Suppl enental
career counseling and enployability skills will be
provided at the school.” [The Ledger, August 4,
1997.]

“Casel oads have decreased significantly since the
st at ew de expansion and the federal governnment’s
approval of Utah's reformplan. 1In July 1996,
there were 14,335 participants, nost working on
enpl oynment pl ans defi ned broadly enough to include
educati on and/or counseling to increase a client’s
stability and enployability, Bishop said.” [The
Salt Lake Tribune, July 1, 1997.]

The prograns provide services to aid dislocated
wor kers, the econom cally di sadvant aged and

wel fare recipients. Cattanach said several of
them of fer the sane type of services. For

exanpl e, services such as career counseling,

enpl oyability assessnment and post - pl acenent
followup are offered by at | east one-third of the
prograns, Cattanach said.” [Capital Tines,
Novenber 15, 1994.]

“The program based in high schools, seeks out
students who have no pl ans beyond graduation and
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enrolls themin a counseling program Hel ping

assess their own enployability, the course al so

urges the inportance of such basics as good

groom ng, self-confidence, speaking well, and

being on time.” [The Christian Science Mnitor,

June 25, 1981.]

The Exam ning Attorney al so conducted a search for the
phrase “enpl oyability counseling” using the Google search
engi ne (ww. googl.com. The partial results, submtted
herein, show uses of the term “enpl oyability” consistent
with the excerpts shown above.

The test for determ ning whether a mark is nerely
descriptive is whether it inmediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re
Engi neeri ng Systens Corp., 2 USPQRd 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find that a mark is nerely
descriptive, that the mark describe each feature of the
goods or services, only that it describe a single,
significant quality, feature, etc. In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985). Further, it is well-
established that the determ nation of nere descriptiveness
nmust be made not in the abstract or on the basis of
guesswork, but in relation to the goods or services for

whi ch registration is sought, the context in which the mark

is used, and the inpact that it is likely to make on the
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aver age purchaser of such goods or services. Inre
Recovery, 196 USPQ 830 (TTAB 1977).

W agree with the Exam ning Attorney that EMPLOYABILITY
is nerely descriptive in connection with applicant’s
“enpl oynent services, nanely, enploynent hiring, recruiting,
pl acenent, staffing and career networking services,
enpl oynent counseling, all for the disabled population.”

The record clearly establishes that “enployability” is a
word in the English | anguage that is commonly used in the
enpl oynent field, and that enployability assessnents and
counseling are particular to popul ations that nay have
difficulties, or specific issues regarding, obtaining and
mai nt ai ni ng enpl oynent. Further, for popul ati ons who have
enpl oyability issues, such as the disabled, enployability
eval uation and counseling is likely to be enconpassed w thin
the identified services of “enploynent counseling.”

We appreci ate the possi bl e doubl e entendre neani ngs of
its mark that applicant posits, i.e., that “ability” is used
as and woul d be understood to be an enpowering term as
applied to persons with disabilities, and that “enploy”
nmeans “use” or “take advantage of” as well as “hire.”
However, we find that these suggested doubl e entendres
sinply are too subtle and tenuous to be readily perceived
and understood by rel evant purchasers who encounter the mark

in connection with applicant’s services. See, e.g., Inre
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Wells Fargo & Co., 231 USPQ 95 (TTAB 1986) (EXPRESSERVI CE
nerely descriptive of banking services; alleged *Pony
Express” doubl e entendre would not be readily recognized).
Applicant’s argunment to the contrary, i.e., that the
rel evant purchasers (including or especially disabled
persons) would be famliar with and/or readily recognize
t hese doubl e entendres, is not supported by any evidence in
the record. Gven the direct relevance of the dictionary
nmeani ng of “enployability” to the recited services, the
Exam ning Attorney’s evidence that the word is comonly used
in precisely that dictionary sense in connection with such
services, and the absence of evidence that the rel evant
purchasers are famliar with or would readily recognize the
doubl e entendre neani ngs suggested by applicant, we find
that it is the dictionary neaning of the word
“enployability,” and that neaning al one, that purchasers
will inmrediately and directly perceive when they view
applicant’s mark in connection with applicant’s services.
Moreover, it is clear fromthe evidence of record that
others in the enploynent counseling field use, and have a
conpetitive need to use, the term*“enployability”
descriptively in connection with their services.

I n concl usion, when applied to applicant’s services,
the term EMPLOYABI LI TY i mredi ately descri bes, w thout

conjecture or speculation, a significant feature or function
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of applicant’s services, nanely, that the disabled
popul ati on served by applicant’s various enpl oynent services
and counseling is enployable. Nothing requires the exercise
of imagination, cogitation, nmental processing or gathering
of further information in order for purchasers of and
prospective custoners for applicant’s services to readily
perceive the nerely descriptive significance of the term
EMPLOYABILITY as it pertains to applicant’s services.
Decision: The refusal under Section 2(e)(1l) of the Act

is affirned.

Seeherman, Adm ni strative Trademark Judge, dissenting:

| respectfully dissent.

As has been discussed by the majority, the word
EMPLOYABI LI TY does have a descriptive significance.

However, | believe that the mark is still registrable for
the identified services because it is not nerely, in the
sense of only, descriptive. 1In addition to the descriptive
nmeaning, it has a doubl e entendre based on the individual
wor ds EMPLOY and ABILITY which nake up the marKk.

Thi s doubl e entendre stens fromthe concept of the
"ability" that those with diabilities have. There is a
great enphasis today on the abilities, rather than the
disabilities, of people with handi caps, and there is a great
sensitivity about any negative reflections on those with

disabilities. Ternms |like "differently abled" are used
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i nstead of "disabled" to indicate that people with
disabilities are able to function and, in the case of
enpl oynent services, use their particular abilities to
engage in enploynent activities.

As the majority points out, the determ nation of nere
descriptiveness nust be nmade in relation to the inpact a
mark is likely to have on the average purchaser of the
particul ar goods or services. Applicant's services are
identified as "enploynent hiring, recruiting, placenent,
staffing and career networking services, enploynent
counseling, all for the disabled population.” The users or
purchasers of such services, thus, are those who are
di sabl ed, or those who deal closely with or hire the
di sabl ed. Such people will be particularly sensitive to the
concept of "ability" as a substitute for "disability" in
this population, and will readily perceive the double
entendre in EMPLOYABILITY that the words in applicant's mark
EMPLOYABI LI TY convey, i.e., that enployers should hire
(enpl oy) peopl e because of their abilities, rather than view
their disabilities as a deterrent to hiring.® Thus, the
mar kK does not convey to purchasers and users of applicant's
services only its descriptive neaning. See In re Col onial

Stores Incorporated, 394 F.2d 549, 157 USPQ 382 (CCPA 1968)

3 Applicant al so suggests an additional meaning for the term

t hat peopl e should use (enploy) their abilities in a working
envi ronnment.

10
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(SUGAR & SPI CE found not nerely descriptive of bakery
goods); Blisscraft of Hollywod v. United Plastics Co., 294
F.2d 694, 131 USPQ 55 (2d Cir. 1961) (POLY Pl TCHER not
nerely descriptive of polyethel ene pitchers).

The case of Inre Wlls Fargo & Co., supra, cited by
the mayjority, is readily distinguishable. In that case,

t here was no double entendre in the EXPRESSSERVI CE mar k
itself. Rather, consuners would have had to know and make a
connection between applicant's nanme, Wells Fargo (with its
predecessor's history involving the Pony Express), and the
word EXPRESS in the mark. In the present case, the double
entendre is created by the words EMPLOY and ABILITY which
formthe mark.

It is well established that doubt on the issue of nere
descriptiveness nust be resolved in favor of the applicant.
See, for exanple, In re Gacious Lady Service, Inc., 175
USPQ 380 (TTAB 1972). | believe that the doubl e neani ng of
EMPLOY ABILITY in the mark EMPLOYABILITY at the very | east
rai ses doubt as to whether the mark is only descriptive, and
therefore it is ny view that the application should be

publ i shed for opposition.
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