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Qpi nion by Drost, Administrative Trademark Judge:

On Cctober 10, 2001, Atico International USA Inc.
(applicant) filed an application to register the nmark BRAI N
STORMS (in typed form on the Principal Register for goods
identified as an “electric novelty lanmp” in International

dass 11.1

! Serial No. 76/323,759. The application is based on an
all egation of a bona fide intention to use the mark in commerce.
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The exam ning attorney has refused to register
applicant’s mark under Section 2(d) of the Trademark Act
(15 U. S.C. 8§ 1052(d)) because of prior registrations for
t he mark BRAINSTORMS, one in typed form? and the other with

t he desi gn shown bel ow. 3

Both registrations are for the virtually identical
services of “retail stores and nail order catal og services
featuring novelty itens? and toys” in International O ass
35.

When the refusal was nade final, applicant filed this
appeal .

The exam ning attorney argues that “[w]jith regard to
the cited typed mark, the only difference is the space
between the first word and the second.” Brief at 4. In
the registration that also contained a design, the

exam ning attorney determ ned that the design did “not

2 Registration No. 2,344,269, issued April 25, 2000.

3 Registration No. 2,344,268, issued April 25, 2000.

4 Regi stration No. 2,344,269 onmts the word “itens” in the
identification of services. This is apparently a typographical
error.
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obviate the simlarity between the marks.” |d. The
exam ning attorney found that the “marks share the sane
basi ¢ nmeaning and project an identical comerci al
impression.” |1d. Regarding the services and goods, the
exam ning attorney found that the “goods of the applicant’s
type would likely be narketed through retail and mail order
services.” Brief at 6. The exam ning attorney al so
i ncl uded copies of registrations to show that various
services sell |anps, toys, and/or novelty itens. The
exam ning attorney concluded that “there is a |likelihood of
confusion with Registration Nunbers 2, 344, 268 and
2,344,269.” Brief at 7.

In response, applicant argues that the exam ning
attorney’s evidence is “worthless” and “there is no
evi dence that registrant sells goods through its
BRAI NSTORMS retail stores or catal ogs under the brand nane
BRAI NSTORMS. That a BRAI NSTORMS store nmay sell novelty
| anps does not establish that it sells that |anp under a
BRAI NSTORMS brand.” Brief at 4. |In addition, applicant
mai ntai ns that the “Exam ning Attorney proffered no
mar ket pl ace anal ysis of the conpeting marks.” Brief at 9.
Finally, applicant accuses the exam ning attorney of

applying an incorrect |ikelihood of confusion standard. As
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a result, applicant seeks reversal of the refusal to
regi ster.

In a case involving a refusal under Section 2(d), we
anal yze the facts as they relate to the relevant factors

set out inlnre Majestic Distilling Co., 315 F.3d 1311, 65

UsP2d 1201, 1203 (Fed. Cr. 2003). See also Inre E. |

du Pont de Nenmoburs & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

USPQ2d 1894, 1896 (Fed. Cir. 2000). 1In considering the

evi dence of record on these factors, we nust keep in mnd
that “[t]he fundanental inquiry nandated by 8§ 2(d) goes to
the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

W first look at the simlarities and dissimlarities
of the marks in the application and registrations. The
word marks are virtually identical, BRAIN STORMS and
BRAI NSTORMS.  (Cbvi ously, the marks woul d be pronounced
identically and they woul d have the sane neani ng and
comercial inpression. The absence of the space does not
significantly change the appearance of the nmarks.

Stockpot, Inc. v. Stock Pot Restaurant, Inc., 220 USPQ 52,

54 (TTAB 1983), aff’'d, 737 F.2d 1576, 222 USPQ 665 (Fed.
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Cr. 1984) (“There is no question that the marks of the
parties [ STOCKPOT and STOCK POT] are confusingly simlar.
The word marks are phonetically identical and visually

al nost identical”); In re Best Western Fam |y Steak House,

Inc., 222 USPQ 827, 827 (TTAB 1984) (“There can be little

doubt that the marks [ BEEFMASTER and BEEF MASTER] are
practically identical”). Even the registrant’s addition of
a light bulb design in one registration does not
significantly change the mark because the term
“Brainstorns” is still promnently featured and it woul d be
the termcustoners would use to identify the services. See

In re Dixie Restaurants, 105 F.3d 1405, 41 USPQ@Qd 1531,

1534 (Fed. Cir. 1997) (Federal Crcuit held that, despite
the addition of the words “The” and “Cafe” and a di anond-
shaped design to registrant’s DELTA mark, there still was a

| i kel i hood of confusion). See also In re Hyper Shoppes

(Ghio), Inc., 837 F.2d 463, 6 USPQ2d 1025, 1026 (Fed. Cr

1988) (BIGG S (stylized) for grocery and general
mer chandi se store services found likely to be confused with

Bl GGS and design for furniture); Wella Corp. v. California

Concept Corp., 558 F.2d 1019, 194 USPQ 419, 422 (CCPA 1977)

(CALI FORNI A CONCEPT and surfer design likely to be confused
wi th CONCEPT for hair care products). Here, the virtually

i dentical nature of the word portion of the marks is a
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significant factor in our likelihood of confusion analysis.

In re Shell Ol Co., 992 F.2d 1204, 26 USPQ2d 1687, 1688

(Fed. Gr. 1993) (“Wthout a doubt the word portion of the
two marks are identical, have the sane connotation, and
give the sane commercial inpression. The identity of the
wor ds, connotation, and conmerci al inpression weighs
heavi |l y agai nst the applicant”).

Regardi ng the goods and services, applicant argues
that “[t]here is no sufficient relationship between Atico’s
goods and registrant’s services.” W note that applicant
proposes to use its mark for goods identified as an
“electric novelty lanp” and registrant’s services include
retail store and mail order services featuring novelty
itens. The question is whether prospective purchasers
woul d be confused when virtually identical marks are used
on these goods and services. It is sufficient that the
goods and services are related in sone manner, or that the
circunst ances of marketing are such that the branded goods
or services are likely to be encountered by persons who
woul d assume sone relation or that they emanate fromthe

same source. See, e.g., Inre Martin' s Fanous Pastry

Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir.

1984); Inre Melville Corp., 18 USPQ2d 1386 (TTAB 1991); In
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re International Tel ephone & Tel egraph Corp., 197 USPQ 910

(TTAB 1978).

The question then is whether consuners woul d believe
that there is sone relationship between the source of the
novelty itemand the source of the retail store and catal og
services featuring novelty itens. The Federal Circuit
faced a simlar question in a case involving the mark
“bigg’'s” (stylized) for “retail grocery and general
mer chandi se store services” and BI GGS and design for
furniture.

The only aspect of this case which is unusual is that

the marks sought to be registered are for services

while the prior registration on which their
registration is refused is for wares. Considering the
facts (a) that trademarks for goods find their
princi pal use in connection with selling the goods and

(b) that the applicant's services are general

merchandising -- that is to say selling -- services,

we find this aspect of the case to be of little or no

| egal significance.

Hyper Shoppes, 6 USPQRd at 1026.

In this case, the connection between the services of
regi strant and the goods of applicant is even nore direct
because registrant’s services involve the retail sale of
the sanme type of goods as applicant, as opposed to the

stores in the Hyper Shoppes case, that sold a wide variety

of nmerchandise. W agree with the exam ning attorney’s

determ nation that “applicant’s goods and registrant’s
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services are closely rel ated because the goods of the
applicant’s type would often be sold in connection with
services of the registrant’s type. Specifically, retai
stores featuring novelty items commonly sell novelty | anps.
In fact, ‘novelty lanps’ are within the scope of the plain
meani ng of ‘novelty’ itens.” Brief at 4. Consuners would
assunme that there is sone association or relationship

bet ween these goods and services. |In addition, the
potential customers of applicant and registrant woul d
overlap to the extent that purchasers of novelty |anps at
retail would use retail store services or its mail order

equivalent. Schieffelin & Co. v. Ml son Conpanies Ltd., 9

UsP2d 2069, 2073 (TTAB 1989) (“[Moreover, since there are
no restrictions with respect to channels of trade in either
applicant's application or opposer's registrations, we nust
assune that the respective products travel in all normal
channel s of trade for those al coholic beverages”).

In response to the points raised by applicant, we note
that the fact that the exam ning attorney has “specifically
proffered no evidence of any conpany including the nanme
BRAI NSTORMS sel I ing any product under an identical or
highly simlar brand nane” (Brief at 7) is sinply not
necessary to support a finding that the goods and services

are related. There is no requirenment that the exam ning
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attorney show that registrant is also using the cited mark

on goods that are simlar to applicant’s. It is

sufficient, as discussed above, to show that potenti al

custoner would likely believe that there is sone

associ ation or relationship between the goods and services.
Applicant also maintains that the exam ning attorney’s

evidence is “worthless.” Brief at 4. Again, the

identifications of the goods and services thensel ves, on

which we nust rely in determ ning whether there is a

| i kel i hood of confusion, denonstrate the relationship

between a novelty itemand retail services selling novelty

itens. Nothing in the record contradicts this

rel ationship. To the extent that the exam ning attorney

has subm tted additional evidence, it does show not only

t hat busi nesses sell novelty itens in general but also

specifically lanps. See www. zow es.com and webwat chdog.

Al t hough as indi cated above, the best indication of the
relationshi p between applicant’s goods and registrant’s
services is the fact that both the goods and services

i nvolve novelty itens. The fact that one involves goods
and the other services was held by the Federal Circuit “to

be of little or no | egal significance.” Hyper Shoppes, 6

USPQ2d at 1026.
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Applicant has referred to other registrations not of
record inits reply brief. W do not consider new evidence
submtted with appeal briefs. 37 CFR 2.142(d).

Furthernore, references to registrations wthout submtting
actual copies of the registrations are not proper evidence.

In re Hub Distributing, Inc., 218 USPQ 284, 285 (TTAB

1983) (“[We do not consider a copy of a search report to be
credi bl e evidence of the existence of the registrations and
the uses listed therein”). In addition, even if these

regi strations were properly of record, “the third party
registrations relied upon by applicant cannot justify the
registration of another confusingly simlar mark." Inre

J.M Oiginals Inc., 6 USPQ2d 1393, 1394 (TTAB 1987),

quoting Plus Products v. Star-Kist Foods, Inc., 220 USPQ

541, 544 (TTAB 1983).

Lastly, we address applicant’s argunent that the
exam ning attorney applied the wong standard in this case.
Appl i cant accuses the exam ning attorney of applying a
“coul d be confused” standard, which it submts “is
tantamount to the repeatedly rejected ‘possibility of
confusion’ standard.” Brief at 8  However, applicant
itself states that the exam ning attorney in the first
Ofice action “refused registration under 15 U S. C

§ 1052(d) on the basis that the proposed mark BRAI N STORMS,

10
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when used in connection with the intended goods, ‘so
resenbles the mark shown in U S. Registration Nos. 2234268
and 2344269 as to be likely ...to cause confusion, or to
cause m stake, or to deceive.’” Applicant’s Brief at 1-2.
Applicant also stated that the exam ning attorney
mai ntai ned this refusal to register. Brief at 3. In his
appeal brief, the exam ning attorney maintained that “it is
therefore reasonable to believe that the general public
woul d i kely assune that the origin of the novelty itens
and the services are the sane. Thus considering the record
as a whole, the Iikelihood of confusion in this case should
be deened substantial. The refusal to register should be
affirmed.” Brief at 7.

It is clear that the application in this case was
refused registration on the ground that there is a
| i kel i hood of confusion and not a possibility of confusion.
To the extent that there is any confusion about this issue,
we enphasi ze that applicant’s mark is refused registration
on the ground that if applicant used the mark on its goods,
there would be a |ikelihood of confusion with registrant’s

marks for the identified services.?®

® The | anguage that applicant refers to as indicating a
possibility of confusion may have resulted fromthe exam ning
attorney addressing the likelihood of confusion issue with a mark
that had not been used in comrerce.

11
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Decision: The Exam ning Attorney’s refusal to
regi ster applicant’s mark for an “electric novelty |anp” on
the ground that it is likely to cause confusion with the
cited registered marks used in connection with the
identified services under Section 2(d) of the Trademark Act

is affirnmed.
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