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Opi ni on by Hohein, Admnistrative Trademark Judge:

NexGen Resources Corporation has filed applications to
regi ster on the Principal Register the mark "NEXGEN' and design,"’

as reproduced bel ow,

NEXIIE

and the mark "NEXGEN,"? in standard character form for in each

i nstance the services of "procurenent, nanely, purchasing of coal

' Ser. No. 76334331, filed on Novenber 6, 2001, which is based on an
all egation of a date of first use anywhere and in conmerce for the
services in each cl ass of Novenber 1996.

> Ser. No. 76334334, filed on Novenber 6, 2001, which is based on an
all egation of a date of first use anywhere and in conmerce for the
services in each class of Novenber 1996.
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for others” in International Cass 35, "transportation of coal by
train; delivery of coal by train; and storage of coal"” in

I nternational C ass 39 and "processing of coal, nanely, providing
operating personnel and support services" in International C ass
40.

Regi stration has been finally refused in each case
under Section 2(d) of the Trademark Act, 15 U.S.C. 81052(d), on
the ground that applicant's marks, when applied to its services,
so resenble the follow ng nmarks, which are owned by different
registrants for the services indicated below, as to be likely to
cause confusion, m stake or deception:

(1) the mark "NEXGEN," which is
regi stered on the Principal Register, in
standard character form for both "utility
services, nanely, the transm ssion,
di stribution and supply of electricity” in
International C ass 39° and "generation of
electricity” in International O ass 40;° and

(ii) the mark "NEXGEN FUELI NG " which is
regi stered on the Principal Register, in
standard character form for anong ot her
things "installation of gas or |iquefied gas
di stribution systens including installation
of netal tubing, vacuum i nsul ated pipe, netal
pi pe fittings, cryogenic punps, and
electrical controllers, and netal fluid
storage tanks, nanely, tanks for bul k storage
of gasses and |iquefied gasses” in
International Cass 37 and "design for others
inthe field of gas or liquefied gas systens”
in International Oass 42.°

° Reg. No. 2,837,580, issued on May 4, 2004 to Dale Vince (a citizen of
the United Kingdom, which is based on European Community Reg. No.
1377670, which issued on January 9, 2001

* Reg. No. 2,754,804, issued on August 26, 2003 to Dale Vince (a
citizen of the United Kingdom, which is based on European Community
Reg. No. 1377670, which issued on January 9, 2001

® Reg. No. 2,737,770, issued on July 15, 2003 to Chart Inc., which sets
forth a date of first use anywhere and in commerce for the services in
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Applicant, in each case, has appealed. Briefs have
been filed, but an oral hearing was not requested. Due to the
simlarity of the record and issue of |ikelihood of confusion in
each instance, the appeal s have been consolidated as requested by
the Exam ning Attorney. W reverse the refusal to register in
each case.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any |likelihood of confusion
anal ysis, two key considerations are the simlarity of the goods
or services and the sinilarity of the marks.® Moreover, due to
the nature of the services at issue herein, another significant
factor is the conditions under which and buyers to whom sales are

made, i.e., "inpulse" versus careful, sophisticated purchasing.

each class of January 2001. The word "FUELING' is disclaimed. Wile
such registration also covers "netal tubing; netal pipe featuring
vacuum i nsul ation; netal pipe fittings; [and] netal fluid storage
tanks, nanely, tanks for bul k storage of gasses and |iquefied gasses"
inlInternational Class 6 and "trailers, nanely, tankers for the
transport of liquefied gasses" in International Class 12, it is
assuned that the refusal to register is limted to the services in
International Casses 37 and 42 inasnmuch as the Exam ning Attorney has
made no argunent that confusion is likely from contenporaneous use of
applicant's nmark for its services and use of the mark "NEXGEN FUELI NG'
for the goods in International C asses 6 and 12.

® The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods [or services] and differences
in the marks."
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Turning first to consideration of the respective marks,
there is no question that applicant's marks are the sane as or
substantially identical to the registrants' marks in sound,
appear ance, connotation and conmercial inpression due to the
shared term "NEXGEN." Applicant, in fact, does not contend
ot herw se. Instead, applicant argues in its briefs that there is
no |ikelihood of confusion because its marks are "part of a
famly of registered NEXGEN and NEXGEN and design marks used in
connection with coal related goods and services (namely, m ning
and m neral exploration and production services, and mning
equi pnent), none of which have created a |ikelihood of confusion
with the marks shown in the Cited Registrations.”

Wiile the Exam ning Attorney has failed to address such
argunent in her briefs, suffice it to say that applicant's
contention that there can be no |ikelihood of confusion because
the marks which it seeks to register are part of its famly of
"NEXGEN' and NEXGEN' and design marks fails for a nunber of
reasons, both factual as well as legal. According to applicant,
its asserted "famly of marks include[s] the follow ng registered
[service marks and] trademarks: NEXGEN (Registration No.
2,792,274); NEXCGEN and design (Registration No. 2,792, 273);
NEXGEN (Regi stration No. 2,787,140); and NEXGEN and design
(Regi stration No. 2,787,141)." Information concerning such
regi strations was nade of record by applicant with its request
for reconsideration of the final refusal in each of these appeals

and shows, inter alia, that the registrations respectively are
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for the follow ng services and goods: "mning and m neral

expl oration services" in International Cass 42; "mning and

m neral exploration and production services" in International
Class 42; "mning equi pnent, nanely, machines for the extraction
of mnerals and other substances of value fromthe earth"” in
International Cass 7; and, |ikew se, "m ning equi pnment, nanely,
machi nes for the extraction of mnerals and other substances of
value fromthe earth” in International Cass 7. Although no

ot her information was provided concerning its alleged famly of
mar ks, applicant nonet hel ess contends that:

Applicant has spent significant anounts
in advertising and pronotions of its goods
and services containing these marks and, as a
result, has firmy established the brand and
consuner recognition of its marks within the
rel evant industry. This extensive public
recognition of Applicant's famly of marks
associated with mning and mneral related
goods and services has resulted in vast
public recognition of Applicant, its marks
and its products within the rel evant
i ndustry. This recognition results in the
publ i c distinguishing between the
[ Applicant's] Mark[s] and the marks contai ned
in the Cited Registrations.

As explained in J & J Snack Foods Corp. v. MDonald's
Corp., 932 F.2d 1460, 18 UsPQ@2d 1889, 1891-92 (Fed. Cir. 1991):

A famly of marks is a group of marks
havi ng a recogni zabl e common characteri sti c,
wherein the marks are conposed and used in
such a way that the public associates not
only the individual marks, but the conmon
characteristic of the famly, wth the
trademark owner. Sinply using a series of
simlar marks does not of itself establish
the existence of a famly. There nust be a
recogni tion anong the purchasing public that
t he conmon characteristic is indicative of a
common origin of the goods.
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Recognition of the famly is achieved
when the pattern of usage of the common
element is sufficient to be indicative of the
origin of the famly. It is thus necessary
to consider the use, advertisenent, and
di stinctiveness of the marks, including
assessnment of the contribution of the comon
feature to the recognition of the marks as of
conmon ori gin.

The record herein, however, is devoid of any evidence show ng
that applicant has in fact developed a fam |y of marks contai ning
the term "NEXGEN' as the conmon characteristic or "famly"
feature thereof.

Specifically, as explained in Land-O Nod Co. V.
Paul i son, 220 USPQ 61, 65-66 (TTAB 1983), in order to establish
t he existence of a famly of marks:

[1]t must be shown by conpetent

evidence, first, that ... the marks

containing the clainmed "famly" feature, or

at | east a substantial nunber of them were

used and pronoted together ... in such a

manner as to create public recognition

coupled with an association of common origin

predi cated on the "famly" feature; and

second, that the "fam|ly" feature is

distinctive (i.e., not descriptive or highly

suggestive or so comonly used in the trade

that it cannot function as a distinguishing

feature of any party's nark).
Here, applicant has not submtted any evidence concerning its
sal es or advertising and pronotional expenditures under its
"NEXCGEN' and "NEXGEN' and design marks, nmuch |less that it has
pronoted such marks together in such a way as to create a famly
of marks. All that applicant has done, instead, is nerely to
present information that it owns four subsisting registrations
for the marks "NEXGEN' and "NEXGEN' and design. Such a show ng

is an insufficient basis on which to predicate the existence of a
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famly of marks. See, e.qg., Hester Industries, Inc. v. Tyson
Foods, Inc., 2 USPQ2d 1646, 1647 (TTAB 1987); Consol i dated Foods
Corp. v. Sherwood Medical Industries Inc., 177 USPQ 279, 282
(TTAB 1973); Polaroid Corp. v. American Screen Process Equi pnent
Co., 166 USPQ 151, 154 (TTAB 1970); and Pol aroid Corp. v. Richard
Mg. Co., 341 F.2d 150, 144 USPQ 419, 421 (CCPA 1965).

Moreover, and in any event, it is pointed out that the
sol e issue before us is whether the "NEXGEN' and "NEXGEN' and
desi gn mar ks whi ch applicant seeks to register for coal
procurenent services, coal train transportation and delivery
services, coal storage services and coal processing services so
resenble either or both of the registrants' "NEXGEN' and " NEXGEN
FURLI NG' marks for, respectively, electric utility and generation
services and installation and design services for others of gas
or liquefied gas systens that confusion is likely. Consequently,
even if applicant were to denonstrate that it has established a
famly of marks characterized by the term "NEXGEN," such woul d
not aid or otherwi se entitle applicant to the registrations which
it seeks. See, e.g., Hornblower & Weks Inc. v. Hornblower &
Weeks Inc., 60 USPQd 1733, 1737 (TTAB 2001); Baroid Drilling
Fluids Inc. v. Sun Drilling Products, 24 USPQ2d 1048, 1052 (TTAB
1992); and In re Lar Mor Int'l, Inc., 221 USPQ 180, 183 (TTAB
1983).

Applicant further argues in its briefs that confusion
is not |ikely because of the distinct differences in the services

at issue herein, asserting that:
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Simlar to Applicant's other registered
mar ks, the [marks NEXGEN and NEXCGEN and

design are] ... used in connection with coal
related ... services, as opposed to the (i)
liquefied gas and gas storage ... services

(in the case of Registration No. 2,737,770),
(ii) utility services for the transm ssion,
supply and distribution of electricity (in

t he case of Registration No. 2,837,580), or
(ii1) electricity generation services (in the
case of Registration No. 2,754,804) with

whi ch the marks shown in the G ted

Regi strations are used. These products are
vastly different and consuners within the

rel evant industries are not likely to confuse
the source of these products, as evidenced by
t he declarations submtted by Applicant.
Further, the facts that the trade channels
used by Applicant and the Registrants, and

t he purchasi ng environnent surrounding the
sale of the different products containing the
[ Applicant's] Mark[s] and the marks contai ned
in the Cited Registrations are significantly
different also establishes that there will be
no |likelihood of confusion between
Applicant's Mark[s] and Registrant's [sic]
Mar k[ s] .

In particular, applicant insists that:

The fact that these differences in the
... services will not cause confusion is
denonstrated by (i) the GCted Registrations
t hemsel ves in that the USPTO, who first
granted registration of the [ NEXGEN FUELI NG
mar k contained in Registration No. 2,737,770

for use with goods and services in the
energy utility sector, subsequently granted
regi stration of the [ NEXGEN] marks contai ned
in Registration Nos. 2,754,804 and 2, 837,580

al so for use in connection with ..
services in the energy utility sector, (ii)
the fact that the USPTO has granted
Applicant's prior registrations for its ...
[ NEXGEN and NEXGEN and design] marks despite
the existence of [two of the three] GCted
Regi strations, and (iii) the fact that there
have been no known instances of actual
confusion. Further, the rel evant purchasers
wthin the "energy utility sector" are
sufficiently able to distinguish between
Applicant's services and the ... services
with which the marks contained in the Cted
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Regi strations are used. This is evidenced by
the declarations fromnenbers within the

rel evant industries attached to Applicant's
nmost recent Response to Ofice Action. The
services ... with which the Mark[s] and the
marks in the Cited Registrations are used are
vastly different and, as a result, consuners
within the relevant industries are not |ikely
to confuse the source of these services ...

In addition, applicant maintains that confusion is
unli kely because the services at issue nove in distinct channels
of trade and are purchased with care. According to applicant:

Applicant's distinct services nove

t hrough separate channels of trade that are
markedly different fromthose channels in

which ... services bearing the marks ... in
the Cited Registration normally nove ...
The ... services identified by Registration

No. 2,737,770 are used by custoners with gas
and |iquefied gas storage needs and woul d
travel in the normal channels of trade for
... gas storage rel ated goods and servi ces.
The services identified by Registration Nos.
2,754,804 and 2,837,580 are used by the
general public and other custoners who need
to consune electricity. |In contrast,
Applicant's services are marketed only to

| arge corporate custoners who desire to
purchase coal services rather than directly
to the general public or to custoners with
speci ali zed gas and |iquefied gas needs.
These distribution channels used by the
target custoners of Applicant and the owners
of the marks in the Cted Registrations are
mar kedly different. As a result, there wll
be no confusion ... since any actual

pur chaser woul d not encounter the marks in

t he sane channel s of commerce.

.. As explained in Applicant's
various responses, the purchasing
envi ronnent s surroundi ng purchasers of the
services bearing the [Applicant's] Mark][s]
and ... the marks contained in the Cted
Regi strations are also dissimlar. The
services sold by Applicant are carefully
purchased. Applicant's services are out-of -
t he-ordi nary, expensive purchases nade by
| arge corporate custonmers who need assistance



Ser. Nos. 76334331 and 76334334

with obtaining coal. These purchases are
del i berately nade by sophisticated corporate
custoners who typically negotiate such
purchases through | ong term contracts.
Presumabl y, the purchasers of the gas and
liquefied gas storage ... services sold by
the owner of the [ NEXGEN FUELING mark ... in
Regi stration No. 2,737,770 are simlarly
sophi sticated purchasers who carefully sel ect
these ... services. Wen there is care
i nvol ved in maki ng a decision to purchase

., there is less |ikelihood of confusion.
El ectronic Design & Sales Inc. v. Electronic
Data Sys. Corp., 21 U . S.P.Q 2d 1388, 1393
(Fed. Gr. 1992). The purchasers of
Applicant's coal related services are
consci enti ous and sophi sticated and exercise
extra care and regard to purchasi ng such
servi ces and unquestionably know the source
of such products. As a result, purchasers of
Applicant's services would not |ikely confuse
Applicant's services with the ... services of
the owners of the Cited Registrations. 1In re
N.A D Inc., 224 U S. P.Q 969, 971 (Fed. Cr
1985); In re Ship. [sic], 4 US P.Q2d 1174,
1176 (TTAB 1987).

I n support thereof, as indicated above, applicant has
made of record with its request for reconsideration of the final
refusal in each of these appeals the declarations, with exhibits,
of Bill Schafer, Jon E. Kelly and Marcus A. Wley. Such persons,
applicant asserts, are "experts fromwthin the rel evant
i ndustries who are famliar with Applicant's services and the
relevant ... services identified by the marks shown in the G ted
Regi strations, the distinct channels of trade, and the rel evant
consuners.”" The declaration of Bill Schafer, for instance,
provides in relevant part that he is "currently the Vice
Presi dent and CGeneral Manager of NexGen Hi ghwall M ning Systens,
LLC, an affiliate of NexGen Resources Corporation ('NexCGen') that

mar kets, distributes and manufactures highwall mning systens”;

10



Ser. Nos. 76334331 and 76334334

t hat he has held such position "since March, 2001"; that formerly
he was "the Manager of Energy Services for IES Uilities, Inc.
("IES'), a conmpany that (i) generates, transmts, distributes and
sells electric energy, [and] (ii) purchases, distributes,
transmts and sells natural gas”; that in such capacity, he "was
responsi bl e for overseeing all fuel purchasing for virtually al

of IES' s generating stations"; that as part of those

responsi bilities, he "arranged for the purchase and the
transportation of both coal and natural gas" and thus he is
"famliar with all of the major producers of gas and coal " as
well as "all of the major transporters of each of these
commodities”; that as a result of his position at IES, he is
"also famliar with the marketing, distribution and purchasers of
electricity”; that fornmerly he was al so "the Manager of Coa

Sal es for ARCO Coal Conmpany (' ARCO ), a conpany that provides
coal to custoners across the United States and overseas"; that he
was "responsi ble for marketing ARCO s coal products” and thus he
is "famliar with coal purchasers” as well as "the procurenent,
processing, transportation and sale of coal"; that fornmerly he
was additionally "the Director of Energy Services for Vitol Gas &
El ectric ("Vitol'), an electric utility conpany |located in

Boul der, Col orado,” that in such capacity he "structured
transactions that involved coal, natural gas, and power" and

"wor ked closely with both providers and purchasers of each of

t hese commodities”; that as a result thereof, he is "very

famliar with the electric utilities industry”; and that he is

11
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also "famliar with the procurenment, supply, storage and
transportation of both coal and natural gas."”

I n consequence of his "education, training and
enpl oynment, during the past twenty-five years,” M. Schafer
further states that he has "beconme famliar with all aspects of
the (i) coal industry and, specifically with the procurenent,
processi ng and transportation of coal, and with the purchasers of
t hese services, (ii) electric power utility industry including
the transm ssion, distribution and supply of electricity, and
(iii) natural gas utility industry including the purchase,
storage, distribution, transm ssion/transportation ... and sale
of natural gas"; that the owner of the cited registration for the
mar kK " NEXGEN FUELI NG " nanely, "Chart, Inc. ('Chart'),"” uses such
mark "in connection with the sale and installation of equipnent
for the storage, transportation and handling of gasses"; that
"Chart's products are netal pipes, fittings, trailer tanks and
storage tanks for gasses and |iquefied gasses including

cryogenically liquefied gasses which are comonly known as to be

[iquid oxygen, liquid nitrogen, and carbon dioxide"; that "[g]as
and liquefied gas are very different products fromcoal"; that
"[s]ince coal is a solid fuel, its handling and transportation

has little in comon with the nethods enployed with |iquids and
gasses"; that "[c]oal is generally transported via rail or barge
and rarely by truck and never in gas storage trailers"; that
"[c]oal is never stored in gas storage tanks |i ke those sold by
Chart, and the nmetal tubing, pipes, and fittings that are sold by

Chart and other suppliers are not used with coal"; that given his

12
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"experience with and know edge of the coal and utility
i ndustries,” he knows that "the purchasers of NexGen's coa
procurenent, processing and transportation services are very
different than the purchasers of Chart's products and services,"
who "are liquefied natural gas ('LNG ) fuel stations, and bus,
truck and engi ne manufacturers” and thus "are not al so potenti al
purchasers of NexCGen's coal procurenent, processing and
transportation services"; that "Chart does not provide purchasing
and | ogistical delivery managenent of coal as a service to
industrial and utility coal consuners and, as a result, these
coal custonmers woul d never encounter Chart, its trademarks or its
goods or services that relate to gas and |iquefied gas"; and
that, "[s]imlarly, NexGen's services do not relate, in any way,
to gas or liquefied gas products or services and, as a result,
the LNG gas fuel stations, the bus truck and engi ne
manuf acturers, and ot her purchasers of Chart's gas rel ated goods
and services woul d never encounter NexCen's coal services or
NexGen. "

In addition, M. Schafer states that, given his
"specific know edge of the electric power utility industry,” the
owner of the cited registration for the mark "NEXGEN," nanely,
"Dale Vince ("Vince')," uses his mark "in connection with the
generation, transm ssion, distribution and supply of
electricity”; that, "presumably, these services are sold to
el ectricity producers and consunmers”; that "NexGen has never
generated electricity and its [coal] services are not sold or

mar keted to electricity consuners”; that while "NexGen procures,

13
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processes and transports coal as a fuel to industrial and utility
coal conpanies,” "[c]oal is widely used as an industrial fuel in
applications involving no electrical generation"; that

"[a]l though coal is supplied to conpanies that generate
electricity, electricity is bought and sold in entirely different
mar ket s and channel s of trade than coal"; that "[t] he sale of

el ectricity necessarily uses different vendors, nethods and

mar keting strategies to attract electricity users than those
enployed in the sale of coal to industrial conpanies”; that "the
services provided using the Vince mark are entirely different
than the services provided by NexGen and the custoners of the
respective services are entirely different with no overlap"; and
that "the services identified by the NexGen marks are as
different formthe ... services identified by the Vince and Chart
marks as the ... services identified by the Vince and Chart marks
are fromeach other."

The declaration of Jon E. Kelly simlarly provides in
rel evant part that he currently is "a mning engi neer and m neral
econom st and ... the Vice President of TUCCO Inc., a conmpany in
Amarill o, Texas that procures, stores and transports coal"; that
as a result of his "education and enploynent in the coal and
m ning industries for the past thirty-eight years,” he is "an
expert in these industries" due to his "expertise in coal mning
operations, oil sand mning and planning, industrial engineering
and cost estimation”; that during his career he has "negoti at ed
and adm ni stered many coal procurenent contracts and coal

transportation contracts”; that he additionally has "specific

14
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know edge about the oil and gas industry and about the energy
i ndustry”; and that, in particular, due to his work "on projects
involving the Utah oil sand deposits,” he "know s] about the
procurenent, storage, transportation, use and custoners of oil
and gas" and, due to his work "on various energy projects in the
United States"” and el sewhere, he has "specific know edge about
the generation and distribution of electricity and about
el ectricity custoners.™

M. Kelly further declares that due to his "expertise
in [the] energy sector,” he "knows] that this industry is
segnented into a | arge nunber of industries"; that "[t]he coa
industry is vastly different fromthe oil and gas industry and
vastly different fromthe electric power industry”; that "[t] here
are a great nunber of separate industries that conprise the
general energy sector including the coal industry, alternative
energy industry, natural gas utilities industry, electric power
utilities industry, oil and gas industry, nuclear power industry
and others"; that "[t]he differences between the sectors are
consi derable and include differences in the (i) comodities, (ii)
procurenent of the ... commodities, (iii) storage of the ..
commodities, (iv) transportation of the commodities, (V)
marketing of the ... comodities, (vi) custoners of the ..
commodities and the services or equipnent related to these
commodities, (vii) nmeans of transformng the ... commodities into
energy, and (viii) non-energy uses for the various commodities";
that "[a]s a result of these differences, the conpanies involved

in the various aspects of these industries (i.e., the mning or

15
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procurenent conpani es, the storage and transportation conpani es,

t he equi pnment producers and the purchaser[s]) tend to specialize
within their given industry”; that, in particular, "[c]oal is a
vastly different commodity from gasses or electricity”; that
"[c]oal is provided and procured using different nmethods than the
nmet hods used to procure gas"; that "[c]oal is stored in a

di fferent manner and using different storage devices than those
used with the storage of gas and the storage of electricity"; and
that "[t]he transportation and handling nmethods and equi pnent

used with coal, gas and electricity are all significantly

different.”

M. Kelly additionally states that he is "aware that a
conpany called Chart, Inc. ("Chart') ... owns a ... registration
for [the mark] NexGen Fueling ... and that Chart purportedly uses

this trademark with the sale of gas storage tanks and fittings
and certain gas transportation equi pnent used to transport gasses
by truck”; that he is "also aware that an individual named Dal e
Vince ('Vince') owns ... registrations for [the mark] NexGen ..
for use with the generation, transm ssion, distribution and
supply of electricity"; that as a result of his "expertise and
experience in the energy industry,” he "believe[s] that the

rel evant purchasers of NexGen Resources Corporation's

(' NexGen's') coal related services, Chart's gas related ..
services, and Vince's electricity services" are "all different”;
t hat "NexGen does not sell its coal services to the LNG fuel
stations, bus, truck or engine manufacturers or any other

purchasers of gas storage products and the purchasers of NexGen's

16
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coal services do not purchase gas storage tanks and equi pnent"”;

t hat "NexGen does not sell its coal services to the ultimte end
users of electricity (such as, businesses and individuals) who
purchase the services provided in connection with the use of
Vince's ... [services] and these end users of electricity do not
pur chase NexCGen's coal services"; and that, "[j]ust as the coal
gas and electricity industries are separate and distinct, so are
t he markets and consuners of these industries' different
services. "

The declaration of Marcus A. Wley states in pertinent
part that, anmong other things, he is "currently the Manager of
Wl ey Consulting, LLC, a mning consulting conpany,” as well as
"the General Manager and part owner of Madison Coal, LL(,] a
conpany that acquired an interest in a small Wst Virginia coal
m ne operation"; that he has "considerabl e know edge about the
energy industry and, specifically[,] about the coal m ning
industry, due to ... thirty-three years of experience" therein;
that he is "aware of NexGen Resources Corporation's coa
procurenent, processing and transportation services and its ..
NexCGen and NexCGen and design" marks; that he has also "l earned
that there is a conpany that manufactures gas storage tanks, gas
transportation equi pnent and fittings named Chart, Inc. ('Chart')
that uses the trademark NexGen Fueling, and that there is a
trademark ... NexCGen that is owned by a man named Dal e Vince for
use in connection with the generation, transm ssion, distribution
and supply of energy"; that "the custonmers of the kind of coal

procurenent, transportation and processing services offered by
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NexCGen Resources Corporation are not the sane as the custoners of
Chart's gas storage products or the custonmers who produce or
purchase electricity"; that "[c]oal and coal services are
typically sold to | arge specialized industrial corporate clients
such as power plants, iron and steel manufacturers and
corporations with industrial process heating needs,” who "would
not have any exposure to the gas storage products sold by Chart
and[,] even if this were hypothetically possible, these are
sophi sticated purchasers and woul d understand that Chart's gas
storage products were froma different source than NexGen
Resources Corporation”; that "purchases of the coal services
provi ded by NexGen Resources Corporation result from |l engthy
negoti ations and formal service contracts that cause the
purchasers of these coal services to know the service provider
intimately"; that "although these coal service consuners would
likely have a need to use electricity, ... these coal service
consuners are sophisticated corporations and woul d under st and
t hat NexGen Resources Corporation is not the source of
electricity”; that "custoners who purchase gas storage equi pnent
are not the types of custoners who purchase coal procurenent,
coal transportation or coal processing services" because "[t]hese
mar kets are distinct”; and that, "[|]i kew se, purchasers of
electricity do not purchase coal mning services, coa
transportation services or coal processing services."

The Exam ning Attorney, however, properly contends that
i kelihood of confusion is determ ned on the basis of the

services as respectively identified in the application and cited
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registrations, citing Hew ett-Packard Co. v. Packard Press Inc.,
281 F.3d 1261, 62 USPQ2d 1001, 1004 (Fed. Cr. 2002), and In re
Shell Gl Co., 992 F.2d 1204, 26 USPQ2d 1687, 1689 (Fed. Cr
1993). She maintains in her briefs that, in view thereof, an
applicant may not restrict the scope of its services or those in
the cited registrations "by extrinsic argunent or evidence" and
t hus:

[1]n the present case, evidence and/or

argunent relating to the position that

applicant's purchasers are sophisticated

corporate buyers, unlike registrants

pur chasers, nmust be di sregarded since there

is norestriction in the application[s] or

registrations limting the services to

particul ar trade channels or classes of

custonmers. The evidence submtted in

applicant's declarations nust al so be

di sregarded because it focuses on the nature

of the services that both registrants

currently provide, and not on registrants’

actual rights to use their marks based on the

identification[s] in the registrations.

Wth respect to the cited "NEXCGEN' registrations, she
insists that applicant's "coal purchasing, processing,
transportation, delivery, and storage services are highly simlar
to" the registrant's "utility services, nanely, the transm ssion,
di stribution and supply of electricity" and the "generation of
electricity,” thereby engendering a |ikelihood of confusion from
cont enpor aneous use by applicant of marks which are the sane as
or substantially identical to the registrant's mark due to the
shared term "NEXGEN." According to the Exam ning Attorney:

Applicant provides coal services to

utility conpanies that use coal to generate

electricity. These services include services

that otherw se woul d be perfornmed in-house by
utility conpanies. For exanple, applicant's
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mar keting brochure states that utility
conpani es benefit from applicant's services
because utility conpanies can use applicant's
services to "out-source non-generating
functions” and "concentrate on the core

busi ness of generating electricity." See
Applicant's specinen submtted June 12, 2003
("Specinen”). Registrant's mark is
identified for use with the "generation of
electricity.”

Applicant markets itself as an upstream
substitute service provider to these
conpani es that provide electricity generation
services. See Specinen (enclosing press
rel ease announci ng purchase of coal conpany
by applicant's affiliate in a deal favorable
to a local utility conpany). The
[respective] marks are therefore found in
close proximty to each other in the
el ectricity provision trade channel.

The Exam ning Attorney further argues that, "[e]ven if
applicant does not actually supply coal to registrant,
applicant's proposed service mark[s] would give rise to the
i kelihood that consuners of registrant's services would believe
t hat applicant's coal services were the source of or associ ated
wWith registrant's utility generation and transm ssion services."
According to the Exam ning Attorney:

"Li kel i hood of confusion is not limted
to purchasers ... but may occur at any stage
of the distribution process.” 1In re Deconbe,
9 USP2d 1812, 1815 (TTAB 1988). This
enconpasses all those who may cone into
contact with the NEXGEN marks, for exanple[,]
sonmeone who sees applicant's mark[s] on
applicant's trains. |f that person has a
negative inpression of the mark[s] based on
applicant's use of the mark[s] in commerce,
this may carry over into their decision to
purchase registrant's utility services.
Permitting registration of identical marks
for simlar services found in the same trade
channel s gives rise to the danger that the
good will of the owner [of] a registered mark
wi |l be harned by possible negative
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i npressions associated with the other mark in
the marketpl ace. See Scarves by Vera, |Inc.

v. Todo Inports, Ltd.[,] 544 F.2d 1167, 1172
(2d. Gr. 1976).

As to the cited "NEXGEN FUELI NG' registration,
Attorney urges that confusion is likely with
S "NEXGEN' mar ks because:

Regi strant's identified [services of
the] installation of gas or |iquefied gas
di stribution systens and design for others in
the field of gas or liquefied gas travel in
the sanme trade channels as applicant's
identified coal-related services. Even if
the technical aspects of the provision of raw
materials to utility conpanies differ, they
both conpete for utility conpani es' business.
See Evidence from February 24, 2005 Ofice
Action ("... there are basically two options
for every new power plant: burn natural gas
or burn coal"). Applicant's submtted
marketing materials even state that it
provides utility conpanies with the ability
to "receive coal (like gas) at the burner
tip." See Specinen.

Both marks are associated with the
distribution of the raw materials used in
energy production. Registrant's mark is
identified for use with [the services of]
desi gning and installation of gas
di stribution systens. Applicant's coal
pur chasi ng, processing, transportation,
delivery, and storage services al so address
the logistics of delivering raw naterials
used in energy production to utility
conpani es.

Appl i cant's Specinen includes a press
rel ease quoting the President of NexGen
Resources as describing applicant as "a
nat ural resource managenent and devel opnent
firmthat capitalizes on its expertise in the
energy and mnerals industry.” See Speci nen.
Purchasers are therefore likely to believe
applicant's services are related to [the
cited registrant's NEXGEN FUELI NG
servi ces because applicant does not

21
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di stingui sh between coal and gas in marketing

materials supplied to potential purchasers.

Contrary, however, to the imedi ately preceding
assertion by the Exam ning Attorney, applicant in the brochure
submtted as its specinen of use in each of its applications does
in fact "distinguish between coal and gas in marketing naterials
supplied to potential purchasers" by stating, in the section
entitled "A Wrd fromthe President” of applicant, that: "W are
‘coal people' who believe in coal for energy” and "[t] he NexGen
Coal Services G oup can provide a source of innovation and cost-
reduci ng neasures s they relate to your coal -supply needs."

Based, therefore, upon the evidence presented and careful
consideration of the argunents advanced, we find that on this
record confusion is not |ikely.

To state the obvious, the termshared by the marks at
i ssue, nanely, "NEXGEN," is highly suggestive of "next

generation,” which is indicative of the [atest or nobst nodern

devel opnents and innovations in the various services at issue

herein. 1In fact, in applicant's brochure, applicant repeatedly
touts its "NEXGEN' services as: "'The Next Ceneration of Coal
Services.'" Referring, for instance, to "THE NEXGEN DI FFERENCE, "

such brochure states that (enphasis added):

Deregul ation of the utility industry and
the resulting conpetitive forces have caused
power conpanies to reconsider their
conventional ways of conducting busi ness.
They nust now consider all options to reduce
costs and redepl oy capital.

In response to these changes facing

utilities, the NexGen Coal Services G oup
provi des a range of services enconpassing
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coal procurenment, coal transportation and
coal yard operations, which can include
owni ng and operating your coal facilities.

NexCGen can offer you such val ue-added

coal supply services, which nmay make the

difference during this era of deregul ation

and conpetition. As our nane inplies, NexCen

is providing "the Next Ceneration of Coal

Services."

While, to be sure, the term "NEXGEN' |ikew se conveys
the same highly suggestive connotation when used in connection
with, respectively, the registrants' "NEXGEN' utility services,
nanmel y, the generation, transm ssion, distribution and supply of
electricity and "NEXGEN FUELI NG' installation and design services
Wth respect to gas or liquefied gas distribution systens, the
use of such term by applicant in connection with its "NEXGEN
mar ks does not necessarily result in a |likelihood of confusion
because consuners will not necessarily find applicant's various
coal procurenent, train transportation and delivery, storage, and
processing services to be commercially related to the services of
each of the registrants sinply by the fact that the respective
services are marketed and sold under marks that share such term
Stated otherwi se, the fact that the registrants' "NEXGEN' and
"NEXGEN FUELI NG' services can coexist on the Principal Register
wi thout a likelihood of confusion is sone indication that
applicant's "NEXGEN' specifically different services can |ikew se
coexi st.

It is of course well settled, as a general proposition,

t hat servi ces nonet hel ess need not be identical or even
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conpetitive in nature in order to support a finding of |ikelihood
of confusion. Instead, it is sufficient that the services are
related in some manner and/or that the circunstances surrounding
their marketing are such that they would be likely to be
encountered by the sane persons under situations that would give
rise, because of the marks enployed in connection therewith, to
the m staken belief that they originate fromor are in sone way
associated wwth the sanme entity or provider. See, e.q., Mnsanto
Co. v. Enviro-Chem Corp., 199 USPQ 590, 595-96 (TTAB 1978); and
In re International Tel ephone & Tel egraph Corp., 197 USPQ 910,
911 (TTAB 1978). In this case applicant has established,

however, that contrary to the Exam ning Attorney's specul ative
contentions, the respective services typically will not be
encountered by the sane classes of purchasers under circunstances
conducive to a likelihood of confusion.

In particular, as pointed out by applicant, the
services at issue herein are specifically different and are often
pur chased excl usively by sophisticated and highly discrimnating
consuners. Wile, in the case of the "NEXGEN' utility services,
nanmely, the generation, transm ssion, distribution and supply of
electricity, offered by one of the registrants, the record
confirms that electricity may be generated either by the burning
of coal or natural gas, it is also clear that the procurenent of
coal, its transportation and delivery by train, the storage
t hereof, and various coal processing services have nothing in
common with the supply of natural gas, including installation and

design services with respect to natural gas or liquefied natura
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gas distribution systens. Thus, other than the fact that coal
and natural gas are used as fuels to generate electricity, the
sal e and provision of such comodities have essentially nothing
in common i nasnuch as they nove in different channels of trade
and generally are not purchased by the sane custoners.
Specifically, as established by the declarations
furni shed by applicant, coal is generally a solid fuel which is
transported by rail or barge; it is rarely transported by truck
and is never shipped in gas storage trailers or stored in gas
storage tanks of the kinds utilized in the gas and |iquefied gas
di stribution systens designed and installed by registrant Chart
Inc. under its "NEXGEN FUELI NG' mark. In fact, in the case of
the latter's liquefied natural gas distribution systens, such
systens are sold to fueling stations for operators of fleets of
buses, trucks and refuse vehicles and to manufacturers of buses,
trucks and engi nes, none of which would have any apparent need to
utilize the coal purchasing, processing, train transportation,
train delivery, and storage services provided by applicant under
its "NEXCGEN' and "NEXGEN' and design marks. Simlarly, the
decl arations submtted by applicant denonstrate that services
constituting the generation, transm ssion, distribution and
supply of electricity, such as those rendered under the "NEXGEN'
mark by registrant Dale Vince, are sold to electricity producers
and ot her custoners for electric power, such as businesses and
ordi nary consuners. Electricity, however, is purchased in
entirely different markets and channels of trade than coal and,

thus, the ultimate end-use custoners of the services provided by
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regi strant Dale Vince would usually not have any need for or
ot herwi se encounter the coal purchasing, processing, train
transportation, train delivery, and storage services rendered by
applicant under its "NEXGEN' and "NEXGEN' and design marks.
Appl i cant neverthel ess acknow edges, in the declaration
of Marcus A. Wley, that "[c]oal and coal services are typically
sold to large specialized industrial corporate clients such as
power plants, iron and steel nmanufacturers and corporations with
i ndustrial process heating needs" and that, not surprisingly,
such custoners "would likely have a need to use electricity.”
However, as applicant further points out in such declaration,
"these coal service consuners are sophisticated corporations and
woul d understand that NexGen Resources Corporation is not the
source of electricity” given that "purchases of the coal services
provi ded by NexGen Resources Corporation result fromlengthy
negoti ations and formal service contracts that cause the
purchasers of these coal services to know the service provider
intimately.” Although the Exam ning Attorney, citing In re
Deconbe, supra at 1814-15, properly notes in her briefs that
"[t] he existence of sophisticated consuners in a particular field
does not necessarily nean that they are sophisticated or
know edgeable in the field of trademarks or inmmune from source
confusion," the declaration of Jon E. Kelly provides that, in
this instance, the "energy sector” is not one field but nmany
di verse fields. Specifically, according to M. Kelly, the energy
sector "is segnented into a |large nunber of industries,” with the

result that "[t]he coal industry is vastly different fromthe oi
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and gas industry and vastly different fromthe electric power
industry.” Plainly, therefore, purchaser sophistication in each
of such separate industries can serve to mnimze, if not to
precl ude, any likelihood of confusion from occurring.

Moreover, there is nothing in the record which shows
that the particular individuals who woul d be responsible for
pur chasi ng applicant's coal procurenment services for power plants
and other |arge, specialized industrial entities would al so be
t he sane group of buyers who woul d sel ect and purchase services
i nvol ving the generation, transm ssion, distribution and supply
of electricity for those firms. As noted, for exanple, by our
principal reviewng court in Electronic Design & Sales Inc. v.
El ectronic Data Systens Corp., 954 F.2d 713, 21 USPQ2d 1388, 1391
(Fed. GCir. 1992), it is error to deny registration sinply because
an applicant markets and sells its services in one (or nore) of
the sane fields (e.g., what the Exam ning Attorney has variously
characterized in this appeal as "electricity provision" and

n’7

"energy production"’) as those utilized by a registrant for its
services without also determ ning who are the rel evant purchasers
in instances of comon institutional custoners. Here, the nere
purchase by the sane institutions of both (i) applicant's s coal

procurenent services, nanmely, purchasing, train transportation

"It is settled in this regard that while a termmay be found which
enconpasses the services at issue, such does not nean that custoners
will view the respective services as commercially or otherw se closely
related in the sense that they will assune that they emanate from or
are associated with a comopn source. See, e.q., Ceneral Electric Co.
v. Graham Magnetics Inc., 197 USPQ 690, 694 (TTAB 1977); and Harvey
Hubbel I Inc. v. Tokyo Seimtsu Co., Ltd., 188 USPQ 517, 520 (TTAB
1975) .
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and delivery, storage, and processing, under its "NEXGEN' and
"NEXCGEN' and design marks and (ii) registrant Dale Vince's
utility services, nanely, the generation, transm ssion,
di stribution and supply of electricity, under his "NEXGEN' mark,
does not, of itself, establish simlarity of trade channels or
overlap of custoners. Any likelihood of confusion nust, instead,
be shown to exist not in a purchasing institution but in a shared
customer or purchaser. Thus, as our principal review ng court
has cautioned in this regard that:

We are not concerned with nere theoretical

possibilities of confusion, deception, or

m stake or with de mnims situations but

wth the practicalities of the conmmerci al

world, with which the trademark | aws deal
Id., quoting fromWtco Chemical Co. v. Witfield Chem cal Co.
418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g, 153
USPQ 412 (TTAB 1967).

As set forth in Astra Pharmaceutical Products, Inc. v.
Beckman I nstrunments, Inc., 718 F.2d 1201, 220 USPQ 786, 791 (1st
Cir. 1983), for a likelihood of confusion to exist, "it nust be
based on confusion of sonme rel evant person; i.e., a custoner or
user, and there is always | ess |ikelihood of confusion where
goods [or services] are expensive and purchased and used by
hi ghly specialized individuals after careful consideration.™
Here, the services at issue on their face are not only distinctly
different, but they clearly are very expensive and woul d be
bought, as indicated previously, only by highly know edgeabl e,

di scrim nati ng and sophi sticated purchasers after thorough

del i beration rather than on inpulse. As our principal review ng
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court has pointed out, such "sophistication is inportant and

of ten dispositive because sophisticated end-users may be expected
to exercise greater care." Electronic Design & Sales Inc. v.

El ectronic Data Systens Corp., supra at 21 USPQd 1392.

I n consequence of the above, we conclude that custoners
for applicant's procurenent services, nanely, the purchasing,
train transportation and delivery, storage, and processing of
coal, which are rendered under its "NEXGEN' and "NEXGEN and
design marks, would not be likely to believe, if they were to
encounter either registrant Dale Vince's services of the
generation, transm ssion, distribution and supply of electricity,
as provided under his "NEXGEN' mark, and/or registrant Chart
Inc.'s services of the installation of gas or |iquefied gas
di stribution systens and the design for others of gas or
i quefied gas systens, as provided under its "NEXGEN FUELI NG'
mark, that the respective services emanate from or are sponsored
by or associated with, the sane source.

Decision: The refusal under Section 2(d) is reversed

as to each application.
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