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Eric S. Marzluf of Caesar, Rivise, Bernstein, Cohen &
Pokotil ow, Ltd. for George R Chaby, Inc.
Chri stopher L. Buongi orno, Trademark Exam ning Attorney,
Law O fice 113 (COdette Bonnet, Managi ng Attorney).
Bef ore Seehernman, Rogers, and Drost, Adm nistrative
Trademar k Judges.
Qpi nion by Drost, Administrative Trademark Judge:

On Novenber 6, 2001, Ceorge R Chaby, Inc. (applicant)
applied to register the mark NEWPORT RAI NGEAR (in typed
form on the Principal Register for goods ultimtely
identified as “unbrellas” in International C ass 18 and

“rai ngear, nanely rain-resistant ponchos” in International

Cass 25.1 Applicant disclainmed the word “Rai ngear.”

! Serial No. 76334833. The application was based on applicant’s
assertion of a bona fide intention to use the mark in conmerce.
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The exam ning attorney refused to register the mark
under Section 2(d) of the Trademark Act, 15 U.S.C.
8§ 1052(d), because of two registrations for the mark
NEWPORT, both in typed form The first registration is for
“suitcases, valises, and travelling bags” in International
Class 18.2 The second registration is for “outer shirts” in
| nternational Cass 25.3

After the exam ning attorney made the refusal final,
this appeal foll owed.

When a mark has been refused registration under
Section 2(d), we analyze the facts as they relate to the

rel evant factors set out inlIn re Majestic Distilling Co.,

315 F. 3d 1311, 65 USPQ2d 1201, 1203 (Fed. Cr. 2003). See

also Inre E. |. du Pont de Nenmours & Co., 476 F.2d 1357,

177 USPQ 563, 567 (CCPA 1973); and Recot, Inc. v. Becton,

214 F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cir. 2000). 1In
considering the evidence of record on these factors, we

nmust keep in mnd that “[t]he fundanental inquiry nmandated
by 8§ 2(d) goes to the cumul ative effect of differences in

the essential characteristics of the goods and differences

2 Registration No. 1,425,753, issued January 20, 1987.

Affidavits under Section 8 and 15 accepted and acknow edged. The
registrant is identified as Airway |Industries, Inc.

® Registration No. 639, 730, issued January 8, 1957. USPTO
records indicate that the registration was renewed for a period
of ten years in 1997. The current owner is identified as Flag
Sportswear, Inc.
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in the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The first factor we will address is the simlarity of
the applicant’s and registrants’ marks. Applicant’s mark
i's NEWPORT RAINGEAR while the cited registrations are for
the sane word, NEWPORT. All the marks are depicted in
typed formand, therefore, the marks are identical except
for applicant’s addition of the disclainmd term RAI NGEAR.
| nasnuch as applicant’s goods are identified as “raingear,

nanely rain-resistant ponchos,” the termraingear is highly
descriptive, if not, generic for applicant’s goods.* In a
simlar case, the Federal G rcuit has held that the
addition of the word “Swing” to registrant’s mark “Laser”
did not result in the marks being dissimlar. “[B]ecause
both marks begin wth ‘laser,’ they have consequent
simlarities in appearance and pronunciation. Second, the
term‘swing is both commobn and descriptive... Regardi ng
descriptive ternms this court has noted that the descriptive

conponent of a mark may be given little weight in reaching

a conclusion on |ikelihood of confusion.” Cunninghamv.

Laser CGolf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1845-45

(Fed. Cir. 2000) (citations and quotation marks omtted).

“ Applicant adnmits that the term*“raingear” is at |east
descriptive of its goods. Applicant’s Brief at 7.
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See also In re Dixie Restaurants, 105 F.3d 1405, 41 USPQd

1531, 1534 (Fed. Cir. 1997) (Court held that the addition
of “The,” “Cafe” and a di anond- shaped design to
registrant’s DELTA mark still resulted in a |ikelihood of

confusion); Wlla Corp. v. California Concept Corp., 558

F.2d 1019, 194 USPQ 419, 422 (CCPA 1977) (CALIFORN A
CONCEPT and surfer design likely to be confused with
CONCEPT for hair care products).

Applicant’s principal argunent is that the term
“Newport” is a very weak mark. As evidence of this alleged
weakness, applicant has introduced nunmerous registrations
including the term“Newport.” ®° Qur principal reviewng
court has explained that: “Mich of the undisputed record

evidence relates to third party registrations, which

° Applicant points out that the Ofice has registered the marks
NEWPORT OF CALI FORNI A and design (No. 1,155,674, issued May 26,
1981, cancelled), NEWPORT BEACH (No. 1,340,873, issued June 11,
1985, cancelled), CLUB NEWPORT (No. 1, 355,488, issued August 20,
1985, cancell ed), NEWPORT BLUE (stylized) (No. 1,452,234, issued
August 11, 1987, cancell ed), NEWPORT BEACH ATHLETI C CLUB ( No.
1,476,925, issued February 16, 1988, “Newport Beach” di scl ai nmed,
cancel | ed), NEWPORT SURF & SPORT (No. 1,579,112, issued January
23, 1990, Section 2(f), cancelled), NEWPORT BAY (No. 1,727,728,

i ssued Cctober 27, 1992, active), NEWPORT NEWS (No. 1, 892, 686,

i ssued May 2, 1995, active), NEWPORT POLO (No. 1,973, 866, issued
May 14, 1996, (“Newport” disclai med, cancelled), NEWORT CASI NO
(No. 1,997,249, issued August 27, 1996, active), SALTY PAWS
NEWPORT (No. 2,011,490, issued Cctober 29, 1996, “Newport

di scl ai med, active), NEWPORT REGATTA (No. 2,189,971, issued

Cct ober 21, 1997, active), and NEWPORT AQUARI UM (No. 2,583, 237,

i ssued June 18, 2002, active) for various types of shirts.
Applicant also notes a simlar pattern regarding the dass 18
goods.
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admttedly are given little weight but which neverthel ess
are rel evant when evaluating likelihood of confusion. As
to strength of a nmark, however, registration evidence may

not be given any weight.” dde Tyne Foods Inc. v. Roundy’s

Inc., 961 F.2d 200, 22 USPQ2d 1542, 1545 (Fed. G r. 1992)

(emphasis in original). See also AMF Inc. v. Anerican

Leisure Prods., Inc., 474 F.2d 1403, 177 USPQ 268, 269

(CCPA 1973) ("The existence of [third party] registrations
is not evidence of what happens in the market place or that
custoners are famliar with thenm). Wile “third-party
regi strations may be used to denonstrate that a portion of
a mark i s suggestive or descriptive, they cannot be used to
justify the registration of another confusingly simlar

mar k. Inre J M Oiginals Inc., 6 USPQd 1393, 1394

(TTAB 1987).

We start by noting, as applicant has al so pointed out,
that many of these registrations have been cancelled. “[A]
cancel ed regi stration does not provide constructive notice

of anything.” Action Tenporary Services Inc. v. Labor

Force Inc., 870 F.2d 1563, 10 USPQ@2d 1307, 1309 (Fed. Cr

1989). The fact that various marks containing the term
“Newport” with other non-generic terns have co-existed in
t he past does not support the registration of applicant’s

mar k today. |nasmuch as our precedent is clear and
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appl i cant has not introduced evidence of use of the term

“Newport” by others,®

we cannot accept applicant’s argunents
that the mark in the cited registrations is weak.
Moreover, these third-party registrations do not show that
the term “Newport” is descriptive or suggestive of any
feature or characteristics of applicant’s raingear or
unbrell as. ’

In this case, where the marks are NEWPORT and NEWPORT
RAI NGEAR, the addition of the descriptive/generic term
RAI NGEAR does not significantly change the comerci al
i npression of the marks. Like the registered marks, we
find that the dom nant part of applicant’s mark woul d al so
be NEWPORT. The additional word “rai ngear” would sinply
i ndi cate the goods on which the mark is used. W also note
that if “the dom nant portion of both marks is the sane,

then confusion may be |likely notw thstandi ng peri pheral

differences.” In re Denisi, 225 USPQ 624, 624 (TTAB 1985).

® Applicant’s reliance on In re Broadway Chicken Inc., 38 USPQd
1559 (TTAB 1996), is m spl aced because, unlike the applicant in
that case, applicant here has not introduced any evi dence of
third-party use

" Applicant points out that the term“Newport” is a
“geographically descriptive term” Reply Brief at 4. W take
judicial notice of the fact that Newport is the name of cities in
Wal es, Rhode Island, the Isle of Wght, and Kentucky and that
there is a city naned Newport Beach in California and Newport
News in Virginia. The Random House Dictionary of the English
Language (Unabridged), 2d ed. (1987). The nmere fact that Newport
is the name of several geographic |ocations does not, wthout
nore, indicate that it is a weak mark
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Here, the only difference between the marks is the presence
of the word “Raingear” in applicant’s mark. Wile we
certainly have not disregarded this termin our analysis,
we conclude that the marks in their entireties | ook and
sound simlar and the addition of “raingear” does not alter
the neaning of the mark. Therefore, the narks are simlar.
The next, often critical, factor we consider is
whet her the goods of the applicant and registrants are
related. W nust consider these goods as they are

identified in the application and registrations. Paula

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973) (“Trademark cases involving the

i ssue of |ikelihood of confusion nust be decided on the
basis of the respective descriptions of goods”). “In order
to find that there is a likelihood of confusion, it is not
necessary that the goods or services on or in connection
with which the marks are used be identical or even
conpetitive. It is enough if there is a relationship

bet ween them such that persons encountering them under
their respective marks are likely to assune that they
originate at the sane source or that there is sone

associ ati on between their sources.” MDonald s Corp. v.

McKi nl ey, 13 USPQ2d 1895, 1898 (TTAB 1989). See also In re

Qpus One Inc., 60 USPQ2d 1812, 1814-15 (TTAB 2001).
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Since there are two registrations cited agai nst
applicant’s goods, we mnust determ ne whether applicant’s
unbrellas are related to the first registration’s
sui tcases, valises, and travelling bags. The next question
is whether applicant’s rain-resistant ponchos are rel ated
to the second registration’s outer shirts. The exam ning
attorney relies on two types of evidence to denonstrate the
rel atedness of the goods. First, the exam ning attorney
has i ntroduced numerous registrations that suggest that the
sanme source nmay provide unbrellas and | uggage and ot her
registrations to show the sane for outer shirts and

ponchos. See In re Micky Duck Mustard Co., 6 USPQR2d 1467,

1470 n.6 (TTAB 1988) (Although third-party registrations
“are not evidence that the marks shown therein are in use
on a commercial scale or that the public is famliar with
them [they] may have sone probative value to the extent
that they nay serve to suggest that such goods or services
are the type which may emanate froma single source”). See

also In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1786

(TTAB 1993). See, e.g., Registration Nos. 2,649,478
(luggage and unbrellas); 2,644,628 (travel bags and
unbrellas); 2,631, 795 (luggage and unbrellas); 2,563,901
(luggage, suitcases, and unbrellas); 2,527,652 (luggage and

unbrel las); 2,496,418 (luggage and unbrellas); 2,720, 668
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(unbrellas and suitcases); and 2,721, 844 (|l uggage and
unbrellas). See also Registration Nos. 2,589,978 (ponchos
and shirts); 2,610,703 (ponchos and shirts); 2,626,726
(ponchos and shirts); 2,584,568 (rainwear and shirts);
2,713,687 (rainwear, t-shirts, and sweatshirts); 2,699, 100
(rai nwear and shirts); 2,331,892 (rainwear and shirts);
2,453,944 (rai nwear and shirts); 2,228,177 (rai nwear and
shirts); and 2,097,791 (rainwear and shirts). These

regi strations suggest that |uggage and unbrellas are

mar keted by the sane entity under the sane mark and that
rai nwear, which would include rain-resistant ponchos, and
shirts are simlarly marketed.

Second, there is other evidence that supports the
conclusion that these goods are related. For exanple, The
Anmerican Tourister website shows unbrellas and | uggage sold
under the sane mark. The Travelsmth website, inits
| uggage and accessories page, shows |uggage and unbrell as.
The K-12 Qutfitters site shows sweatshirts and rain-
resi stant ponchos marketed together. The evidence suggests
that potential custoners are likely to believe that
applicant’s unbrellas and registrant’s |uggage as well as
applicant’s raingear, nanely ponchos and registrant’s outer
shirts are associated with the same source. Potenti al

purchasers already famliar with the mark NEWPORT for outer
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shirts would likely believe that applicant’s raingear, sold
under the mark NEWPORT RAI NGEAR, originate from or are
associated with, the sane source. Simlarly, potential
custoners would likely believe that unbrellas sold under

t he mar k NEWPORT RAI NGEAR enmanate from or are associ ated
with the sane source as the NEWPORT | uggage. In addition,

t he evidence al so shows overlap in the channels of trade
for unbrellas and |luggage, as well as the channels of trade
for ponchos and shirts.

One final point we address is applicant’s argunent
that the examning attorney “has incorrectly applied the
standard for refusing registration under Section 2(d).”
Reply Brief at 2. In effect, applicant asserts that the
exam ning attorney applied a “possibility” of confusion
rather that a |ikelihood of confusion standard. W
reiterate that our affirmance of the exam ning attorney’s
refusal is based on our conclusion that, under the

applicable Majestic Distilling/du Pont factors, there is a

| i kel i hood of confusion. Second, we note that the

exam ning attorney has, in fact, reached the sane
conclusion. See Examning Attorney’s Brief at 7 (“Because
the applicant’s mark and the registrants’ marks are simlar
i n appearance and commercial inpression, and it has been

shown that applicant’s and registrants’ goods are rel ated,

10
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consuners are likely to be confused if applicant’s mark
were to be registered”) (enphasis added). The exam ning
attorney’s discussion of the “real possibility that
purchasers ...may perceive..! does not detract fromhis
conclusion that consuners “are likely to be confused.”
Utimately, when we view the evidence of record in
relationship to the relevant factors, we concl ude that
confusion would be likely were applicant to use its mark on
unbrel l as and ponchos in view of the two cited
registrations. Wile we admt that our determnation is
not free from doubt, we nust resolve those doubts in favor

of the registrants and against the newconmer. |n re Hyper

Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQrd 1025, 1026

(Fed. Gir. 1988); In re Pneumati ques, Caout chouc

Manuf acture et Pl astiques Kl eber-Col onbes, 487 F.2d 918,

179 USPQ 729, 729-30 (CCPA 1973).
Decision: The refusal to register applicant’s mark

under Section 2(d) is affirned.

11



