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Conpany, LLC.

Sanuel E. Sharper, Jr., Trademark Exam ning Attorney, Law
O fice 108 (Andrew Law ence, Managi ng Attorney).?

Bef ore Bucher, Drost and Kuhl ke, Adm nistrative Trademark
Judges.

Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:
KRB Seed Conpany, LLC has filed an application to
register the mark REBEL Il in standard character form for

“grass seed.”?®

1 United States Patent and Trademark Office (USPTO assignment
records reflect that the current owner of the application is
Penni ngt on Seed, Inc., at Reel/Franme No. 3113/0239. According to
the records, the assignnment was executed on Decenber 9, 2004.

2 During the course of prosecution, this application was
reassi gned to the above-noted exam ning attorney.

3 MApplication Serial No. 76340299, filed November 21, 2001,

all eging first use anywhere and in comrerce on August 1, 1986.
The application included a disclainmer of the word REBEL whi ch was
[ ater withdrawn.
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The exam ning attorney has refused to register the
applied-for mark on the ground that it is a varietal (or
cultivar) nane for applicant’s grass seeds and because
varietal or cultivar nanmes are generic designations and
cannot be registered as trademarks. Sections 1, 2 and 45
of the Trademark Act. 15 U.S.C. 8§ 1051, 1052, and 1127.°
When the refusal was made final, applicant appealed to this
Board. Applicant and the exam ning attorney have filed
briefs, but no oral hearing was requested.

Exam ning Attorney’ s Argunents and Evi dence

In maintaining his refusal, the exam ning attorney
argues that “varietal (or cultivar) nanes are generic
desi gnations and cannot be regi stered as trademarks”

(brief p. 4) and that the terns “varietal and cultivar are
used to nean the sane thing” (brief p. 4). Further, the
exam ning attorney argues that the record shows that “the
term REBEL 11’ is a varietal or cultivar nanme for grass
and grass seed” (brief p. 5 and “no anobunt of evidence
under Trademark Act Section 2(f) will overcone” an
“unregistrable” term (brief p. 12). However, the exam ning

attorney states in the alternative that if the proposed

* The first office action included a reference to a prior pending
application, which has been abandoned as acknow edged by the
exam ning attorney in a subsequent office action.
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mark “is determ ned not to be generic and does function as
a mark, the mark shoul d be considered inherently

di stinctive, because it’s not descriptive as a matter of
normal semantics.” Brief p. 12. The exam ning attorney
al so noted and acknow edged the claimof acquired

di stinctiveness.

In support of his refusal, the exam ning attorney has
made of record photocopies of the rel evant pages fromthe
followng: (1) excerpts of articles froma variety of
sources retrieved fromthe DI ALOG dat abase wherein REBEL 1|1
is used in connection with grass seed; (2) an excerpt from
the Gernplasm Resources I nformation Network web server
which is maintained by a unit of the United States
Department of Agriculture’ s Agricultural Research Service
wherein REBEL Il is listed as a cultivar nanme for tal
fescue; (3) excerpts fromthe database maintained by the
I nternational Union for the Protection of New Varieties of
Plants (UPOV) listing REBEL and REBEL Il as the
“denom nations” of a tall fescue variety; (4) excerpts from
a listing on plant varieties kept by the Seed Regul atory
and Testing Branch of the United States Departnent of
Agriculture listing REBEL and REBEL || as variety nanes;
and (5) an article froma website of the University of

[11inois Extension.
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In view of this evidence, the exam ning attorney
mai ntains that REBEL Il is a varietal nane for grass seed
and, thus, generic and unregistrable.

Applicant’s Argunents and Evi dence

Applicant states in its brief that “REBEL Il has been
used as a varietal nanme” (brief p. 2). Applicant argues,
however, that the USPTO s treatnment of varietal nanes as
generic and unregistrable is “wong, dated and inconsistent
wth nodern intellectual property law.” Brief p. 5.
Specifically, applicant argues that the USPTO has not

correctly applied the sem nal case of Di xie Rose Nursery v.

Coe, 131 F.2d 446, 55 USPQ 315 (D.C. Cir. 1942), cert.
denied 318 U. S. 782, 57 USPQ 568 (1943). Applicant argues

that Di xi e Rose requires consideration of two el enments

before finding that “an initially arbitrary nane has becone
a generic ternf: (1) the termmnust be “applied, for a
consi derable period, to all such conmbinations and to
nothing else”; and (2) the term s neaning nust be the
“Inpression and signification” the term*®convey[s] to the
public.” Brief p. 14.

Furt her, applicant argues that case |law in other areas
of intellectual property indicates that a “per se rule
prohi biting trademark protection sinply because an

appl i cant procured another formof intellectual property
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protection, no |longer applies to design patents, utility
patents, or copyrights.” Brief p. 6. Therefore, applicant
argues, plant variety protection should also not act as a
per se bar to trademark protection. Applicant particularly

relies on Traffix Devices, Inc. v. Marketing D spl ays,

Inc., 532 U.S. 23, 58 USP@d 1001 (2001), arguing that the

Court in Traffix found that patented features carry a
rebuttabl e presunption of functionality, thus, an applicant
has the possibility of rebutting the presunption. Finally,
applicant argues that anendnents to the Tradenmark Act,

subsequent to Di xi e Rose, support different treatnent of

vari etal nanes inasnmuch as the amendnents clarified that
“uni queness of the goods with which the mark is used...does
not make the mark generic.” Brief p. 11. Specifically,
applicant points to the 1962 anendnent of Section 14(c)
argui ng that the anendnents “renov[ed] an inference that
the expiration of a patent nmade its associ ated mark
generic...by deletion of the italicized words of the
follow ng sentence permtting cancellation of

registrations: ‘if the registered mark becones the common
descriptive nane of an article or substance on which the
patent has expired.’” Brief p. 10. Applicant also notes
the 1984 anendnments that “added to Section 14 of the Lanham

Act that a mark could not be deenmed generic solely because
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the mark has al so been ‘used as a nane of or to identify a
uni que product or service'” and a “sim|ar anendnent was
made to the general definition of ‘trademark’ in Section 45
of the statute.” Brief p. 11. Applicant concl udes that
“Congress and the courts have recogni zed that trademarks
are source indicators, rather than exclusivity extenders”
and “[n]o rational basis can be articulated for singling
out the statutory protection of plant varieties for
continued application of a rule long since discarded for
other fornms of protection.” Brief p. 12.

In support of its position, applicant submtted a
decl aration by Kenneth R Budd, applicant’s menber/nanager. >

Anal ysi s and Deci sion

Applicant admts that its proposed mark, REBEL I, is
a varietal nane for a type of grass seed that is the
subject of a plant variety protection certificate. 1In any
event, the evidence submtted by the exam ning attorney
establishes that REBEL Il is a varietal nanme for grass

seed.® Therefore, the sole issue before this Board is

® Applicant also subnmitted a list of third-party applications and
registrations fromthe Trademark El ectronic Search System ( TESS)
for the mark REBEL. This nere listing of registrations and
applications is not sufficient to make the registrations and
applications of record and the exam ning attorney properly
objected to them See In re Duofold Inc., 184 USPQ 638 (TTAB
1974).

®In addition, the exami ning attorney subnitted evidence
sufficient to establish that the term REBEL is a varietal nane,
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whet her the USPTO s application of prior case |aw and
resulting policy treating varietal nanes as generic terns
is valid. W believe it is, and the refusal of
registration is affirnmed.

The USPTO i ncluding the Board, has treated varietal
names as generic designations for several decades. See In

re Delta and Pine Land Co., 26 USPQ2d 1157, 1159 n. 4 (TTAB

1993) (varietal nanes are generic designations and cannot
be registered as trademarks) and cases cited therein. As
noted in the Trademark Manual of Exam ning Procedure, “if
the exam ning attorney determ nes that wordi ng sought to be
registered as a mark for live plants, agricultural seeds,
fresh fruits or fresh vegetabl es conprises a varietal or
cultivar name, then the exam ning attorney nust refuse
registration, or require a disclainer, on the ground that
the matter is the varietal nane of the goods and does not
function as a trademark.” TMEP 81202.12. The basis for
this exam nation policy is rooted in prior Board case | aw.

See Delta and Pine Land Co., 26 USPQ2d 1157; Inre Hlltop

O chards & Nurseries, Inc., 206 USPQ 1034 (TTAB 1979); In

re Farmer Seed & Nursery Co., 137 USPQ 231 (TTAB 1963); and

In re Cohn Bodger & Sons Co., 122 USPQ 345 (TTAB 1959).

indicating a series of varietal names originating fromthe term
REBEL.
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Wth regard to applicant’s argunent that the USPTO has

incorrectly applied Dixie Rose, contrary to applicant’s

assertion, this case did not set forth a particular test.

At issue in Dixie Rose was the application for trademark

regi stration of TEXAS CENTENNI AL for a type of rose. The
court essentially noted it was a varietal nane and the
“Patent Ofice and the District Court mght properly

conclude that the words ‘ Texas Centennial,’ though
originally arbitrary, have cone to describe to the public a
rose of a particular sort” and the “statute forbids the

regi stration” of such words. Applicant relies on the

foll ow ng passage fromthe Di xie Rose case in arguing for a

two prong test:

If a man shoul d i nvent a comnbi nati on aut onobil e
and airplane, and call it an anmbi, the nane woul d
at first be arbitrary and not descriptive. But if
the nane were applied, for a considerable period,
to all such conbinations and to nothing el se, the
name woul d cone to identify or describe the
thing, as the word "cell ophane” [citation
omtted] has cone to describe a thing. "The
meani ng whi ch should be given to the words
constituting the mark is the inpression and
signification which they would convey to the
public.” [citation omtted] The Patent Ofice
and the District Court mght properly conclude
that the words "Texas Centennial,"” though
originally arbitrary, have cone to describe to
the public a rose of a particular sort, not a
rose froma particular nursery.

D xi e Rose, 55 USPQ at 316.
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Thi s passage goes beyond the facts of the Di xi e Rose

case and is nerely an illustration or anal ogy presented by
the court, i.e., dictum
Wth regard to applicant’s argunent that Traffix has

nmodi fied “the harsh rule of early cases such as Inre

Farmer Seed and Nursery Co., 137 USPQ 231 (TTAB 1963),” the

decision in Traffix does not provide support for
applicant’s point and it provides an anal ogy that indicates
that a varietal nanme is generic. |In Traffix the Court

st at ed:

A utility patent is strong evidence that the
features therein clainmed are functional. If
trade dress protection is sought for those
features the strong evidence of functionality
based on the previous patent adds great weight to
the statutory presunption that features are
deened functional until proved otherw se by the
party seeking trade dress protection. Were the
expired patent clained the features in question,
one who seeks to establish trade dress protection
must carry the heavy burden of show ng that the
feature is not functional, for instance by
showi ng that it is nerely an ornanental
incidental, or arbitrary aspect of the device.

Traffix at 29.

Traffix dealt with the existence of a utility patent
as evidence of functionality. 1In the case of varietal
names, plant variety protection certificates are issued.
As noted by applicant, the grass seed sold under the REBEL

Il nanme is the subject of a plant variety protection
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certificate and was given the nane REBEL Il. As shown by
the evidence, this certificate issued on January 15, 1988
and expires on January 15, 2006. (Excerpt from UPOV- ROM
dat abase nmade of record by the exam ning attorney.)

Further, the grass seed sold under the nanme REBEL was the
subj ect of a plant variety protection certificate and REBEL
was identified as the nane of the varietal.’ The plant
variety protection programis inplenented by the United
States Plant Variety Protection Ofice. Section 52 of the
Plant Variety Protection Act (7 U S. C. 82422) (PVPA)
requires, inter alia, that the applicant provide a nane for
the new variety in order to receive a Plant Variety
Protection Certificate. This requirenent is certainly not
“an ornanmental, incidental, or arbitrary aspect” of the
certification, but is a necessary elenent, show ng that the
name of the varietal is in the nature of a generic term
Thus, the USPTO s position on the unregistrability of
varietal nanes is supported by the PVPA, which was enacted

in 1970, after the Di xi e Rose deci sion.

Moreover, the United States is a nenber of the
| nternati onal Convention for the Protecti on of New

Varieties of Plants (UPOV) and adheres to the 1991 text of

" As shown by the evidence, this certificate i ssued on May 14,
1981 and expired on May 14, 1999. (Excerpt from UPOV- ROM

10
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UPOV, which is inplenented by, inter alia, the United
States Plant Variety Protection Ofice. MPEP Section 1612

(8'" ed. rev. 2004); 2 J. Thomas McCarthy, MCarthy on

Trademarks and Unfair Conpetition, §12:36 (4'" ed. 2005).8

Chapter VI Article 20 of UPOV, as revised in 1991
provi des:

(1) (a) The variety shall be designated by a

denom nation, which will be its generic
designation. (b) Each Contracting Party shal
ensure that, subject to paragraph (4), no rights
in the designation registered as the denom nation
of the variety shall hanper the free use of the
denom nation in connection with the variety, even
after the expiration of the breeder’s right...

(7) Any person who, within the territory of one
of the Contracting Parties, offers for sale or
mar ket s propagating material of a variety
protected within the said territory shall be
obliged to use the denom nation of that variety,
even after the expiration of the breeder’s right
in that variety, except where, in accordance with
t he provisions of paragraph (4), prior rights
prevent such use.

(8) Wen a variety is offered for sale or
mar keted, it shall be permtted to associate a

dat abase made of record by the exam ning attorney.)
8 Although applicant cited to a different section of the MCarthy
treatise, the section quoted belowis nore on point:
In 1981 the Convention of the International Union for
the Protection of New Plant Varieties (UPQOV) becane
applicable to the United States. Article 1 of the
UPQV provi des that a new plant variety shall be
desi gnated by a denom nation destined to be its
generic designation and nmenber states will ensure that
no rights in the name “shall hanper the free use of
t he denom nation in connection with the variety, even
after the expiration of the [plant patent] protection.
2 J. Thomas McCarthy, MCarthy on Trademarks and Unfair
Conpetition, §12:36 (4'" ed. 2005).

11
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trademark, trade nanme or other simlar indication
with a registered variety denomnation. |f such
an indication is so associ ated, the denom nation
must neverthel ess be easily recogni zabl e.
I nternational Convention for the Protection of New
Varieties of Plants Convention: 1991 Act, (available
at www. upov.int/en/ publications/conventions
/ 1991/ act 1991. ht m)
Chapter I X Article 30 provides, in relevant part:
It shall be understood that upon depositing its
instrunment of ratification, acceptance, approval
or accession, as the case may be, each State or
i ntergovernnental organization nust be in a

position, under its laws, to give effect to the
provi sions of this Conventi on.

Thus, the policy of the USPTOis in accord with
the PVPA, UPOV and case |aw since 1942, all of which
codify and inplenent the comobn sense notion that when
a new plant is created it nust be called sonething,
and that when others begin to sell it after expiration
of the breeder’s protection period, they need to use

the name by which it is known, otherw se consuners

12
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wi Il not know what they are buying.® In re KRB Seed

Conpany LLC, Ser. No. 76289621,  USPQ2d__ ( TTAB,

Septenber 19, 2005). Indeed, the use of a different
termin connection wwth a particular variety could be
deceptive. Hence, the requirenent under Article 20(7)
of UPOV that persons offering the variety for sale
even after expiration of the “breeder’s right” nust
use the denom nation (varietal nane) of that variety.
Finally, we are al so unpersuaded by applicant’s
argunents that certain Trademark Act anmendnents
dictate a change in the USPTO s treatnent of varietal

nanes. The 1984 anendnents added to Section 14 of the

® In this regard, applicant’s argunent that conpetitors have
alternative nanes for the grass seed, specifically, the Latin
name “festuca arundi nacea Schreber” or the “synonyn?
“Vill ageoi se” nerely underscores why the varietal nanme is the
common or generic termof the goods. This argunment was addressed
by the Board in In re Hilltop Ochards & Nurseries, Inc., 206
USPQ 1034, 1035 (TTAB 1979):
Every type of tree or plant in the vegetabl e ki ngdom
has a specified generic (Latin) nanme, generally known
only to those scientists well versed in the botanica
community, and entirely unknown to the average
purchaser in the nmarketplace where such products are
sold. Wat we are concerned with in the present case
is the inpact which the [varietal nane] woul d have
upon the purchaser or the prospective purchaser of
appl e trees as he encounters such termin the
mar keti ng area where such goods are sold, and not its
i mpact upon those scientists especially skilled in the
bot ani cal field. The purchaser or prospective
purchaser has to have some conmon descriptive nanme he
can use to indicate that he wants one particul ar
variety of apple tree, rose, or whatever, as opposed
to another, and it is the varietal nane of the strain
whi ch naturally and commonly serves this purpose.

13
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Trademark Act that a trademark could not be deened
generic “solely because such mark is al so used as a
name of or to identify a unique product or service.”
15 U.S.C. 81064. |In addition, Section 45 was anended
to clarify that a trademark included marks used on
“uni que products.” 15 U S.C. 81127. These anendnents

responded to the holding in Anti-Mnopoly v. General

MIls Fun Group, Inc., 684 F.2d 1310 (9'" Cir. 1982)

that the term MONOPCLY was generic for board ganes.
However, the owner of rights in a trademark used in
connection with a particular gane coul d begin using
its mark in connection w th another gane, but the

vari etal nane can only be used with that particul ar
variety. The varietal name cannot be used on new and
i nproved variations on the variety. This could
constitute a new varietal and is assigned a different
name as denonstrated by applicant’s series of varietal
names REBEL and REBEL |11, and, as noted above, use on
anot her varietal could be deceptive. See UPQV,
Chapter VI, Article 20(2) (the variety denom nation
“must be different fromevery denom nation which
designates, in the territory of any Contracting Party,
an existing variety of the sane plant species or of a

closely related species”); see also MPEP 81612.

14



Serial No. 76340299

Simlarly, In re Mntrachet, 878 F.2d 375, 11

UsP2d 1393 (Fed. G r. 1989), relied on by applicant,
i s distinguishable. In that case, the question was
whet her “t hrough usage MONTRACHET [ had] becone the
common or generic nane of the cheese, and [was] no
| onger an indication of source [and not entitled] to

trademark status.” Montrachet, 878 F.2d 375, 376, 11

UsSP@2d 1393, 1394. The court framed the issue in the
followng manner: “It is not in dispute that the term
MONTRACHET ori gi nated as a designation of the source
of appellant’s goat cheese...The issue is whether
MONTRACHET has | ost its original trademark
significance; that is, whether MONTRACHET is now the
common descriptive or generic nane of the cheese...”
Id. In finding that MONTRACHET was not generic for a
type of cheese, the court, citing the 1984 anendnents
noted that “it is not destructive of the trademark
function to identify a product by the nanme coi ned by
its purveyor.” Id. at 377. Thus, the question in

Montrachet was whether a trademark through use on a

singl e product devolved into a generic term Here,
the varietal nanme, even an arbitrary word, is, from
its inception, a generic term See UPQV, Chapter Vi

Article 20(1)(a); 2 J. Thomas McCarthy, MCarthy on

15
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Trademar ks and Unfair Conpetition, §12:36 (4'" ed.

2005) (a new plant variety shall be designated by a

denom nation destined to be its generic designation).
Therefore, inasmuch as we reiterate the correctness of

the case law that “varietal nanmes are generic designations

and cannot be registered as trademarks,” Delta and Pine

Land Co., 26 USPQ2d at 1158 n. 4, and inasnuch as
applicant’s proposed mark is a varietal nanme, we find that
it is generic and unregi strable; and applicant’s argunents
and evi dence of acquired distinctiveness cannot overcone

such a finding. See In re Farner Seed & Nursery Conpany,

137 USPQ 231

Decision: The refusal to register is affirned.

16



