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Opi ni on by Chaprman, Adm nistrative Trademark Judge:

On Novenber 30, 2001, The United States Academ c
Decat hl on Association (a California corporation) filed an
application to register the mark ACADEM C DECATHLON on the
Princi pal Register for “educational and entertai nnment
services, nanely, academ c conpetitions and educati onal
testing” in International Cass 41. The application is

based on applicant’s clained date of first use in 1968 and
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first use in comerce of 1982. In response to the

Exam ning Attorney’s inquiry, applicant clainmed ownership
of Registration No. 1242384 (issued June 14, 1983, Section
8 affidavit accepted, renewed) for the mark UN TED STATES
ACADEM C DECATHLON USAD and design (“United States Academ c
Decat hl on” and “US” di scl ai med) for “educational services
in the nature of academ c conpetitions” in International

Cl ass 41.

The Exam ning Attorney has refused registration under
Section 2(e)(1) of the Trademark Act, 15 U S.C
81052(e) (1), on the basis that ACADEM C DECATHLON, when
used in connection with the services of applicant, is
generic of them and that if not generic, then the phrase
is merely descriptive of applicant’s services, and
applicant’s alternative claimof acquired distinctiveness
under Section 2(f) of the Trademark Act, 15 U S. C
81052(f), is not sufficient in view of the nature of the
proposed nar K.

When the refusals were nmade final, applicant appeal ed
to the Board. Both applicant and the Exam ning Attorney
have filed briefs. An oral hearing was held on August 24,
2005.

The Exam ning Attorney contends that “applicant has

allowed its mark to becone a generic identifier of academ c
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conpetitions”; that even if “applicant coined the term many
years ago, it has since becone a generic termin relation
to a class of conpetition along the Iines of spelling bees,
chess tournanents and science conpetitions” (brief,
unnunbered page 5), and it is thus incapable of functioning
as a mark and it cannot acquire distinctiveness; and that
even if the proposed mark is held not to be generic, the
phrase is highly descriptive, increasing applicant’s burden
of proof to establish acquired distinctiveness, which
appl i cant has not net.

The Exam ning Attorney refers to applicant’s specinen
of use, which consists of a few pages fromapplicant’s
website. Applicant makes the follow ng statenments therein

The United States Academ c Decat hl on
Associ ation is a team conpetition
wherein students match their intellects
with students from other schools.
Students are tested in ten categories.
Based on the nodel of the athletic
decat hl on, the Academ c Decat hl on
requires participants to prepare for ten
academ c events.

The Academ c Decathlon is a ten-event
schol astic conpetition for teanms of high
school students.

The Exam ning Attorney submtted (i) printouts of

several excerpted stories retrieved fromthe Nexis
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dat abase,* and (ii) printouts of pages froma few third-
party websites, all to show that the phrase “academ c
decat hl on” has becone generic for a class of academc
conpetitions. Exanples of the excerpted stories retrieved
fromthe Nexis database and the Internet pages fromthird-
party websites are set forth bel ow

Headl i ne: School Vol unteer

.During her years of vol unteer work,
Shaf er created an academ c decat hl on
program for elenmentary students and

worked tirelessly to drum up support
for a construction bond neasure. ...

“City News Service,” May 16, 2003;

Headl i ne: Anong The Best: G aduates
Pursue Far-Flung Careers

.Brittany Aigney is a licensed pil ot
and an academ c decathl on competitor. ..
“The Houston Chronicle,” My 29, 2003;

YInits brief (footnote 2), applicant “objected” to the

subm ssion of short excerpts of stories. Applicant’s objection
is untinmely raised for the first time in its brief on appeal and
it is not well taken in any event. Excerpted stories are
admi ssi bl e, and applicant could have subnitted the full text of
the stories, but did not do so. See TBWMP §1208.01 (2d ed. rev.
2004) .

Applicant also argues (brief, p. 9) that the Exami ning Attorney
did not submit a “random sanple,” and he submtted “l ess than one
percent of the stories in the database [searches]”; and (brief,

p. 15) that “the exam ner violated his duty as described in the
TBMP [ 81208. 01], which adnoni shes exani ning attorneys that they
must be inpartial when subnmitting articles.”

The Board will not put a required percentage nunber on evidence
submtted by either an Exam ning Attorney or an applicant. And,
we di sagree with applicant’s statenent that the Exam ning
Attorney has a duty to be inpartial in submitting articles. More
accurately, the Examining Attorney should put in representative
sanmpl es of articles (in full or excerpted form, but he or she
need not put in all stories in any particular case (which would
be cunbersone for applicant and the Board, and perhaps nany of
the stories would be irrel evant).
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Headl i ne: Here’'s A Look At Tonight’s
Prime Time Line-up For Sunday, April 13
.Malcolmin the Mddle -- A teacher
encour ages Mal col m and the ot her

Krel boynes to cheat during an academ c
decat hl on. “Broadcast News,” My 13,
2003;

Headl i ne: Students Conpete In Skill sUSA
Event

..Nearly 1,200 students fromthe states
hi gh school s, vocational -technica
institutes and coll eges participated in
t he Arkansas Associ ation of Skill sUSA
conpetition. ...The conpetition allows
students to denonstrate their skills
and know edge, nuch |i ke an academ c
decat hl on, according to Dick Burchett,
program manager, .. “Arkansas
Denocr at - Gazette (Little Rock, AR),”
April 18, 2002;

Headl i ne: Answer Man ACT, SAT No Match
For Kell ey Senior

..He pl ays basketball, ping pong or
reads novels in his free time, although
he has very little now since he is
preparing for an academ c decat hl on
conpetition anong area hi gh school s.
“Tul sa World (Gl ahoma),” March 1,

2000;

Headl i ne: Meeting Agenda

A report fromthe South Garland Hi gh
School principal and assi stant

principal on the 2003 state academ c
decat hl on conpetition being held at the
school. ...“The Dallas Mrrning News,”
February 6, 2003;

Headl i ne: Del phi Students Eager For
Cer ebral Workout

.Material covered in the academ c
decat hl on conpetitions is simlar to a
first senmester freshnmen schedule at a
liberal arts coll ege Janowai k sai d.
The nmaterial breaks down into 10
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categories... “Journal and Courier
(Lafayette, IN,” February 8, 2002;

Headl i ne: Qur Tinmes, Orange County
Communi ties

.Parents are invited to join the
booster clubs at Foothill and Tustin
hi gh schools. The cl ubs sponsor award
cerenoni es, academ c decat hl on
conpetitions, a newsletter and

schol arshi ps for graduati ng seni ors.
...“Los Angeles Tines,” Cctober 4, 1999;

URI [University of Rhode Island]

Resi denti al Conpl ex

Campus. ...they sponsor academ c
decat hl ons, sem -fornmal dances,

bar beques, in-house novies, and

wor kshops or presentations on vari ous
t opi cs.

WWW. uri . edu;

California Institute of Technol ogy
Fromt he Pages of ...Caltech 336

many [students] participated in science
ol ynpi ads, academ c decat hl ons, science
bowl s, robotics chall enges, ...
pr.caltec. edu; and

CESA #2

Cooperative Educational Service
Agencies -- better known as CESAs --
hel p school districts share staff,
servi ces and purchasing,

Cesas provide curriculum specialists,
envi ronnment al education, gifted and
tal ented progranms, and enrichnent
activities such as academ ¢ decat hl ons
and spelling bees.

wWww, cesa2k12w . us.

Appl i cant argues that the mark ACADEM C DECATHLON is a

coined termand is not a generic termfor applicant’s
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identified services; that the Exam ning Attorney has not
subm tted clear evidence show ng that the public
under st ands ACADEM C DECATHLON to refer primarily to a
genus of services rather than referring to applicant’s (and
its licensees) academ c conpetitions; that “decathlon”
refers to an athletic, not a scholastic event; that the

evi dence of record does not neet the Exam ning Attorney’s
burden necessary to establish genericness, particularly as
much of the Exam ning Attorney’s Nexis and | nternet

evi dence actually refers to applicant’s ACADEM C DECATHLON
services; that sone m suses by news reporters who failed to
use initial capital letters when referring to applicant’s
“Academ ¢ Decat hl on” conpetitions do not destroy
applicant’s use of the phrase as a mark which is so

recogni zed by the public; and that doubt on the issue of

genericness is resolved in favor of applicant.?

2 1n applicant’s response dated July 30, 2003, applicant refers
to its Registration No. 2655356. However, applicant did not nake
the registration of record in this application. The Board does
not take judicial notice of registrations. See In re Duofold
Inc., 184 USPQ 638 (TTAB 1974).

Further, inits brief (p. 16, footnote 8), applicant, asserts
that if the Exami ning Attorney had searched the website addresses
of the state organizations listed on applicant’s website, he
woul d have found ACADEM C DECATHLON used as a mark indicating
applicant as the source of the acadeni c conpetitions. Again,
applicant did not nake any of those state websites of record
herein. It is applicant’s responsibility to provide evidence it
wi shes to be of record. Also, websites frequently have
vol um nous information which may change over tine. See In re
Pl anal ytics Inc., 70 USPQd 1453 (TTAB 2004).
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Applicant also argues that the mark is not nerely
descriptive; and that it offers a claimof acquired
di stinctiveness only in the alternative.

Applicant submtted Internet dictionary definitions of
the word “decathlon” to showthat it refers to an athletic
not an academ c contest; and the declaration, with
exhibits, of Les Martisko, applicant’s executive director.
M. Martisko avers that applicant originated its “Academc
Decathlon” in 1968 as a California academ c conpetition;

t hat applicant conducted the first national conpetition
under its mark in 1981; that applicant’s twenty-third

nati onal conpetition was held in Boise, Idaho in Apri

2004, with coverage by all three major networks (ABC, CBS,
NBC); that the | atest national conpetition was the
culmnation of the year’s local, regional and state
“Academ ¢ Decat hl on” conpetitions involving approxi mately
20, 000 hi gh school students from about 1800 high schools in
forty states; and that applicant enters into |license
agreenents with state organi zations to organi ze state,
regional and |ocal conpetitions, and these |icensees nust
be renewed each year. M. Mrtisko al so avers that
applicant pronotes its “Academ c Decat hl on” services on its
website and through its |icensees; that applicant’s

national, state, regional and |ocal “Academ c Decathl on”
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conpetitions “have received substantial press coverage
[ newspapers, television] for many years” (declaration, p.
3); that in 1999 HBO nade a novie titled “Cheaters” about
an incident fromthe 1995 “Academ c Decat hl on” conpetition,
whi ch applicant licensed the film producers to use the
“Academ c Decat hl on” mark and branded materials in the
film M. Mrtisko further avers that he is aware of about
ei ghty other academ c conpetitions with various marks, for
exanpl e, Know edge Bow, Quiz Bowl, Math Masters; and that
he is not aware of any organi zation (other than applicant
and its licensees) which uses the words “Academ c
Decat hl on” in connection with academ c conpetitions.

The Exam ning Attorney bears the burden of proving
t hat the proposed mark is generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
UsP@d 1141, 1143 (Fed. Cir. 1987); and In re Anal og
Devices Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d,
but appearing at 10 USPQ2d 1879 (Fed. G r. 1989). The
evi dence of the relevant public’'s perception of a term may
be acquired fromany conpetent source, including
newspapers, mnagazi nes, dictionaries, catalogs and ot her
publications. See Magic Wand Inc. v. RDB Inc., 940 F. 2d

638, 19 USPQ2d 1551 (Fed. Cir. 1991); and In re Leatherman
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Tool Goup, Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re
Nort hl and Al um num Products, Inc., 777 F.2d 1566, 227 USPQ
961 (Fed. Cir. 1985).

The test for determ ning whether a designation is
generic, as used in connection with the services in an
application, turns upon how the termor phrase is perceived
by the relevant public. See Loglan Institute Inc. v.

Logi cal Language G oup, Inc., 962 F.2d 1038, 22 USPQ2d 1531
(Fed. Cr. 1992). Determ ning whether an alleged mark is
generic involves a two-step analysis: (1) what is the
genus of the goods or services in question? and (2) is the
term sought to be regi stered understood by the rel evant
public primarily to refer to that genus of goods or
services? See In re The Anmerican Fertility Society, 188
F.3d 1341, 51 USPQ2d 1832 (Fed. Gr. 1999); and H Marvin
G nn Corporation v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. G r. 1986).
As noted earlier, “the correct legal test for genericness,
as set forth in Marvin G nn, supra, requires evidence of
‘the genus of goods or services at issue’ and the

under standi ng by the general public that the mark refers
primarily to ‘that genus of goods or services.’” American

Fertility Society, supra.

10
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In this case, the Exam ning Attorney has submtted
sone evidence of generic use of the words “academ c
decathlon” to refer to an acadenic conpetition.® However
the record shows that many of the exanples (even if in
| ower case letters) are direct references to applicant
and/or its licensees. Applicant contends that virtually
all of the uses in |lower case letters are msuses by the
medi a of applicant’s mark ACADEM C DECATHLON, and such
m suses do not prove that the term has becone generic. See
In re First Union National Bank, 223 USPQ 278 (TTAB 1984).

As expl ai ned previously, our primary review ng Court,
the Court of Appeals for the Federal G rcuit, has held that
t he burden of establishing genericness of a termor a whol e
phrase rests with the Ofice and that the show ng nust be
based on clear evidence. See In re Merrill Lynch, supra, 4
USPQ2d at 1143; and In re The Anerican Fertility Society,
supra, 51 USPQ2d at 1835. Because the record before us
shows varied uses of the phrase “ACADEM C DECATHLON,” we
find that there is insufficient clear evidence that the

phrase ACADEM C DECATHLON has becone the generic or common

3 Both the Examining Attorney and applicant have discussed the
issue in relation to applicant’s acadenic conpetition services,
rat her than applicant’s educational testing services. 1In our
deci sion, the Board will do |ikew se.

11
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descriptive termfor the academ c conpetitions to which
applicant first applied the phrase.

Wth regard to the second prong of the genericness
test, the evidence of record as to how the rel evant
purchasers woul d perceive this termin relation to
applicant’s identified educational and entertai nnment
services is mxed. There is evidence of ACADEM C DECATHLON
referring to applicant (or its licensees) and its
educational services offered under the mark ACADEM C
DECATHLON. Further, many of the asserted exanpl es of
generic use (showing the words in | ower case letters)
actually refer to applicant or its licensees and are
apparent msuses by journalists. Mreover, none of the
evi dence submtted by the Exam ning Attorney predates
applicant’s first use in 1968 and first use in interstate
comerce of 1982. Thus, the Exam ning Attorney has not
est abl i shed that the rel evant purchasing public would
percei ve the phrase ACADEM C DECATHLON as the nanme of the
genus of the services.

We find that the Exam ning Attorney has not
established a prima facie show ng that the phrase ACADEM C
DECATHLON is (or has becone) generic for applicant’s

identified educati onal and entertai nnent services.

12
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We next address whether the phrase ACADEM C DECATHLON
is merely descriptive of applicant’s identified services.
A mark is nerely descriptive if it “forthwith conveys an
i mredi ate idea of the ingredients, qualities or
characteristics of the goods [or services].” Abercronbie &
Fitch Company v. Hunting World, |ncorporated, 537 F.2d 4,
189 USPQ 759, 765 (2nd Cir. 1976). See also, In re Abcor
Devel opnment Corporation, 616 F.2d 525, 200 USPQ 215 ( CCPA
1978). Further, it is well established that the
determ nation of nmere descriptiveness nust be nmade not in
the abstract or on the basis of guesswork, but in relation
to the goods or services for which registration is sought,
the context in which the mark is used, and the inpact that
it islikely to nake on the average purchaser of such goods
or services. See In re Consolidated C gar Co., 35 USPQ2d
1290 (TTAB 1995).

Applicant clainms owership of Registration No. 1242384
in which applicant disclainmed the words “United States

Academ ¢ Decathlon,” thereby acknow edgi ng in that
regi stration that the words were nerely descriptive. W

take judicial notice of The Anerican Heritage Dictionary

(Fourth ed. 2000) definitions of “academ c” as “adjective ...
2a. Relating to studies that are |liberal or classical

rat her than technical or vocational. .”; and “decathl on” as

13
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“noun ...an athletic contest usually limted to nen in which
each contestant participates in the following ten track and
field events: ...” In addition, although the evidence

subm tted by the Exam ning Attorney does not establish the
phrase ACADEM C DECATHLON is generic, it certainly

est abli shes that the phrase is nerely descriptive of a
significant feature of applicant’s academ c conpetition
services, specifically that its services involve a ten-
event scholastic conpetition. That is, there is anple

evi dence regardi ng use of the phrase “ACADEM C DECATHLON, ”
consi dered as a whole, and in connection with educational
services, nanely, academ c conpetitions, to establish that
the phrase is nerely descriptive thereof. See In re Nett
Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564 (Fed. Cr

2001) .

Thus, we will now determ ne whet her applicant has
subm tted sufficient evidence of acquired distinctiveness
under Section 2(f) to overcone the nere descriptiveness of
t he phrase.

Appl i cant has the burden of establishing that its mark
has becone distinctive. See Yammha |International Corp. v.
Hoshi no Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1006
(Fed. Cir. 1988). The question of acquired distinctiveness

is one of fact which nust be determ ned on the evidence of

14
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record. As the Board stated in the case of Hunter
Publishing Co. v. Caulfield Publishing Ltd., 1 USPQd 1996,
1999 (TTAB 1986):

[ e]val uation of the evidence requires a

subj ective judgnment as to its sufficiency

based on the nature of the mark and the

condi tions surrounding its use.

There is no specific rule as to the exact anmount or
type of evidence necessary at a mnimumto prove acquired
di stinctiveness, but generally, the nore descriptive the
term the greater the evidentiary burden to establish
acquired distinctiveness. See In re Bongrain International
(American) Corp., 894 F.2d 1316, 13 USPQ2d 1727 (Fed. G r
1990); and Yanaha International Corp. v. Hoshino Gakki Co.
Ltd., supra 6 USPQ2d at 1008. See also, 2 J. Thomas

McCart hy, McCarthy on Trademarks and Unfair Conpetition,

8811:17 and 15:66 and 15:70 (4th ed. 2005).

Havi ng carefully reviewed the evidence of record, we
find that applicant’s evidence of acquired distinctiveness
is sufficient to establish a prima facie show ng thereof.
Applicant has submitted a declaration of its executive
director that the mark has been in use since 1968 in
California and since 1982 in a national conpetition; that
recently this conpetition involves about 20,000 high school

students from about 1800 hi gh schools each year; that there

15
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is significant nmedia coverage of the |ocal to national
events; and that an HBO novi e has been made of an incident
at applicant’s 1995 ACADEM C DECATHLON. I n additi on,
applicant submtted printouts of applicant’s website pages
showi ng the list of applicant’s licensees in 40 states
(pl us one Canadi an province).

Based thereon, the record shows that applicant has
used the mark ACADEM C DECATHLON for its academ c
conpetition services since 1968; and that the use has been
substantially exclusive and continuous for a period well
exceeding the five years prior to the filing of applicant’s
application in Novenber 2001. Applicant uses its mark
ACADEM C DECATHLON for its academ c conpetition services on
an annual basis throughout forty states. Thus, there has
been substantial exposure to the relevant public. Even
t hough applicant has not supplied annual advertising or
sales figures, we find that applicant has established a
prima facie case that is mark has acquired distinctiveness.
See In re Mne Safety Appliances Conpany, 66 USPQRd 1694
(TTAB 2002).

Deci sion: The refusal to register on the Principal
Regi ster on the basis that applicant’s mark is generic
under Section 2(e)(1l) of the Trademark Act is reversed.

The refusal to register the mark as nerely descriptive

16



Ser. No. 76343540

under Section 2(e)(1) of the Trademark Act is affirmed, and
the refusal to register the mark under Section 2(f) of the
Trademark Act is reversed.

Accordingly, the application will proceed to
publication with a notation of applicant’s claim of

acquired distinctiveness under Section 2(f).
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