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On Decenber 14, 2001, applicant filed the above-
captioned application seeking registration on the Principal

Regi ster of the mark MEDUSA EMOTI ON PI CTURE (in typed form

for various goods and services in Classes 9, 16, 35, 38 and
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41.1 Applicant has voluntarily disclained the exclusive

right to use EMOTI ON PI CTURE apart fromthe mark as shown.

! The application is based on applicant’s asserted bona fide
intention to use the nmark in comrerce, pursuant to Trademark Act
Section 1(b), 15 U S.C. 81051(b), and on applicant’s ownership of
Italian Registration No. 00855327, pursuant to Trademark Act
Section 44(e), 15 U.S. C. 81126(e). The goods and services
identified in the application (as anmended) are as foll ows:

Ci nemat ographic film television sets; decoders for
tel evision sets nanely devices for visualizing special
TV transm ssions; radios; radio and audi o tape
recorders; radio transmitters; radio-tel ephones;
compact discs featuring nusic; conpact disc players
for nmusic; cd-romand audi o cassettes featuring mnusic;
vi deo tapes containing works of fiction nanmely novi es,
TV novi es; video tape recorders; photographic camneras;
t el ecanmeras; ci nematographi c cameras; spectacl es;
stereo anplifiers; conputer operating prograns;
conmputers; conputer printers; nodens; facsimle

machi nes; tel ephone sets nanely tel ephones and

t el ephone answering nachines, in International d ass
9;

Books about art; books about ci nemn; books about

hi story; books about geography; books about sports;
fiction-books; poetry books; dictionaries; newspaper
com c strips; newspaper cartoons; periodicals about

ci nema; periodicals about history; periodicals about
sport; periodicals about geography; periodicals about
conmputers; periodicals of fiction; mail order catal ogs
featuring video cassettes and DVDs contai ni ng wor ks of
fiction and docunentaries; CDs, audio cassettes and
cd-rons featuring nusic, books about cinema, fiction-
books; periodicals about cinema and tel evision;
phot ogr aphs; envel opes; letter paper; self-adhesive
address | abels; posters; visiting cards; diaries, in
International C ass 16;

Di ssemination of advertising matter; business
consultation; public relations and market research
services, and direction of cinena-halls on behal f of
others, in International Cd ass 35;

Activity consisting of television broadcasting and
tel evision programtransn ssion; an activity

consi sting of cable television transm ssion; an
activity in the field of electronic transm ssion of
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At issue in this appeal is the Trademark Exam ni ng
Attorney’s final refusal to register applicant’s mark as to
the Cass 9 goods and the Cass 41 services identified in

the application.? See supra at footnote 1. The ground for

data and docunents via conmputer termnals; an activity
consi sting of conputer aided recording storage and
subsequent transm ssion of voice and i mage nessages

t hrough el ectronic mail and provider services;

i nternet provider services, in International Cass 38;
and

Witing television and radi o program scripts;

tel evision and ci nema notion picture production and
distribution of television and ci nema notion pictures
for others; music production services; filmediting,
nanely, print negative filmecutting; radio and ci nena
studio rental; cinema studios; direction of cinena-
halls, nanely, activity consisting of choosing filns
to be shown, on own behalf or on behalf of others, in
ci nema-hall's; video record and ci nema notion picture
hire; rental of sound recordi ngs; show production and
performances; theater performances; publication of
books, magazi nes and nusic; nodeling for artists; live
nmusi cal and song perfornances; discotheques; notion
picture filmproduction; notion picture song
production; notion picture theaters; cinema theaters;
organi zing comunity festivals featuring a variety of
activities, nanely, sporting events, art exhibitions,
flea markets, ethnic dances and the |ike; organizing
exhi bitions for cinema amateurs; conducting workshops
and seminars about notion pictures, in International
G ass 41.

2 No refusal was nmade as to the goods and services in C asses 16,
35 and 38. W note that applicant’s counsel, in applicant’s June
12, 2003 notice of appeal, authorized and requested that its
Deposit Account be charged in the sumof five hundred dollars for
“the appeal fee.” Because the final refusal at issue on appeal
pertains only to two classes, not five, the proper appeal fee was
two hundred dollars. See Trademark Rule 2.6(a)(18). The Board
accordingly shall process a credit to counsel’s Deposit Account
in the sumof three hundred doll ars.
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the refusal to register is that applicant’s nmark so

resenbl es the mark depicted bel ow,

previously registered® (with a disclaimer of PICTURES) for
Class 41 services recited in the registration as “notion
picture filmand video tape production services in the
areas of corporate training filns, original narrative filns
for broadcast on network and cable, and feature-|ength
notion pictures,” as to be likely, when used on or in
connection with the Cass 9 goods and the O ass 41 services
identified in applicant’s application, to cause confusion,
to cause m stake, or to deceive. See Trademark Act Section

2(d), 15 U.S.C. §1052(d).

® Registration No. 2365987, issued July 11, 2000 on the Princi pal
Regi ster. The registration includes the followi ng “Description
of Mark” statenent: “The mark consists of the wording ‘ Enption
pictures” with the fanciful design of a strip of filmwth a
projection canmera |lens.”



Ser. No. 76350858

Applicant and the Trademark Exam ning Attorney filed
mai n appeal briefs, but applicant filed no reply brief. An
oral hearing was held at which applicant’s counsel and the
Trademark Exami ning Attorney presented argunents.? W
affirmthe refusal to register.

Qur likelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
|'i kel i hood of confusion factors set forth iniInre E [|. du
Pont de Nenmpurs and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). In considering the evidence of record on these
factors, we keep in mnd that “[t] he fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.” Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976) .

The second du Pont evidentiary factor requires us to
consi der evidence pertaining to “the simlarity or
dissimlarity and nature of the goods or services as

described” in the applicant’s application and in the cited

* The Trademark Examining Attorney identified on page 1 of this
order submitted the appeal brief and appeared at the ora
hearing. A different Trademark Exam ning Attorney handl ed the
application prior to appeal.
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registration. It is not necessary that the respective
goods or services be identical or even conpetitive in order
to support a finding of l|ikelihood of confusion. Rather,

it is sufficient that the goods or services are related in
sonme manner, or that the circunstances surrounding their
mar keti ng are such that they would be likely to be
encountered by the sane persons in situations that would
give rise, because of the marks used thereon, to a m staken
belief that they originate fromor are in sonme way
associated with the sanme source or that there is an

associ ation or connection between the sources of the
respective goods or services. See In re Martin s Fanbus
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed.

Cr. 1984); Inre Melville Corp., 18 USPQ2d 1386 (TTAB
1991); In re International Tel ephone & Tel egraph Corp., 197
UsP@d 910 (TTAB 1978).

W find that the Class 41 services broadly recited in
the cited registration as “notion picture film and video
tape production services in the areas of corporate training
films, original narrative filnms for broadcast on network
and cable, and feature-length notion pictures,” are legally
identical to the Cass 41 services broadly recited in
applicant’s application as “tel evision and ci nena notion

pi cture production” and “notion picture film production.”



Ser. No. 76350858

W also find that the registrant’s recited services are
simlar and related (even if not identical) to the Class 9
goods identified in applicant’s application as “video tapes
cont ai ning works of fiction nanely novies, TV novies.” The
| egal identity and/or simlarity and rel atedness of the
respective goods and services is apparent fromthe wording
of applicant’s and registrant’s respective identifications
of goods and/or services. See Hew ett-Packard Co. v.
Packard Press Inc., 281 F.3d 1261, 62 USPQRd 1001 (Fed.
Cir. 2002). Applicant’s counsel conceded as nmuch at the
oral hearing in this case. Thus, we find that the second
du Pont evidentiary factor weighs in favor of a finding of
| i kel i hood of confusion.?®

G ven the legal identity and/or simlarity of
registrant’s services and the above-referenced goods and

services of applicant, and the absence of any restrictions

> If a likelihood of confusion is found to exist as to any of the
G ass 9 goods or Class 41 services listed in applicant’s
application, then refusal of registration as to all of the C ass
9 goods and C ass 41 services identified in the application is
proper. See Tuxedo Monopoly, Inc. v. General MIIs Fun G oup,
648 F.2d 1335, 209 USPQ 986 (CCPA 1981); Shunk Manufacturing
Company v. Tarrant Manufacturing Conpany, 137 USPQ 881 (CCPA
1963); Al abama Board of Trustees v. BAMA-Werke Curt Baumann, 231
USPQ 408, 411 n.7 (TTAB 1986); and In re Alfred Dunhill Ltd., 224
USPQ 501 (TTAB 1984). Thus, we need not and do not decide

whet her a likelihood of confusion exists with respect to
applicant’s Cass 9 goods other than “video tapes contai ning

wor ks of fiction nanely novies, TV novies,” or with respect to
applicant’s Cass 41 services other than “tel evision and ci nema
nmotion picture production” and “notion picture film production.”
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or limtations in registrant’s and applicant’s
identifications of goods and/or services, we also find that
the trade channels and cl asses of purchasers for these
respective goods and services are the sane or simlar. See
In re El baum 211 USPQ 639 (TTAB 1981). W also find that
t he purchasers of these goods and services are nornal
consuners, television watchers and novi e-goers, who woul d
exercise only normal care in deciding to purchase the goods
and/ or services. These facts weigh in favor of a finding
of likelihood of confusion.

W next nust determ ne whether applicant’s mark and
the cited regi stered mark, when conpared in their
entireties in ternms of appearance, sound and connotati on,
are simlar or dissimlar in their overall comercial
i npressions. The test is not whether the marks can be
di sti ngui shed when subjected to a side-by-side conpari son,
but rather whether the marks are sufficiently simlar in
terms of their overall commercial inpression that confusion
as to the source of the goods offered under the respective
marks is likely to result. The focus is on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of trademarks.
See Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106 (TTAB

1975). Furthernore, although the marks at issue nust be
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considered in their entireties, it is well-settled that one
feature of a mark may be nore significant than another, and
it is not inproper to give nore weight to this dom nant
feature in determning the conmercial inpression created by
the mark. See In re National Data Corp., 753 F.2d 1056,
224 USPQ 749 (Fed. Cir. 1985). Finally, where, as in the
present case, the marks woul d appear on virtually identical
goods and services, the degree of simlarity between the
mar ks which is necessary to support a finding of likely
confusion declines. Century 21 Real Estate Corp. v.
Century Life of America, 970 F.2d 874, 23 USPQRd 1698 (Fed.
Gir. 1992).

W begin by finding that the dom nant feature in the
commercial inpression created by the cited registered nmark
is the wording in the mark, i.e., EMOTION PICTURES. In
many cases, it is the wording in the mark which has a
greater source-indicating inpact on the purchaser, because
often it is the wording which the purchaser is nore |ikely
to use to refer to the goods or services sold under the
mark. In re Appetito Provisions Co. Inc., 3 USP@d 1553
(TTAB 1987). W find that this is such a case, for the
foll owi ng reasons.

First, we find that the wording in registrant’s mark

EMOTI ON PICTURES, is highly distinctive and that it thus
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serves a strong source-indicating function.?®
Not wi t hst andi ng regi strant’s discl ai mer of PICTURES, we

find that EMOTION PICTURES is a cleverly-constructed (and

arguably unitary) phrase. It transforns a termwhich is
generic as applied to the registrant’s services, i.e.,
“notion pictures,” into a witty and nenorabl e doubl e

ent endre whi ch suggests both notion pictures thensel ves and
the enotions that such notion pictures can evoke in the
audi ence. Applicant argues that because notion pictures
can evoke enotions, EMOTI ON PI CTURES is “descriptive” of
registrant’s (and applicant’s) services.’” In nmaking this
argunent, applicant either fails to appreciate or ignores

t he obvi ous doubl e entendre nature of the phrase.

® This case thus is distinguishable fromlIn re Electrolyte
Laboratories Inc., 929 F.2d 645, 16 USP@d 1239 (Fed. Cir. 1990),
a case upon which applicant places great reliance. |In that case,
the literal portion of the mark was highly descriptive of the
goods. The design elenent of the mark therefore was found to
contribute relatively nore to the mark’s comercial inpression

" To the extent that applicant is arguing that the wording
EMOTI ON or EMOTION PICTURES in the cited registered mark is
nmerely descriptive and that the mark therefore should not have
been registered without a disclainmer of that wording, we note
that, aside fromits unpersuasi veness, such argument constitutes
an inmperm ssible attack on the validity of the cited registration
whi ch cannot be entertained in the context of this ex parte
proceeding. See In re Dixie Restaurants, 105 F.3d 1405, 41
UsP@d 1531 (Fed. Gr. 1997); In re C F. Hathaway Conpany, 190
USPQ 343 (TTAB 1976); TMEP 81207.01(d)(iv). Al so, applicant’s
voluntary disclainer (in its own application) of the wording
EMOTI ON PI CTURES is not evidence that this phrase is nerely
descriptive, nor does it have any effect on our |ikelihood of
confusion analysis. See In re MZ Conmmunications Corp., 21
UsP@d 1534 (Commir Pats. 1991); TMEP §1213. 01(c).

10



Ser. No. 76350858

Second, al though we cannot and do not ignore the
design elenent in the cited registered mark, we find that
it contributes relatively less to the mark’s conmerci al
i npression than does the wording in the mark. The design
element is highly stylized, alnost abstract.® 1t is not
easy to verbalize, or even to understand, just what it is
that the design depicts and what it means. Purchasers, who
utilize the mark as a neans of identifying and
di stingui shing the source of the services, will nore
readi |y perceive, understand and recall the wordi ng EMOTI ON
PI CTURES than they will the design elenment. The design
el enent serves as a decorative (al beit evocative)
background for that wording.

For these reasons, we find that it is the wording in
the cited regi stered mark which plays the greater source-
indicating role in the mark’s comrercial inpression, and we
therefore accord to it greater weight in our conparison of
applicant’s and registrant’s marks. See In re National

Data Corp., supra.

8 As noted above, the “Description of Mark” statement in the
registration states that the non-literal portion of the mark
depicts “a fanciful design of a strip of filmwith a projection

camera lens.” O course, purchasers viewing the mark are not
privy to this statenent in the registration, and they therefore
will not be aided by it in their efforts to perceive or

understand what it is that the mark depicts.

11
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Turning now to that conparison, we find that
applicant’s mark is identical to the cited registered nmark
in ternms of appearance, sound and connotation to the extent
that both marks include the phrase EMOTI ON PI CTURE(S). The
marks are visually dissimlar to the extent that the cited
regi stered mark includes a design elenent, and applicant’s
mark includes the house mark MEDUSA. Likew se, the
presence of the word MEDUSA in applicant’s mark renders the
mar ks non-identical in ternms of pronunciation and
connot ati on.

Viewing the marks in their entireties, we find that
the simlarity between the marks which arises fromthe
presence in both marks of the distinctive, double entendre
phrase EMOTI ON PI CTURE(S) outwei ghs the points of
dissimlarity between the marks. First, the fact that
applicant’s mark uses the singular PICTURE while
registrant’s mark uses the plural PICTURES does not serve
to distinguish the marks’ overall commercial inpressions in
any neani ngful way. Second, as discussed above, the design
elenment in the cited registered mark is subordinate to the
wor di ng EMOTI ON PI CTURES in the overall conmmerci al
i npression of the mark; it plays nore of a background role
in the mark’s commercial inpression. Although we do not

ignore the design elenment, we find that its presence in the

12
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regi stered mark does not suffice to distinguish the two

mar ks when they are viewed in their entireties. Purchasers
encount eri ng goods and services sold under marks which both
i nclude the distinctive wordi ng EMOTI ON PI CTURE(S) are
likely to m stakenly assune that a source connection
exists, even if one of the nmarks has the design el enent and
t he ot her does not.

Finally, we find that applicant’s inclusion in its
mark of the house mark NMEDUSA does not elimnate the
confusing simlarity between the marks which arises from
the presence in both marks of the distinctive wording
EMOTI ON PICTURE(S). The addition of a house mark or trade
nane to one of two otherw se confusingly simlar marks
general ly does not serve to avoid a |ikelihood of confusion
bet ween them except (1) where there are other recognizable
and significant differences between the marks, such that
the addition of the house mark is enough to render the
mar ks as a whol e di stinguishable, or (2) where the wording
which is common to both nmarks is nerely descriptive of the
goods or services, or is otherw se lacking in source-
indicating significance. See In re Hill-Behan Lunber
Conpany, 201 USPQ 246 (TTAB 1978); Envirotech Corporation
v. National Service Industries, Inc., 197 USPQ 292 (TTAB

1977); In re C F. Hathaway Conpany, 190 USPQ 343 (TTAB

13
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1976); see also J. Thomas McCarthy, MCarthy on Trademarks

and Unfair Conpetition at §23:43 (4'" ed. June 2001).

Nei t her exception applies in this case. As discussed
above, the differences between the marks (i.e., the
si ngul ar PICTURE versus the plural PICTURES, and the
presence of the design elenment in the registered nark) are
not so significant in thenselves that the addition of the
house mark renders the marks as a whol e di stingui shabl e.
Li kew se, as di scussed above, the wordi ng EMOTI ON
PICTURE(S) in the two marks is not descriptive but rather
is distinctive; applicant’s addition of its house mark to
this distinctive wording does not distinguish the marks as
a whol e.®

For these reasons, we find that applicant’s mark is
nore simlar than dissimlar to the cited registered mark
Applicant’s mark certainly is sufficiently simlar to the
cited registered mark that source confusion is likely to
result fromthe use of these marks on the identical and

closely rel ated goods and services involved herein. See

® Applicant argues that its mark, unlike the cited registered
mar k, connotes the “enotion picture” of a particular individual
i.e., Medusa. W find this argunent to be wholly unpersuasive.
Applicant’s mark i s MEDUSA EMOTI ON Pl CTURE, not the possessive-
form MEDUSA' S EMOTI ON PI CTURE. Mbreover, it is highly unlikely
that consumers woul d assune that there is an actual person
(unflatteringly) named Medusa who possesses or is the source of
the “enotion picture,” nmuch less that it is the mythical gorgon
hersel f who possesses or is the source of the “enotion picture.”

14
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Century 21 Real Estate Corp. v. Century Life of Anerica,
supr a.

Applicant argues that there is no evidence that the
cited registered mark is fanmous, and that, by contrast, its
own MEDUSA mark and nane are fanmous. While evidence
establishing the fame of the prior registered mark woul d
wei gh heavily in support of a finding of Iikelihood of
confusion, the absence of such evidence does not weigh
agai nst a finding of |ikelihood of confusion. Moreover,
the fane of the cited registered mark is usually not a
factor in an ex parte case such as this; evidence of such
fanme (i.e., sales and advertising figures) is not readily
avai l able to the Trademark Exam ning Attorney. Finally,
applicant’s assertion that its own mark is fanobus is not
supported by the record, and any such fane woul d be
irrelevant to our |ikelihood of confusion determnation in
any event. The fifth du Pont factor requires consideration
of evidence pertaining to “the fanme of the prior mark,”
which in the context of an ex parte case neans the fanme of
the cited regi stered nark.

Applicant also contends that it “conducted a
prelimnary search of the USPTO online databases and found
204 current registrations which enploy the term EMOTI ON in

various international classes.” Applicant did not nmake any

15
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such regi strations of record, but the Trademark Exam ning
Attorney has not objected on this basis and in fact has
presented argunent as to the inport of the existence of
such registrations. W thus shall assune that applicant is
correct in its assertion that there are 204 current

regi strations of marks which enpl oy sone formof the word
EMOTI ON.

However, we are not persuaded by this “evidence” that
EMOTION is a weak or diluted termas applied to the goods
and services at issue here, or that the cited registered
mar k therefore should be accorded a narrow scope of
protection, as applicant argues. Third-party registrations
are not evidence that the marks are currently in use or
that the public is aware of them and they therefore are of
no probative value under the sixth du Pont evidentiary
factor (i.e., “the nunber and nature of simlar marks in
use on simlar goods”). See Ode Tyne Foods Inc. v.
Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir.
1992). Moreover, because none of the alleged third-party
registrations is of record, we do not know what the
regi stered marks are or what the goods and services
identified in the registrations are. Thus, we cannot

conclude that EMOTION is so highly suggestive of the goods

16
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and services involved herein that the cited registration
shoul d be accorded a narrow scope of protection.

In any event, the alleged existence of these third-
party registrations which enploy the word EMOTI ON i s besi de
the point in this case. Whatever suggestive significance
the word EMOTION, by itself, mght have as applied to
notion pictures, it is the highly distinctive double
entendre EMOTI ON PI CTURE(S), not just the word EMOTI ON,
that is at issue in this case. Thus, we disagree with
applicant’s contention that the word EMOTION is “the only
common el enent” of applicant’s mark and the cited
registered mark. Rather, the two narks share the
distinctive and unitary phrase EMOTI ON PI CTURE(S). | ndeed,
it appears on this record that applicant’s mark and the
cited registered mark are the only marks which use this
di stinctive double entendre. This fact weighs in favor of,
not against, a finding of |ikelihood of confusion.

Havi ng considered all of the evidence of record
pertaining to the relevant du Pont evidentiary factors, we
conclude that applicant’s mark so resenbles the cited
regi stered mark as to be likely, when used on or in
connection wth the Cass 9 goods identified in applicant’s
application as “video tapes containing works of fiction

nanely novies, TV novies” and the Cl ass 41 services recited

17
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in applicant’s application as “tel evision and ci nema notion
pi cture production” and “notion picture film production,”
to cause confusion, to cause m stake, or to deceive. See

Trademark Act Section 2(d), 15 U. S.C. 81052(d).

Deci sion: The Section 2(d) refusal of registration
as to Classes 9 and 41 is affirnmed. However, the
application shall proceed to publication in the Oficial
Gazette as to the goods and services in Classes 16, 35 and

38.
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