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David C. Rei hner, Trademark Exam ning Attorney, Law Ofice
111 (Craig Tayl or, Managi ng Attorney).

Bef ore Seeherman, Chapnan and Hol t zman, Adm nistrative
Trademar k Judges.

Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On January 11, 2002, Norm Reeves, Inc. (a California
corporation) filed an application, based on Section 1(a) of
the Trademark Act, 15 U.S.C. 81051(a), to register the mark
PRI CE PROTECTI ON GUARANTEE on the Principal Register for
services anended to read “autonobile deal erships” in
International Class 35. Applicant’s clained dates of first

use and first use in comerce are Cctober 15, 1985 and July

1, 2000, respectively.
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The Exam ning Attorney originally refused registration
on the grounds that (i) the phrase PRI CE PROTECTI ON
GUARANTEE, when used in connection with applicant’s
identified services, is nerely descriptive of those
servi ces under Section 2(e)(1l) of the Trademark Act, 15
U S.C. 81052(e)(1), and (ii) the phrase does not function
as a service mark to identify applicant’s autonobile
deal ershi p services under Sections 1, 2, 3 and 45 of the
Trademark Act, 15 U.S.C. 881051, 1052, 1053 and 1127.

In response, applicant argued that the slogan is
registrable as applicant’s service mark, and it is not
nmerely descriptive, but in the alternative, applicant
offered a claimof acquired distinctiveness under Section
2(f) of the Trademark Act, 15 U. S.C. 81052(f), along with
the declaration of Gary Lindman, president of Hendry
Li ndman Fel t man and Associ ates Advertising (applicant’s
primary adverti sing agency).

The Exam ning Attorney w thdrew the refusal under
Section 2(e)(1), but continued the refusal to register
based on failure to function as a service mark. He al so
found that the evidence was “inadequate to prove
di stinctiveness of the wording ‘Price Protection

Guarantee.’”
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Appl i cant again argued the slogan functions as a
service mark for applicant’s services as an inherently
distinctive mark, but in the alternative, applicant again
referenced its clai munder Section 2(f) and included
addi tional evidence in the formof a suppl enental
decl aration of Gary Lindman and the declaration of WIIliam
J. Brucker, applicant’s attorney.

The Exam ning Attorney made final the refusal to
regi ster on the basis that the phrase does not function as
a service mark pursuant to Sections 2, 3 and 45 of the

Trademark Act:?

and he took the position that applicant’s
claimof acquired distinctiveness under Section 2(f) was
“unnecessary, and has been marked surplusage” (Final Ofice
action, unnunbered page 3) because the refusal of the mark

as nerely descriptive under Section 2(e)(1) of the

Tradenmark Act had been wit hdrawn. 2

! Applicant’s assertion that there was “no refusal based on
Section 2" (brief, p. 4) is incorrect.
2 Al't hough the Examining Attorney characterized the evi dence of
acquired distinctiveness as unnecessary, it is clear that he
consi dered the evidence but found it inadequate. (See e.g.,
February 24, 2003 second Ofice action.) It is equally clear
that applicant was not deterred fromsubmtting such evidence by
the Exanmining Attorney’'s comments. Applicant submtted Section
2(f) evidence on two occasions. It argued that the phrase PRI CE
PROTECTI ON GUARANTEE functions as an inherently distinctive
service mark but, if not, that its evidence establishes that
consuners recogni ze the phrase as applicant’s service mark.
Section 2(f) is an appropriate nethod of establishing that a
mar k functions as a trademark and/or service mark. To be clear
about this record, we have considered all evidence, including
applicant’s Section 2(f) evidence, in determning this case. See
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Appl i cant appeal ed to the Board. Both applicant and
the Exam ning Attorney have filed briefs, but an oral
heari ng was not request ed.

The Exam ning Attorney’s position is essentially as
follows (brief, unnunbered pp. 2-3):

.the designation “Price Protection

Guar ant ee” does not act as a source
identifier, or service mark, for
applicant’s aut onobil e deal ershi ps.

The designation is an informtional
comercial slogan indicating that a
seller of goods will continue to offer
his products at a price advantageous to
purchasers even though the prices of
the goods may fluctuate downward in the
mar ket pl ace. Evi dence show ng use of

t he designation “Price Protection

Guar ant ee” by autonobil e deal ers, as
well as retailers of non-autonotive
products, as wording representing a
commercial prom se nmade to their
custoners was submitted.... Applicant’s
comercial promse is that if, after
the sale of a vehicle, the purchaser
finds a simlar vehicle sold by another
aut onobil e dealer at a | ower sales
price, applicant will either pay the
purchaser the price difference between
the vehicles or repurchase the vehicle
fromhim Because the designation
“Price Protection Guarantee” identifies
a sales inducenent, inthat it is a
comercial promi se for |owpriced
autonobiles, it does not act as a
source identifier for applicant’s

servi ces.

In re Omens-Corning Fiberglas Corp., 774 F.2d 116, 227 USPQ 417,
422 (Fed. Cir. 1985)(“We see no reason in law or policy to
prohibit OCF s attenpted reliance on Section 2(f)..")
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In support of his position, the Exam ning Attorney
submtted printouts of pages from several excerpted stories
retrieved fromthe Nexis database, and printouts from
several websites, to show that “price protection guarantee”
is a conmon commercial and informational phrase used in the
retail industry. Exanples of these uses of the phrase as a
comon mer chandi si ng sl ogan are reproduced bel ow

Headline: Sun TV Is Bullish About Its
Future

.And on Friday, it extended new price-
protection guarantees and ot her
custoner-service initiatives to its

Cl evel and-area stores. “W have a
third-party conmpany clip our national
conpetitors’ ads,” May said. “If you
bought a television for $100 at Sun and
then we saw.... “The Plain Dealer,”
Cct ober 19, 1997;

Headl i ne: PE Makers Expected To Stand
Firm On | ncreases

..Several PE makers already have revoked
30- or 60-day price protection

guar ant ees extended to sone buyers,

i ndustry sources said. “Plastics
News, ” January 29, 2001,

Headl i ne: Torch Bearers; National

Sal es and Marketing Awards

..canpai gn to tackle buyers’ fears with
a “What’ s stopping you? W gochta [sic]
covered!” thenme. The plan offered
consuners innovative assistance
prograns, such as price protection
guarantees for buyers who had to sel
their existing hones, firm base prices
on standard fl oor plans, ... “Builder,”
March 1, 2002;
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Headline: The AOd Pillars of New
Ret ai | i ng

.custonmers can return a bike within 30
days and exchange it for another) and a
90-day price protection guarantee (if a
buyer finds the sanme bike in
Connecticut at a lower price within 90
days, ... “Harvard Busi ness Review,”
April 2001,

Headl i ne:  Turning Phil adel phia Into a
Three-Chain Aftermarket; Royal Auto
Suppl y

.Sunday, Royal runs a full page ad in
t he Phil adel phia Enquirer which
includes the “We're Sensitive” notto,
and Royal’s “Price Protection”

guar ant ee.

The Price protection guarantee states
that Royal “w Il not be undersold. W
wi |l nmeet any conpetitor’s price on any
itemwe carry.” ... “Hone & Auto,”
August 1, 1985;

Sept enber 19, 2002 CarsDirect.com
Keeps Consuners Up to Speed on Best
Mont hly Vehi cl e Bargai ns; Online
Leader’s Pricing Experts Hel p Shoppers
Locate Top Bargains at Cuaranteed
Upfront Prices

.CarsDirect is the only multi-brand car
buyi ng website offering this |evel of
real -worl d price precision
“CarsDirect.comis commtted to naking
the online car buying process easy,
fast and convenient,” said Bob Brisco,
CEOQ, CarsDirect.com “By keeping
consuners current on every avail abl e
rebate and programright on our
website, we are elimnating what has
hi storically been the nbst nysterious
el enent of the buying process--pricing.
Coupl ed with our unique Price
Protection Guarantee, this benefit
assures our custoners that they are
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getting the best possible price on the
cars they buy.”
www. wosf magazi ne. com

Technol ogy Pipeline Inc. Catal og
Not ebooks ... Desktop Conputers
Printers ...M scellaneous No price
protection guarantee avail abl e.
www. f ut ur et echdesi gns. com

Gaffiti Audio-Video

Guar ant ee

Price Protection CGuarantee

We GUARANTEE our prices for 100 Days
within a 100 Mle Radius with a 100%
Sati sfaction Guarantee you' |l have the
| owest price in the area -- including

prices fromBest Buyl, Grcuit Ctyl,
or any other so-called discount outlet!
www. graf fitiaudi o.com

Norris MbtorSports

Experience The Norris Mtor Sports

Edge!

-Best Price Protection Guarantee on New
and Used Motorcycles, ATVs, Jet Skis or
Scooters

WWW. norrisntrsports. com

Yark Aut onotive G oup

Cust oner Support

Lowest New Car Prices -- Cuaranteed
Sinmply put, at Yark Autonotive G oup
you || save noney. W guarantee it in
witing. Wth our 110% Price
Protecti on Guarantee you can buy wth
conpl ete confidence, know ng that you
paid the absolute | owest price for your
new vehi cl e.

www. yar kaut o. con

West on- on-t he- Wb

Ri ck Case Honda

Lowest Price Protection Guarantee

If you find some New Civic or Audi

wi thin 3 days of purchase, we wll pay
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the difference or buy your car back...
www, west onont heweb. com

Wi t aker Bui ck Jeep
Why Buy From Whitaker Buick Jeep

4. Price protection guarantee on new
vehi cl es...
www. whi t aker aut 0. com

Seni or Tinmes Financial Forum

Good Buying Tips for Everyone

..Busi nesses set their own prices. It
is your job to shop around and conpare,
not just conplain later if you discover
t he product cheaper sonmewhere el se.
(Ask if the seller offers a “price
protection guarantee.” Not every store
does.)

www. t hef | ashes. net; and

El co Chevrol et
110% Price Protection Guarantee
Certain Restrictions Apply...
www. el cochevy. com
In addition, the Exam ning Attorney requested that the

Board take judicial notice of Webster’s Third New

International Dictionary (1993) definition of “guarantee”

as “3c. an expressed assurance of satisfaction with a
definite prom se of purchase noney to be returned or goods
to be replaced or other specified assurance.” The request
is granted. See TBWP 8704.12 (2d ed. rev. 2004).

Applicant essentially contends that the proposed mark
makes a comerci al inpression separate fromthe other
elenments in the material in which the mark is used, thereby

creating the necessary nexus between the mark and the
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services; that this mark is distinct fromthe car
descriptions, assurances of quality and price quotes al so
found in the advertisenents; that the phrase will be
recogni zed by consuners as a source identifier; that
applicant’s mark is not an informational slogan and, in any
event, slogans are not per se unregistrable; that
applicant’s mark, as used, stands independent of other
textual or spoken material in both print and in broadcast
advertisenments; that the Exam ning Attorney’s evidence of
use of the phrase “PRI CE PROTECTI ON GUARANTEE’ does not
show wi de and descriptive use in the autonobile sales
market (wth only a few stories and websites relating to

t he autonobile sales industry); that, in any event,
applicant has taken action against other users of the
phrase in the car sales industry in the formof cease and
desist letters and obtaining a license agreenent with a
particular licensee; that applicant’s use is valid service
mark use as a source identifier; that to the extent the
mark is a “commercial promse,” it distinguishes applicant
from ot her autonobil e deal erships as applicant assures the
custoner that applicant’s price will not exceed prices from
ot her deal ershi ps and, therefore, applicant has created a
source identifying mark; that the mark is inherently

distinctive, but if not, then it has acquired
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di stinctiveness as shown by applicant’s evidence; and that
t he phrase “PRI CE PROTECTI ON GUARANTEE” is not an
i nformational slogan, but rather serves the source-
identifying function of a service mark which has achi eved
an acquired distinctiveness for applicant’s services.
Applicant submtted dictionary definitions of the
words “price,” “protect” and “guarantee”; and as we noted
earlier, the declaration and suppl enental declaration, each
wi th exhibits, of Gary Lindman, president of Hendry Lindman
Fel tman and Associ ates Advertising, applicant’s primry
advertising agency; and the declaration, with exhibits, of
WIlliamJ. Brucker, applicant’s attorney.

Applicant’s specinen is reproduced bel ow

California’s €&Z2» Center.
e BODD .

- SPORTUTILITY VALUES || @V @iy
r‘“‘- 'LINITED TERM FINANGING B tﬁ\
- Huge Discounts

- Competitive Trade-In
Allowances
2002 Thunderbird
SEE IT NOW!

« onapproved credit
% ON 2%%1 RODEOS &
APR "2002 AXIOMS
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The asserted mark PRI CE PROTECTI ON GUARANTEE appears
inthe circle in the center of the specinen advertisenent.
The wording in the black outer ring of the circle reads
“See Us First - See Us Today - See Us First - See Us
Today”; and the wording inside the circle bel ow the words
“Price Protection Guarantee” reads “If you can find the
sanme Ford, Lincoln, Mercury or Isuzu for less within 3
days, Cerritos Ford, Lincoln, Mercury, Isuzu will pay you
the difference or buy your vehicle back.”

In the declaration of Gary Lindman, he avers that he
has been the active account manager for applicant’s
advertising since 1990; that since at |east 1989 and
continuously since that date, “PRI CE PROTECTI ON GUARANTEE”
has been a “key marketing platforni for applicant
(paragraph 5); that in print and broadcast nedia the mark
PRI CE PROTECTI ON GUARANTEE i s highlighted and made to stand
out; that consunmers encounter applicant’s mark PRI CE
PROTECTI ON GUARANTEE i n applicant’s brochures and si gnage
at its autonobile deal erships; that one of applicant’s
deal ershi ps, Norm Reeves Honda Superstore, is nationally
known and was recogni zed by the Honda Corporation as the
nunber one Honda deal ership for the el eventh consecutive

year in 2001; that applicant has obtained a California

11
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state registration of PRI CE PROTECTI ON GUARANTEE:; ° t hat
applicant advertises through television, radio and
newspapers; that applicant’s Cerritos, California

deal ershi p al one spends about $1.25 million in
advertisenents annually, and two other |ocations (West
Covi na and Huntington) spend an additional $480, 000
annual ly each in advertising; that the mark PRI CE
PROTECTI ON GUARANTEE is “featured, shown or nentioned in

95% of all ads of Norm Reeves, Inc.” (paragraph 8); and
that applicant has utilized the mark PRI CE PROTECTI ON
GUARANTEE i ndependent of the verbiage as it appears on the
speci nen.

WIlliamJ. Brucker avers in his declaration that
“Applicant regularly polices its marks in the marketpl ace,
and continually nonitors the marketplace for infringing
activity” (paragraph 3); that he has forwarded “nunerous
cease and desi st demands to other deal erships in the
mar ket pl ace on behalf of Applicant in relation to a nunber

of its trademarks, including PRI CE PROTECTI ON GUARANTEE”

(paragraph 3);% and that applicant (as licensor) and D. H H.

% Astate registration is inconpetent to establish that the mark
shown therein has ever been used, or that the mark is entitled to
Federal registration. See TBMP §704.03(b)(1)(A) (2d ed. rev.
2004), and the cases cited in footnote 151 therein.

“ M. Brucker gave three specific exanples, with one deal ership
witing to say it would refrain fromusing the term PRI CE
PROTECTI ON GUARANTEE, one denyi ng applicant had exclusive rights

12
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LLC, dba David Hobbs Honda (as |icensee) executed a
“Trademark and Copyright License Agreenent” dated June 7,
2000, regarding use of the mark PRI CE PROTECTI ON GUARANTEE
for autonobile sales and | easing services in Wsconsin,
II'linois and I ndi ana.

Use of a designation to convey adverti sing
information, rather than to identify and indicate the
source of the services, is not service mark use. See TMEP
8§1301.02(a) (3d ed. 2002), and cases cited therein. The
determ nati on of whether an asserted mark functions as a
service mark depends upon how it is used and how potenti al
purchasers will perceive it. See In re Information
Builders Inc., 213 USPQ 593 (TTAB 1982).

Merely because a termor phrase is used in advertising
does not nean that consuners will perceive it as a
trademark or service mark. As explained by our primry
reviewing court in In re Bose Corp., 546 F.2d 893, 192 USPQ
213, 215 (CCPA 1976):

The Trademark Act is not an act to
regi ster nere words, but rather to

regi ster trademarks. Before there can
be registration, there nust be a
trademark [or service mark], and unl ess

wor ds have been so used they cannot
qualify. 1Inre Standard Ol Co., 47

but electing to discontinue use for business reasons, and one not
respondi ng, but assertedly nodifying its advertisenents.

13
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CCPA 829, 275 F.2d 945, 125 USPQ 227
( CCPA 1960) .

Based on the record before us, we find that the phrase
“Price Protection Guarantee” is used as an informational
phrase in retail selling in general.® The evidence shows
that the phrase is used by nerchants as a way to assure
consuners that they will get the best price on a product or
a service. Thus, we find that applicant’s applied-for
phrase PRI CE PROTECTI ON GUARANTEE is not inherently
distinctive. The only renaining question is whether
applicant’s use of this comobn phrase has caused consuners
to perceive it as a service mark for applicant’s autonobile
deal er shi ps.

There is evidence fromapplicant’s primary
advertising agency that PRI CE PROTECTI ON GUARANTEE has been
used by applicant since 1989 in advertisenents in
newspapers, and on the radio and tel evision; and that
appl i cant expended significant anobunts of noney on those
advertisements. However, upon review of such

advertisenments (including applicant’s specinen), we find

> W note applicant’s contention that the Exam ning Attorney’ s
evi dence of uses of “price protection guarantee” in relation to
any goods or services other than autonobile deal erships is
irrelevant. W disagree; and we have considered all of the

evi dence subnitted by the Exami ning Attorney because the uses of
“price protection guarantee” in relation to other goods and
services are relevant to ascertain how consuners perceive the
phr ase.

14
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that these uses do not convey to the purchasing public that
PRI CE PROTECTI ON GUARANTEE is a service mark identifying
applicant’s autonobil e deal erships. The wordi ng PRI CE
PROTECTI ON GUARANTEE i n t he newspaper advertisenents al nost
al ways appears as NORM REEVES PRI CE PROTECTI ON GUARANTEE i n
the sane type size and font and on a single line. Even if
it appears on nultiple lines, it is the sane font and si ze.
As a result, the words PRI CE PROTECTI ON GUARANTEE do not
stand out as a separate service mark, but woul d be
percei ved by consuners only as a benefit offered by the
Nor m Reeves deal ershi ps.

In applicant’s signage and the posters at its
deal ershi ps, the phrase PRI CE PROTECTI ON GUARANTEE al so
appears in the sanme type font and size as NORM REEVES, but
Wi th an inconsistent pattern of separations of the words.
(For exanpl e, NORM REEVES PRI CE PROTECTI ON GUARANTEE all on
one line; line 1 NORM REEVES HONDA, line 2 PRI CE
PROTECTI ON, |ine 3 GUARANTEE; line 1 NORM REEVES PRI CE,
| i ne 2 PROTECTI ON GUARANTEE.) Again, consunmers view ng
t hese uses woul d not recogni ze PRI CE PROTECTI ON GUARANTEE
as a separate service mark.

Applicant’s advertising agent’s exanples of television
and radi o advertisenents |ikew se show use of the phrase

PRI CE PROTECTI ON GUARANTEE in a merely informational

15
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manner. For exanple, one script includes the audio
statenents “Your special |ow price is backed by the
superstores’s exclusive price protection guarantee!” and
“Plus you' Il get a |l ow price guaranteed,” while graphics on
screen show “ PRI CE PROTECTI ON GUARANTEE” with the

expl anation thereof in smaller print below (Lindman

decl aration, Exhibit 3.) Another television script has the
followng: SFX Cars racing by -- “The | owest interest
rates in years! And the Norm Reeves price protection
guarantee!”; and a radio script has: SFX Another big
crowd cheer/cars racing by — “And don’t forget the Norm
Reeves price protection guarantee!” (Lindman suppl enent al
decl aration, Exhibits 6-8.)

These uses show that the phrase PRI CE PROTECTI ON
GUARANTEE is informational in nature and would be so
percei ved by consuners. W particularly note that many of
the uses of record herein include NORM REEVES with the
appl i ed-for phrase PRI CE PROTECTI ON GUARANTEE, and it is
the former that would be perceived as a service mark. W
are m ndful that applicant’s advertising agent has averred
to applicant’s significant advertising expenditures, but
expendi tures al one do not prove recognition by the public
of the phrase as a service mark for applicant’s autonobile

deal erships. G ven the manner in which the phrase PRI CE

16
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PROTECTI ON GUARANTEE i s used in applicant’s advertising, as
exenplified by the exhibits submtted with M. Lindman’s
decl arati ons, even significant exposures of such
advertising to the public would not result in consuners’
vi ewi ng PRI CE PROTECTI ON GUARANTEE as a mark for
applicant’s autonobil e deal ership services. See In re
Vol vo Cars of North Anerica Inc., 46 USPQ2d 1455 (TTAB
1998) (DRI VE SAFELY for autonpbiles and structural parts
therefor held not to serve to indicate origin of the
goods); In re Manco Inc., 24 USPQ2d 1938 (TTAB 1992) ( THI NK
GREEN and design for various paper products and
weat herstri ppi ng products held not to serve to indicate
origin of the goods); and In re Wakefern Food Corp., 222
USPQ 76 (TTAB 1984) (WHY PAY MORE! for supermarket services
found not nerely descriptive, but held not to indicate
origin of the services).

Deci sion: The refusal to register under Sections 2, 3
and 45 of the Tradenmark Act on the basis that the mark

does not function as a service mark is affirned.

17



