THIS DISPOSITION
IS NOT CITABLE AS
PRECEDENT OF
THE TTAB

Mai | ed: April 29, 2005

UNI TED STATES PATENT AND TRADEMARK OFFI CE
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Paul W Koda of Koda Law Firmfor Gowth Strategies, |Inc.

Mary Boagni, Trademark Exam ning Attorney, Law Ofice 114
(K. Margaret Le, Managi ng Attorney).

Before Hairston, Walters and Bucher, Adm nistrative
Trademar k Judges.

Opinion by Walters, Adm nistrative Tradenmark Judge:

Gowh Strategies, Inc. has filed an application to
regi ster on the Principal Register the mark HUMAN CAPI TAL
CAPABI LI TY SCORECARD for *“busi ness managenent consul tation
services,” in International Oass 35.1

The exam ning attorney has issued a final refusal to

regi ster, under Section 2(e)(1l) of the Trademark Act, 15

! Serial No. 76362314, filed January 24, 2002, based on an allegation of
a bona fide intention to use the mark i n conmerce.
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U S C 1052(e)(1), on the ground that applicant’s mark is
merely descriptive in connection with its proposed services.

Appl i cant has appeal ed. Both applicant and the
exam ning attorney have filed briefs, but an oral hearing
was not requested. W affirmthe refusal to register.

The exam ning attorney contends that the mark is nerely
descriptive because it “conveys that the applicant’s
busi ness consul tation services feature the use of and
provide to custoners a scorecard to assess the human capital
capability of other businesses” (brief, pp. 2-3). The
exam ning attorney stated that “a scorecard ...is a way in
whi ch sonet hing can be neasured and is a termused in the
busi ness context” (brief, p. 3); that applicant’s mark is
sinply a conbination of nerely descriptive words that, when
considered inits entirety, is also nerely descriptive and
creat es nothing incongruous or novel.

I n support of her position, the exam ning attorney
subm tted excerpts fromapplicant’s Internet web site and a
third-party Internet web site that applicant clarified is
its joint venture partner; excerpts froma third-party
Internet web site; the results of an Internet search using
the Googl e search engine; third-party registrations;

dictionary definitions of “human,” “capability” and
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| ”2: and excerpts of articles retrieved fromthe

“capita
Lexi s/ Nexi s dat abase.

Appl i cant contends that its mark is not nerely
descriptive; that the phrase conprising the mark “coul d

suggest services in a variety of fields,” for exanple, a
phi | ant hropi ¢ organi zati on or corporate educati onal services
(brief, p. 3); that the exam ning attorney has dissected the
mark, noting in particular that “scorecard” is an
i ncongruous sports-related termin connection with both the
term “human capital capability” and the identified services.
The test for determ ning whether a mark is nerely
descriptive is whether it imrediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re
Engi neering Systens Corp., 2 USPQR2d 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find that a mark is nerely

descriptive, that the mark describe each feature of the

goods or services, only that it describe a single,

2 The American Heritage Dictionary of the English Language (3'% ed. 1992)
defines, in pertinent part, “human” as “of, relating to, or

characteristic of hunan beings”; “capital” as “an asset or advantage”
and “capability” as “a talent or ability that has potential for

devel opnent or use .. the capacity to be used, treated, or devel oped for
a specific purpose.” Additionally, we take judicial notice of the

rel evant definition in Merriam Wbster's Col |l egiate Dictionary (11'" ed
2003) of “scorecard” as “a report or indication of the status, condition
or success of sonething or soneone.”
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significant quality, feature, etc. In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985).

The exam ning attorney bears the burden of show ng
that a mark is nerely descriptive of the identified goods
or services. See Inre Merrill, Lynch, Pierce, Fenner,
and Smith Inc., 828 F.2d 21567, 4 USPQRd 1141, 1143 (Fed.
Cir. 1987). 1In this regard, we now consi der the evidence
submtted in support of the refusal. First, we |ook at
the excerpts fromapplicant’s web site (www. growt h-
strategies.con), which includes the foll ow ng statenents:

Appl i cant describes itself as “a | eader in the
field of business, organization and personal
devel opnent. The principals of [applicant] have
been devel opi ng successful growmh strategies for
profit making organi zati ons, nonprofit

organi zations and individuals for over forty
years.”

“We create neasurenent systens that enable our
clients to identify and focus on their human
capital capability and its link to outcones ..
“Human capital has becone the key el enent in
creating and sustaining value in business. ..For
human resources to transformto a truly strategic
rol e, HR professionals nust be able to neasure
performance and to link HR s contribution to the
m ssion of the organization. The HR Scorecard is
a managenent systemfor filling the gap between
what is usually neasured in HR and what is
actually essential to the firm”

“The ideal scorecard for an HR neasurenent system
will include four thenes ..~

“An HR Scorecard neasurenent systemidentifies in
quantitative terns the gap between current and
ideal HR architecture, and it provides data for

ei ther an operational or strategic cost-benefit
anal ysis.”



Serial No. 76362314

“Most organi zations don’t neasure their human
capital capability — the overall capacity of their
people to affect the ‘bottomline.’”

The follow ng statenents fromthe web site of applicant
and/or its joint venture partner, are used in connection
wi th pronotion of the HUVAN CAPI TAL CAPABI LI TY SCORECARD
servi ces:

“The nost significant source of wealth creation
i nsi de busi nesses today is human capital — the
col l ective skills and knowl edge of enpl oyees.”

“The application of our HCCS tools (including a
stream ined series of interviews and surveys)
allows us to devel op — sinultaneously — an
accurate view of a client’s overall human capital
capability as well as a detailed view of
capabilities for each specific factor area that
directly affects human capital capability.
(ltalics in original.)”

“After all data gathering is conplete, this
information is presented to the client in the form
of a custom zed HCCS report that includes a
capability score for the three mgjor tiers as well
as specific factor areas, a conparison of these
scores to benchmarked norns, identification of key
i nkages to internedi ate and financial outcones,
and specific recommendations for inprovenent.”

The exam ning attorney al so submtted an excerpt from
a University of Mssouri Internet web site
(www. out reach. mi ssouri . edu/ boone/ B& / busi nessprog).® A
section titled “Progranms of the M ssouri Small Business

Devel opnent Center,” includes the follow ng entry:

3 The results of a Google search for “human capital capability
scorecard,” submitted by the exam ning attorney, refer primarily to
applicant or its joint venture partner and, thus, this evidence does
not support the examining attorney’s position
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Bal anced Scor ecar ds

Large corporations have used bal anced scorecards
for years to inprove their performance and achi eve
their strategic goals. The MO SBDC s nine-step
process hel ps small er conpanies create a scorecard
and enjoy the benefits of inproving comunication,
al i gni ng work throughout the conpany, executing
their strategic plan and neasuring performance

wi th a bal anced set of netrics.

The exam ning attorney’s search of *business
scorecard” in the Lexis/Nexis database includes the
foll owi ng rel evant excer pts*:

“...the fact of the matter is Gaston scored hi gher
on Associ ated I ndustries of Florida s business
score card than Al lan Bense and J.D. in 2000.”

[ The Ledger (Lakeland FL), June 10, 2002.]

“SMALL- BUSI NESS SCORECARD — 9 A M — Menbers of
Congress host a news conference to rel ease a
report, ‘Scorecard Il: How Federal Agencies
Continue to Fail Anerica s Small Businesses.”
Location: Capitol, House Triangle. [The

Washi ngton Ti nes, Septenber 6, 2001. ]

“As for a business scorecard, on the failure side

was right-to-work | egislation, a small enpl oyer

heal th insurance reformact, franchise tax relief

and other tax incentives.” [The Daily Gkl ahoman,

June 1, 2000. ]

O the third-party registrations submtted by the
exam ni ng attorney, seven registrations are for marks that
i nclude the term HUVAN CAPI TAL in connection w th business
managenent services, and each registration is either on

t he Suppl enental Regi ster or contains a disclainer of

4 Wile the exam ning attorney’ s search strategy showed that 109 itens
were retrieved, the ones printed and nade of record are nostly fromwire
services and, thus, are of mnimal probative value in determning the
public’'s exposure to the use of the termat issue. The only renaining
and rel evant excerpts are shown herein
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HUMAN CAPI TAL; four registrations are for marks that

i nclude the term SCORECARD for business-rel ated goods and
services, and each registration is either on the

Suppl enental Regi ster or contains a disclainer of
SCORECARD; and one registration is for a mark that

i ncl udes the phrase | NNOVATI VE CAPABI LI TI ES ENHANCEMENT
for industrial managenent assistance services, and the
phrase is disclained.

As applicant correctly states, when the mark invol ves
nmore than a single term we nust consider whether the mark
as a whole is nerely descriptive and not just the
i ndi vi dual elenents. 1In re Oppedahl & Larson LLP, 373
F.3d 1171, 71 UsPQ@d 1370, 1372 (Fed. Cir. 2004). As the
Court stated in that case:

The PTO nmay properly consider the neani ng of

‘patents’ and the neaning of ‘.com wth respect

to the goods identified in the application.

However, if those two portions individually are

nmerely descriptive of an aspect of appellant’s

goods, the PTO nust al so determ ne whether the

mark as a whole, i.e., the conbination of the

i ndi vi dual parts, conveys any distinctive source-

identifying inpression contrary to the

descriptiveness of the individual parts.

When two or nore descriptive terns are conbi ned, the
determ nati on of whether the conposite mark al so has a
descriptive significance turns on the question of whether
t he conbi nation of ternms evokes a new and uni que commer ci al

i npression. |f each conponent retains its descriptive

significance in relation to the goods or services, the
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conbination results in a conposite that is itself
descriptive. See, e.g., In re Tower Tech, Inc., 64 USPQRd
1314 (TTAB 2002) [ SMARTTONER nerely descriptive of
commercial and industrial cooling towers]; In re Sun

M crosystens Inc., 59 USPQ2d 1084 (TTAB 2001) [ AGENTBEANS
merely descriptive of conputer prograns for use in

devel opment and depl oynent of application prograns]; In re
Put nam Publ i shing Co., 39 USPQ2d 2021 (TTAB 1996) [FOOD &
BEVERAGE ONLINE nerely descriptive of news information
services for the food processing industry]; and In re
Copytele Inc., 31 USPQ2d 1540 (TTAB 1994) [ SCREEN FAX PHONE
nmerely descriptive of facsimle term nals enpl oyi ng

el ectrophoretic displays].

In the case before us, as quoted above, applicant
itself defines the term“human capital” as “the collective
skills and know edge of enpl oyees”; and defines the term
“human capital capability” as “the overall capacity of
[applicant’s clients’] people to affect the ‘bottomline.””
As such, the ternms “human,” “capital” and “capability” are
used for their ordinary neani ngs as defined herein and are
merely descriptive in connection with the identified
services. Further, and also in the context of applicant’s
identified services, both the terns “human capital” and
“hurman capital capability,” as applicant uses them are

merely descriptive.
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Applicant further describes its services as “creat[ing]
measur enent systens that enable our clients to identify and
focus on their human capital capability and its link to

outcones...” As the term*“scorecard” is defined, its
applicability is broader than nere applicability to sports.
The use of “scorecard” to refer to the results of
applicant’s analysis of the “capability” of a client’s
“human capital” is nerely descriptive of applicant’s report
regarding the condition of the client’s organization. Qur
findings are reinforced by the evidence of business-rel ated
descriptive use of the term*®“scorecard” in the Lexis/Nexis
excerpts and in the third-party registrations, as well as
the apparently descriptive use of “human capital” in the
third-party registrations.?®

Moreover, we find the mark as a whol e, HUMAN CAPI TAL
CAPABI LI TY SCORECARD, to be as descriptive of applicant’s
services as the individual words. Applicant does not
suggest with any particularity that the conbination of the
i ndi vidual ternms evokes a new and uni que conmerci al
i npression, nor do we find that it does. W find that the
mark in its entirety is nerely the sumof its nerely

descriptive conponents and is equally nerely descriptive in

connection with applicant’s identified services.

51t is immterial that some of the uses of “scorecard” in the evidence
show it as two words, i.e., “score card.”
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Contrary to applicant’s contention that the connotation
of its mark i s anbi guous when considered in the abstract, it
is settled that “[t] he question is not whether soneone
presented with only the mark coul d guess what the goods or
services are. Rather, the question is whether soneone who
knows what the goods or services are will understand the
mark to convey information about them” |In re Tower Tech
Inc., 64 USPQRd 1314, 1316-17 (TTAB 2002); see also In re
Patent & Trademark Services Inc., 49 USPQd 1537 (TTAB
1998); In re Hone Buil ders Association of Geenville, 18
USPQ2d 1313 (TTAB 1990); In re American G eetings
Corporation, 226 USPQ 365 (TTAB 1985); and In re Recovery,
196 USPQ 830 (TTAB 1977).

I n concl usion, when considered in connection with
applicant’s services, the term HUMAN CAPI TAL CAPABI LI TY
SCORECARD i nmedi ately descri bes, w thout conjecture or
specul ation, a significant feature or function of
applicant’s services, nanely that a significant aspect of
appl i cant’ s busi ness managenent consultation services
i nvol ves an analysis and report in the formof a “scorecard”
of the “capability” of a client’s “human capital.” Nothing
requi res the exercise of imagination, cogitation, nental
processing or gathering of further information in order for
purchasers of and prospective custoners for applicant’s

services to readily perceive the nerely descriptive

10
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significance of the term HUMAN CAPI TAL CAPABI LI TY SCORECARD
as it pertains to applicant’s services.
Deci sion: The refusal under Section 2(e)(1l) of the Act

is affirned.
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