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Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Charter One Financial, Inc. has filed an application to
regi ster the mark "BUSI NESS ONE REWARDS" for "banking services."’

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the grounds
that applicant's mark, when used in connection with its services,
so resenbl es each of the follow ng marks, which are owned by

different registrants, as to be likely to cause confusion, or to

' Ser. No. 76/362,677, filed on January 25, 2002, which is based on an
all egation of a bona fide intention to use the mark in commerce. The
wor ds "BUSI NESS' and " REWARDS' are di scl ai nmed.
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cause m stake, or to deceive: (i) the mark "BUSI NESSONE," which

2

is registered for "banking services";” and (ii) the mark
"BUSI NESS REWARDS, " which is registered for "banking services,
nanmel y, | oan and checki ng account services to small businesses."’®

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusals to
regi ster.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity of the goods
and/ or services and the simlarity of the marks.® Neverthel ess,
inthis case, it is obvious (and applicant does not contend to
the contrary) that applicant's "banking services" are identical
intheir entirety to the "banking services" of one of the
registrants and are identical in part (and are otherw se cl osely

related) to the "banking services, nanely, |oan and checking

? Reg. No. 2,249,644, issued on June 1, 1999, which sets forth a date
of first use anywhere and in conmerce of March 16, 1998.

® Reg. No. 2,259,182, issued on July 6, 1999, which sets forth a date
of first use anywhere and in conmerce of Cctober 16, 1996. The word
"BUSI NESS" is disclained.

* The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunmulative effect of differences in the
essential characteristics of the goods [and/or services] and
differences in the marks."
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account services to small businesses" of the other registrant.
The respective services, therefore, would in each instance be
provi ded through the sanme channels of trade to the sane cl asses
of custoners. Plainly, if rendered under the sanme or simlar
mar ks, confusion as to the source or sponsorship of such services
woul d be likely to occur. The chief focus of our inquiry,
therefore, is on whether the marks at issue herein are so simlar
intheir entireties that their contenporaneous use woul d be
likely to cause confusion as to the source or sponsorship of the
respective banki ng services.

As a starting point for consideration of the nmarks at
i ssue, we note that our principal reviewng court in Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d 874, 23
USPQ2d 1698, 1700 (Fed. Cr. 1992), cert. denied, 506 U S. 1034
(1994), indicated that "[w hen marks woul d appear on virtually
i dentical goods or services, the degree of simlarity [of the
mar ks] necessary to support a conclusion of |ikely confusion
declines."” Applicant argues, however, that its mark is not
likely to cause confusion with either of the cited marks because,
not only are the latter marks weak, in the sense of being highly

suggestive of banking services and in common or wi despread use,”’

° Applicant also contends that the copies which it nmade of record of
"the Internet web pages fromthe web site of the owner of the BUSI NESS
REWARDS regi stration” show that such mark "is nerely descriptive ...
for goods or services involving businesses” in which "rewards are
provided to small businesses when the conpany's financial services are
used." However, as correctly noted by the Exam ning Attorney, a
contention that such mark is nerely descriptive constitutes an

i nperm ssible collateral attack on the validity of the cited
registration and will not be entertained in an ex parte appeal. See,
e.g., Inre Peebles Inc., 23 USPQd 1795, 1797 at n. 7 (TTAB 1992);
and Inre C F. Hathaway Co., 190 USPQ 343, 345 (TTAB 1976).
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such that they are only entitled to a narrow scope of protection,
but its "three-word mark BUSI NESS ONE REWARDS i s obvi ously
different fromthe one-word mark BUSI NESSONE and t he two-word
mar Kk BUSI NESS REWARDS" i n sound, appearance, connotation and
commerci al inpression

In particular, with respect to its mark and the mark
"BUSI NESSONE, " applicant maintains inits initial brief that:

[ T] he phrase "businessone" is ..
comonly used and therefore is weak in the
trademark sense. Internet searches were
performed via Yahoo!, Google, Lycos, as well
as Lexi s/ Nexis. The searches reveal ed over
80, 000 web pages including this phrase and
t housands of articles. Referring to the
print out of the first 20 pages from Yahoo,
it is shown that several sources use the
phrase "busi nessone" in connection with
several types of services. The Lexis/Nexis
search had to be limted to only current day
news stories to produce |less than 1,000. In
a search of stories published only on May 8,
2002, eleven stories referred to the phrase
"busi nessone.” No one can cl ai m excl usive
rights in the phrase "busi nessone.” The
consuners are accustoned to seeing this
phrase in connection with many services and
many different sources of services.
Therefore, there is no |ikelihood of
confusi on between BUSI NESS ONE REWARDS and
BUSI NESSONE.

Furt her nore, BUSI NESS ONE REWARDS
creates a different commercial inpression by
inclusion of the word "rewards."” As noted
above, no one can cl ai mexclusive rights to
the words or phrase BUSI NESSONE, and,
therefore, by including the word "rewards,"
BUSI NESS ONE REWARDS i s di stinguishable from
BUSI NESSONE. The word "rewards" produces a
di fferent sight, sound, and neaning in the
mar k. BUSI NESS ONE REWARDS is a three word
mark, rather than the single word format of
BUSI NESSONE. BUSI NESS ONE REWARDS has two
additional syllables and is longer. As for
meani ng, "businessone"” has a neaning relating
to a business that is superior or at |east
considered the best. Conversely, BUSI NESS
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REWARDS, "

ONE REWARDS has a convol uted neaning of a
superior reward for a business using the
banki ng services or that a single or primary
reward is provided to the business for use of
t he banki ng services. Accordingly, BUSINESS
ONE REWARDS is different in sight, sound and
meani ng.

Simlarly, as to its mark and the mark "BUSI NESS
applicant urges that:
The phrase "business rewards” is often

used by various sources and, therefore, no
one can claimexclusive rights in this phrase

or these words. .... Searches were
performed via Yahoo! and Lycos for the phrase
"busi ness rewards." The search[es] reveal ed

over 1,000 Internet web pages that include
this common phrase. Referring to the
printout of the first 20 hits fromeither
search, it is shown that there are many users
of the phrase "business rewards” in
connection with financial services, whereby
the users provide sonme sort of benefit or
reward for custoners using their financial
services. The search in Lexis/Nexis reveal ed
over 350 stores [sic] in a 90-day period that
referred to the phrase "business rewards."”

. Furt hernore, consuners, including small
busi ness owners, are well accustoned to
seeing this phrase in connection wth various
servi ces and various sources.

Furt hernore, BUSI NESS ONE REWARDS i s
di ssimlar from BUSI NESS REWARDS i n sight,
sound and neani ng. First, BUSI NESS ONE
REWARDS is a three word mark, which includes
the word ONE bet ween BUSI NESS and REWARDS
t hus producing a different appearance, sound,
and neaning. The inclusion of ONE in the
m ddl e of the mark breaks up the commonly
used words business and rewards, making it a
phrase not commonly used and generating a
different comrercial inpression. A search
was performed via Yahoo! and Google, and no
web sites were found to include the phrase
BUSI NESS ONE REWARDS, further show ng the
di fference provided by including the word
ONE.

The phrase "busi ness rewards" has a
commonl y under st ood neani ng, as noted above,
relating to a business custoner being
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rewarded for using a service. By including

the word "one" between the words business and

rewards, the commonly used phrase is broken

up and becones convol uted, such that there is

an indication of a superior reward for a

busi ness using the service or that a single

or primary reward is provided to the business

for the use of the service.

We agree with the Exam ning Attorney, however, that
when the respective marks are considered in their entireties,
each of the cited marks is "very simlar" to applicant's mark in
appear ance, sound, connotation and commercial inpression. As the
Exam ni ng Attorney points out, applicant has, in effect, "nerely
added a termto the registrants' marks,"” but in each instance the
addition thereof "is not sufficient to overcone a |ikelihood of
confusion.” Clearly, in the case of the cited mark "BUSI NESSONE"
and applicant's mark "BUSI NESS ONE REWARDS, " the addition of the
descriptive term "REWARDS" (as evidenced by applicant's
di sclaimer thereof) is insufficient to distinguish applicant's
mark and preclude a |ikelihood of confusion, given that both
mar ks consi st of or are dom nated by, respectively, the
desi gnati on "BUSI NESSONE" or "BUSI NESS ONE' and are used in
connection wth identical services, nanely, "banking services."
Simlarly, as to the cited mark "BUSI NESS REWARDS" and
applicant's mark "BUSI NESS ONE REWARDS, " the addition of the word
"ONE" plainly does not so change applicant's mark in any
significant respect as to avoid a |ikelihood of confusion,

i nasmuch as the respective services are identical in part and are
otherwi se closely related. In essence, as sumari zed in the

Exam ning Attorney's brief, "because the applicant has

appropriated each of the registered marks in their entirety and
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added a single [descriptive or otherw se inadequately
di stinguishing] term the marks are nore than sufficiently
simlar to sustain a finding of |ikelihood of confusion."
Furthernore, as to applicant's contentions that it has
nonet hel ess shown that the cited marks are weak, and therefore
are entitled to only a narrow scope of protection, due to their
suggestiveness and common use by third parties, the Exam ning
Attorney properly observes in his brief that:

This argunent is neritless because it is not
supported by the evidence of record in this
case. Search results showing that the terns
conprising the registrants' marks may be
found in close proximty to one another on
the Internet or the Lexis-Nexis database do
not in any way establish that the marks are
weak in the relevant field. Conversely, the
evi dence made of record by the previous

Exam ning Attorney shows that ... [the cited]
mar ks are the only registered marks for
[identical or closely] related services that
i ncl ude the phrases BUSI NESS ONE or BUSI NESS
REWARDS. This evidence denonstrates that the
regi strants' marks are not at all weak when
used in connection wth banking services.

Mor eover, even if the record did include
conpet ent evidence show ng that the

regi strants' marks were weak, they would
still clearly be entitled to protection

agai nst registration of a highly simlar mark
for identical services. King Candy Co. v.
Eunice King's Kitchen, Inc.[,] 182 USPQ 108
(C.C.P.A 1974).

In particular, we note with respect to the cited "BUSI NESSONE"
mark that applicant's assertions as to the denonstration of a

pl ethora of third-party usages are glaringly false. For exanple,
of the 20 "Yahoo!" excerpts, only 15 even use the words "business
one" in that order. O those 15, only two actually use the
phrase "Business One" in apparent reference to a business entity

(specifically, "Planet Business One" and "Wl cone to Business One
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Inc."), although notably neither reveals any indication as to the
nature of the business. The remaining 13 sinply use the word

"busi ness” followed by the word "one" in a manner other than the

phrase "Business One" (e.g., "Hone Business One to One Marketing

Distributor Opportunity"; "Two young nen each | aunch a busi ness.

One rises, the other falls"; and "Botswana Online Edirectory -

Busi ness 2 Business one click at a .... The seven " (Googl e"

excerpts provide simlar results, while none of the five
"Lexi s/ Nexi s" excerpts show any use of the words "busi ness one."
Such evidence clearly fails to establish, as contended by
applicant, that "[n]o one can claimexclusive rights in the
phrase ' busi nessone.'"

As to the cited "BUSI NESS REWARDS' mark, both "Yahoo!"
and " Googl e" searches confirmthat there are no third-party uses

of the phrase "business one rewards," which of course applicant
uses as its mark. However, while there arguably are a couple of
third-party usages, in the 20 "Yahoo!" excerpts, of the term
"busi ness rewards" in connection wth banking services (e.g.,

"City Bank e-Business Rewards Programi and "Hone Bank | Business

Rewards I nvestnent"), none of the 10 "Lycos" excerpts and none of

the nine "Lexis/Nexis" excerpts denonstrate any third-party use
of such termin connection wth banking services. Instead, when

used as the phrase "business rewards,” and not nerely as the word
"busi ness" followed by the word "rewards,"” nobst usages of such
phrase are in connection with credit card services, airline

m | eage awards prograns, or wireless calling plans. Again, such

evi dence can hardly be said to denonstrate, as asserted by
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applicant, that "no one can claimexclusive rights in this phrase
or these words,"” particularly with respect to use of the term
"busi ness rewards" in connection wth banking services.

In view of the above, and in |ight of the fact that, as
noted by the Exam ning Attorney, the previous Exam ning Attorney
made of record evidence denonstrating that the cited marks are
the only registered marks which, for banking services, include
t he phrases "BUSI NESS ONE" or "BUSINESS REWARDS," it is clear
that the registrants' marks are not so weak as to nerit only a
narrow scope of protection. Therefore, while there are m nor
di fferences between applicant's mark and each of the registrants'
mar ks whi ch are apparent upon a side-by-side conparison, such a
conparison is not the proper test to be used in determning the
i ssue of |ikelihood of confusion inasnmuch as it is not the
ordinary way that custoners will be exposed to the marks.

Instead, it is the simlarity of the general overall conmmercial
i npressi on engendered by the marks which nust determ ne, due to
the fallibility of menory and the concom tant |ack of perfect
recall, whether confusion as to source or sponsorship is likely.
The proper enphasis is accordingly on the recollection of the
average purchaser, who nornmally retains a general rather than a
specific inpression of marks. See, e.q., G andpa Pidgeon's of
M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ 573, 574
(CCPA 1973); Envirotech Corp. v. Solaron Corp., 211 USPQ 724, 733
(TTAB 1981); and Sealed Air Corp. v. Scott Paper Co., 190 USPQ
106, 108 (TTAB 1975). Here, given the substantial overal

simlarities in appearance, sound, connotation and commerci al
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i npressi on between applicant's "BUSI NESS ONE REWARDS' mark for
banki ng services and the cited "BUSI NESSONE' mark for banking
services, consuners famliar with the latter would be likely, for
i nstance, to believe upon encountering the former that the sane
source is also providing or sponsoring a new or expanded |ine of
banki ng services wth enhanced features or "rewards." Likew se,
in view of the substantial simlarities, on the whol e, between
applicant's "BUSI NESS ONE REWARDS" mark for banking services and
the cited "BUSI NESS REWARDS' nark for banking services, nanely,

| oan and checki ng account services to small businesses, in terns
of appearance, sound, connotation and commercial inpression,
custoners acquainted with the latter would be likely to view the
former as an additional |line of expanded or full-feature banking
services which emanates fromor is associated with the sane

sour ce.

Applicant, neverthel ess, further argues that because
consuners of financial services, including banking services, are
sophi sticated purchasers, there can be no |likelihood of confusion
in these instances. Applicant asserts, in particular, that
"[f]inancial services are not purchased w thout reflection since
they can significantly inpact many aspects of an individual's
financial security.” W recognize, in this regard, that
custoners for banking services have indeed been regarded as being
"expect[ed] to select their bank after |ong and careful
consideration.” See, e.d., Amal gamated Bank of New York v.

Amal gamat ed Trust & Savi ngs Bank, 842 F.2d 1270, 6 USPQ@d 1305,
1308 (Fed. GCr. 1988). However, it is well established, as the

10
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Exam ning Attorney correctly notes, that the fact that custoners
may exerci se deliberation in choosing their banking services
"does not necessarily preclude their m staking one [service mark
or] trademark for another"™ or that they otherwi se are entirely

i mmuune from confusion as to source or sponsorship. W ncharger
Corp. v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA
1962). See also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB

1988); and Inre Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB
1983).
Deci sion: The refusals under Section 2(d) are

af firned.
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