THIS DISPOSITION IS NOT Mailed:
CITABLE AS PRECEDENT March 31, 2005
OF THE TTAB Bucher

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re MeshNetworks, Inc.

Serial No. 76365791

Carolyn E. Knecht of Mdtorola, Inc. for MeshNetworks, Inc.?

Anne Madden, Trademark Exam ning Attorney, Law Ofice 103
(M chael Ham Iton, Managi ng Attorney).

Bef ore Chaprman, Bucher and Hol t zman, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

MeshNet wor ks, Inc. seeks registration on the
Princi pal Register of the mark MESHNETWORKS for services
recited in the application, as anended, as foll ows:
“W rel ess broadband services, nanely, providing

voi ce, data, stream ng nedia, and geol ocation
via wirel ess neans such as personal digital

! The prosecution of this application was handl ed by

Antigone E. Juvelis of Roylance Abrans Berdo & Goodnan, L.L.P.
for applicant MeshNetworks, Inc. fromthe time of filing the
application through the filing of the appeal brief. Wile the
revocati on of power of attorney to M. Juvelis and the
appoi nt ment of Ms. Knecht suggests that Mtorola Inc. has
acqui red MeshNetworks, an assignnment has not yet been recorded
with the Assignnent Branch of the United States Patent and
Trademark O fice.
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assi stants, personal conputers, and cellul ar
t el ephones,” in International C ass 38.72
This case is now before the Board on appeal fromthe

final refusal of the Trademark Exami ning Attorney to
register this mark based upon Section 2(d) of the
Trademark Act, 15 U S. C. 81052(d). The Trademark

Exam ning Attorney has taken the position that applicant’s
mar k, when used in connection with the recited services,
so resenbl es the mark MESHNET regi stered in connection
with the foll ow ng goods and services, as to be likely to
cause confusion, to cause m stake or to deceive:

“integrated voice communi cation and information
di stribution networks in the field of voice and
data transm ssion between vehicles, within
vehi cl es and between vehicl es and ground
stations, conprising transmtters, receivers,
processors and conputer software,” in

I nternational C ass 9;

“data and voi ce tel ecommuni cati ons services,
nanely, the transm ssion of integrated voice and
data information via fiber optic cable,

t el ephone and wirel ess neans,” in International
Cl ass 38; and

“design for others of integrated voice

comuni cations and data information distribution
systens conprised of a user controlled device, a
vehi cl e access unit, a portable data term nal,

2 Application Serial No. 76365791 was filed on February 4,
2002 based upon applicant’s allegation of use in conmerce since
at |least as early as February 2000. Throughout nuch of the
prosecution of this application, it was a conbi ned cl ass
application, also including a listing of goods in International
Cass 9. Imediately prior to this appeal, applicant del eted
this class fromthe application over an informality (not related
to the |ikelihood of confusion refusal herein) raised by the
Tradenar k Exam ni ng Attorney.
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and networ k managenent software,” in
I nternational C ass 42.°3

The Trademark Exam ning Attorney and applicant have
filed appeal briefs in the case. Applicant did not
request an oral hearing before the Board.

W affirmthe refusal to register.

In arguing for registrability, applicant contends
that confusion is not |ikely because: the marks, when
considered in their entireties, present different
commerci al inpressions; technol ogy-rel ated narks are
granted a narrow scope of protection; purchasers exercise
a high degree of care in selecting conmunications
services; and applicant’s services and registrant’s goods
and services are distinguishable.

By contrast, the Trademark Exam ning Attorney
contends that applicant’s mark and registrant’s mark
create simlar comercial inpressions; that applicant’s
services are closely related to all of registrant’s goods
and services; and that both applicant and registrant
presumably market their respective services (i.e., the
provi sion of data and voice via wreless neans) through

t he sane channel s of trade.

3 Reg. No. 2068190 i ssued on June 10, 1997, Section 8
affidavit accepted and Section 15 affidavit acknow edged.

- 3 -
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Qur determ nation under Section 2(d) is based upon an
anal ysis of all of the probative facts in evidence that
are relevant to the factors bearing on the issue of

l'i keli hood of confusion. Inre E |I. du Pont de Nenours &

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any

i kelihood of confusion analysis, two key considerations
are the simlarities between the marks and the
relationship of the goods and/or services. Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24 ( CCPA 1976).

Turning first to a consideration of the marks, the
Trademar k Exam ning Attorney contends that it is
significant that applicant’s mark and registrant’s mark
both contain variations of the wording MESHNET. Both
MESHNET and MESHNETWORKS are presented in standard
character (typed) drawi ngs. The Trademark Exam ni ng
Attorney argues that the term“nesh” is arbitrary for the
listed tel ecomuni cati ons goods and services.* The
Trademar k Exam ni ng Attorney denonstrates from vari ous

reference materials that the term“net” is recognized

4 W note that applicant has not chall enged this position,

and the record contains no references to any technol ogi cal
advances known as “w rel ess nmesh networks.”

- 4 -
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shorthand for the longer term“network” in the fields of
conput ers and/ or tel econmuni cati ons.
By contrast, applicant argues as foll ows:

The refusal of registration engages in inproper
di ssection of Applicant’s mark by conparing only
the ‘ MESHNET' portion of Applicant’s mark and
ignoring the presence of the term ‘ WORKS.’
Contrary to the analysis set forth in the
refusal, Applicant’s conpound, unitary mark
consists of the term*®MESH and the term
“NETWORKS.” The term ‘WORKS is a key el enent
of Applicant’s mark and is entitled to at | east
as nmuch consideration as the other el enents of
the mark. Furthernore, the fact that
Applicant’s mark consists of three syllables,
while the cited mark consists of two syl abl es,
al so makes confusion unlikely. [citation
omtted]. The addition of the term*® WORKS and
t he presence of an extra syllable in the
Applicant’s mark readily distinguish it fromthe
cited mark. Wen the marks are properly
considered in their entireties, the differences
bet ween them are significant enough to avoid any
conf usi on.

On this factor, we agree with the Trademark Exam ni ng
Attorney that the respective marks, MESHNET and
MESHNETWORKS, when considered in their entireties,
present quite simlar overall comercial inpressions.

They have identical connotations in the field of

t el ecommuni cations inasnmuch as the term“net” is a well-
known and readily recogni zabl e shorthand for the term
“network.” Wile the differences between the two

syllables of the cited mark and the three syllables in
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applicant’s mark do create mnor variations in the sound
and appearance of the respective marks, this slight
difference is insignificant when contrasted with the
substantial simlarity in neaning or connotation.

As to a related du Pont factor focusing on the nunber
and nature of simlar marks in use on simlar goods, as
noted earlier, the Trademark Exam ning Attorney has argued
that the word “nmesh” is arbitrary as applied to these
goods, and applicant has not suggested there are others in
the sane or closely-related fields using variations on
“Mesh,” “Mesh net” or “Mesh networks.” Accordingly, we
must presune the cited mark is a strong mark entitled to a
broad scope of protection.

Turning next to a consideration of the respective
goods and services, we note that applicant and registrant
are providi ng goods and services involving the
transm ssion of voice and data via wrel ess neans.
Nonet hel ess, applicant argues in its appeal brief, p. 8,
that the respective services are different:

Confusion is not likely in the instant case
because Applicant’s services and those
identified in the cited registration are

di stingui shable. The cited registration
specifically identifies communications systens
bet ween vehicles. However, Applicant’s services

consist of a self-formng, self-healing wreless
network that, unlike the services in the cited
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registration, is not limted to conmunication
bet ween vehicles. |In fact, Applicant’s services
can be used for conmunications between peopl e,
machi nes, and sensors, anong ot her applications.

Further, in contrast to the cited registration,
Applicant’s mark is used in connection with

geol ocation applications which enable devices to
ascertain their proximty to other devices
either by determning their relative l|ocation to
ot her devices or by determning their absolute

| ocation in space. Applicant designs and

devel ops technol ogy that provides these
capabilities and sells this technology to
entities that integrate the technology into a
network solution. Applicant’s services have
much broader applications than and perform

addi tional functions fromthose identified in
the cited registration. Since the services

of fered under Applicant’s mark and the cited
mark can be readily distinguished, confusion is
not |ikely.

Applicant relies upon cases of the Board in which
confusion was not found with respect to various conputer
har dware and software products. Yet applicant quotes from

In re Quadram Corp., 228 USPQ 863, 865 (TTAB 1985) for the

conclusion that “...the Board recognizes that simlar marks
may coexi st w thout confusion when used in connection with
t echnol ogy and conputer products and services...”®> W do

not agree that our case | aw supports the broad proposition

° Simlarly, applicant cites to Reynolds and Reynol ds Co. v.

|. E. Systens Inc., 5 USPQ2d 1749, 1752 (TTAB 1987) [fi ndi ng no
confusi on between registrant’s famly of ACCU- nmarks for
accounting-rel ated conmputer programnms and applicant’s ACCULI NK
software for "asynchronous data comruni cation term nal enul ation
systenf software, sold to a very narrow cl ass of purchasers].
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as stated by applicant, that “technol ogy-rel ated narks are
granted a narrow scope of protection.” W have, however
held that “a per se rule relating to source confusion vis-
a-vis conputer hardware and software is sinply too rigid
and restrictive an approach and fails to consider the

realities of the marketplace.” Quadram Corp., supra; and

El ectronic Data Systens Corp. v. EDSA Mcro Corp., 23

USPQ2d 1460, 1463 (TTAB 1992). Moreover, we note that the

Quadram Corp. case involved very specialized and specific

har dware and software products, unlike the nore broadly-
described wirel ess tel econmuni cations services recited in
the cited registration.

Furthernore, consistent with “the realities of the

mar ket pl ace,” Quadram Corp., supra, it is not necessary

that the goods or services be identical or even
conpetitive in nature in order to support a finding of

i kelihood of confusion. It is sufficient that the

ci rcunst ances surrounding their marketing are such that
they would be likely to be encountered by the sanme persons
under circunstances that would give rise, because of the
mar ks used in connection therewith, to the m staken beli ef
that the goods originate fromor are in sonme way

associ ated with the sane source. I re I nternationa
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Tel ephone and Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

Further, the identifications of goods and/or the
recitations of services in the application and the cited
registration control the conparison of the goods and/ or

services. See Canadian |Inperial Bank v. Wl |s Fargo Bank,

811 F.2d 1490, 1 USP@d 1813, 1815 (Fed. G r. 1987)
[“[ T] he question of |ikelihood of confusion nust be
determ ned based on an analysis of the mark as applied to
t he goods and/or services recited in applicant’s
application vis-a-vis the goods and/or services recited in
[the] registration, rather than what the evidence shows

t he goods and/or services to be.”]; and In re El baum 211
USPQ 639 (TTAB 1981).

When the goods and services are conpared in |ight of
the I egal constraints cited above, we find that
applicant’s wirel ess broadband services such as providing
for voice and data transm ssions are related to
registrant’s voice and data tel econmuni cati ons network
services and software and services involving designing
such tel ecommuni cation systens for others. For purposes
of the legal analysis of |ikelihood of confusion herein,
it is presuned that registrant’s registration enconpasses

all goods and services of the nature and type identified,
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that the identified goods and services nove in al
channel s of trade that would be normal for such goods
and/ or services, and that the goods and/or services would
be purchased by all of the usual classes of potenti al

custoners. In re Linkvest S A, 24 USPQ2d 1716 (TTAB

1992); and In re Elbaum supra at 640. There are no
[imtations in registrant’s recitation of services in
International C ass 38, and thus, we nust presune that
registrant’s data and voice tel econmuni cati ons services
via wireless neans nmay al so be used in connection with
personal digital assistants, personal conputers, and

cel lul ar tel ephones.

Applicant’s argunent that its services offered under
t he MESHNETWORKS mark are offered through “highly
speci ali zed trade channel s” is unpersuasi ve because the
recitation of services does not have any limtations on
applicant’s channels of trade.

As to differences in the identification of goods and
respective recitations of services, it is true that
registrant’s goods in International Class 9 and its
services in International Cass 42 focus on conputer

hardware, conmputer software and consul tation services

offered in conjunction with tel econmuni cation applications
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for “vehicles.” However, registrant’s International C ass
38 services are not, on their face, simlarly restricted
to use with vehicles. Mreover, even if we were, by
inplication, tolimt registrant’s International C ass 38
services to ‘tel ecommunication involving vehicles,” and if
we were to conclude thereby that applicant’s services are
not, on their face, identical to registrant’s services, we
woul d find that the respective services are still closely
related, and still overlapping. That applicant’s
t echnol ogi es may have broader applications than do
registrant’s technol ogi es does not nean potenti al
consuners wll not m stakenly view one service as a
| ogi cal extension of the other. Rather, we find that
purchasers famliar with registrant’s wirel ess
t el ecommuni cati ons network services, conputer hardware and
sof tware nmarketed under the mark MESHNET woul d be likely
to believe, upon encountering applicant’s wirel ess
br oadband services of providing for voice and data
transm ssions offered under the nearly identical mark
MESHNETWORKS, that the services originated with or were
sonmehow associ ated with or sponsored by the sane entity.
As to the du Pont factor focusing on the conditions

under which and buyers to whom sal es are made, applicant
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argues that its services offered under the MESHNETWORKS
mark are offered through “highly specialized trade
channels to an extrenely sophisticated class of
purchasers.” Applicant then concludes that inasnmuch as
“ ...consuners exercise a high degree of care in purchasing
expensi ve and sophi sticated comruni cati ons services, they
will readily distinguish between the services offered
under Applicant’s mark and the cited nmark and confusion is
not |ikely.”

However, no evidence has been proffered in support of
applicant’s contentions as to the extrenely high average
cost of these goods and services, wth the attendant
conclusion that purchasers will all exercise a high degree
of care in maeking the purchasing decision, or in support
of the proposition that all of applicant’s custoners
conprise an “extrenely sophisticated class of purchasers.”
W may infer, for exanple, fromapplicant’s and
registrant’s respective recitations of services, that
t hese transacti ons between applicant or registrant and
their custonmers are not inpul se purchases. However, the
fact that one of applicant’s (or one of registrant’s)
current custoners may be aware of the source of those

services does not elimnate the possibility of confusion.
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As noted by the Trademark Exam ning Attorney, the fact

t hat purchasers are sophisticated in a particular field
does not necessarily nean that they are know edgeable in
the field of trademarks or imune from source confusion
In re Deconbe, 9 USPQRd 1812 (TTAB 1988); and In r

Pellerin MIlnor Corp., 221 USPQ 558 (TTAB 1983).

While this du Pont factor nay well be scored in
applicant’s favor, we do not find that it outweighs al
the other du Pont factors favoring the position of the
Trademark Examining Attorney. In view of the cunul ative
effect of the simlarity in the marks, the close
relationship of the identified goods and/or services, and
t he sane or overl apping channels of trade and cl asses of
purchasers, we find that confusion is likely to occur.

Finally, if we had any doubts regardi ng whether there
is a likelihood of confusion, we resolve themin favor of
the prior registrant and agai nst the newconer. Kenner

Par ker Toys v. Rose Art Industries, 963 F.2d 350, 22

USPQ2d 1453, 1458 (Fed. Cir. 1992).

Decision: The refusal to register based upon Section

2(d) of the Lanham Act is hereby affirned.



