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David S. D Ascenzo of Kolisch Hartwell, P.C for |daTech,
LLC.
Carol yn Pendl eton Catal do, Trademark Exam ning Attorney,
Law O fice 103 (M chael Ham | ton, Managi ng Attorney).
Bef ore Hanak, Hairston and Chapnan, Adm nistrative
Trademar k Judges.
Qpi ni on by Chapman, Adm nistrative Trademark Judge:

On February 11, 2002, IdaTech, LLC (an Oregon limted
liability conpany, |ocated in Bend, Oregon) filed an
application to register the mark ADVANCED FUEL CELL
SOLUTIONS on the Principal Register for the follow ng goods
(as anended), and services:

“electrical power generation equi pnent,
nanely, fuel cells, proton exchange
menbrane fuel cells, fuel cell stacks,

fuel cell conversion conponents, fuel
cell integrators, and electrical power
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managenent nodul es, nanely, power
inverters, power converters, power
conditioners, power controllers and | oad
regul ators; fuel cell systens and
conponents for stationery and portable
el ectric power generation conprised of
fuel cell stacks, fuel processors, fuel
cell integrators and el ectrical power
managenent nodul es, nanely, power
inverters, power converters, power
conditioners, power controllers and | oad
regulators” in International O ass 9;

“hydr ogen- generati on equi pnent and
conponents, nanely, hydrogen generators,
hydr ogen purifiers, hydrogen
purification menbranes, fuel processors,
and steamreforners” in Internationa
Class 11;

“cust om manuf acture of hydrogen-
generation and el ectrical - power -
generation products and equi pnent,
nanely, fuel processors, steam
reforners, fuel cells, fuel cell stacks,
hydr ogen generators, hydrogen purifiers,
hydr ogen purification nenbranes,

el ectrical power managenent nodul es,
nanely, power inverters, power
converters, power conditioners, power
controllers and | oad regulators” in

I nternational C ass 40; and

“design for others of hydrogen-
generation and el ectrical - power -
generation products and equi pnent,
nanmel y, fuel processors, steam
reformers, fuel cells, fuel cell stacks,
hydr ogen generators, hydrogen purifiers,
hydr ogen purificati on nenbranes,

el ectrical power managenent nodul es,
nanely, power inverters, power
condi ti oners, power converters, power
controllers and | oad regul at ors;
scientific research, design and product
devel opnent for others” in International
Cl ass 42.
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The application is based on applicant’s assertion of a
bona fide intention to use the mark in conmerce on or in
connection with the identified goods and servi ces.

Appl i cant has offered a disclainmer of the words “fuel
cell,” but this has been rejected by the Exam ning
At t or ney.

The Exami ning Attorney refused registration under
Section 2(e)(1) of the Trademark Act, 15 U S.C.

81052(e) (1), on the basis that the mark ADVANCED FUEL CELL
SOLUTI ONS, when used on or in connection with the goods and
services of applicant, is nerely descriptive of them

When the refusal was made final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs; an oral hearing was not requested.

The Exam ning Attorney contends that the proposed mark
nerely describes a primary function, purpose, use, feature
or characteristic of applicant’s various fuel cell goods
and services; that the wording “fuel cell solutions” is
recogni zed as referring to fuel cell technol ogy--a nore
efficient energy systemfor generating heat and
el ectricity, and thus, those words describe the purpose or
a primary characteristic of applicant’s goods and services;
that the relevant neaning of the term “advanced” in the

context of applicant’s goods and services is “highly
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devel oped or conplex,” and for the word “solutions” the
rel evant neaning is “the nmethod or process of solving a
probl em the answer to or disposition of a probleni; and
that the mark, considered as a whole, imedi ately conveys
that applicant’s goods and services provide custoners with
hi ghly devel oped or advanced solutions in the fuel cel
industry. The Examining Attorney offers as an alternative
argunent, that applicant has conceded the term“fuel cell”
is nerely descriptive by offering a disclainmer thereof;
t hat when the words “advanced” and “sol utions” are
considered in connection therewth, the entire phrase
ADVANCED FUEL CELL SOLUTI ONS describes a feature, function
and characteristic of applicant’s goods and services; and
that the conbination of descriptive terns does not create a
unitary mark with a separate, non-descriptive nmeaning.

In support of the refusal, the Exam ning Attorney

submtted the followi ng definitions from The American

Heritage Dictionary (Third Edition 1992):

(1) *“advanced adjective 1. Highly
devel oped or conplex. 2. Being at
a higher level than others: an
advanced text in physics. 3. Ahead
of the times; progressive: advanced
teaching nethods. 4. Far along in
t he course of tinme: an advanced
stage of illness; a person of
advanced age.”; and
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(2) *“solution noun 1. a. A
honbgenous m xture of two or nore
subst ances, which may be solids,
| i qui ds, gases or a conbination of
these. b. The process of formng
such a m xture. 2. The state of
bei ng dissolved. 3. a. The nethod
or process of solving a problem
b. The answer to or disposition of
a problem 4. Law. Paynent or
satisfaction of a claimor debt.
5. The act of separating or
breaki ng up; dissolution.”

The Exam ning Attorney also submtted (i) printouts of
several excerpted stories retrieved fromthe Nexis database
to show that “applicant provides highly conplex, or
advanced, custom manufacture and desi gn of hydrogen-
generation and el ectrical power generation products for
fuel cell solutions” (first Ofice action, unnunbered p.

2); and (ii) tw sets of third-party registrations covering
a wide variety of goods and services,! wherein either the
word “advanced” or the word “solution(s)” is disclained.
Exanpl es of the excerpted stories retrieved fromthe Nexis
dat abase are set forth bel ow (enphasis in excerpts):

Headl i ne: Statoil, Methanex, NPS to
St udy Fuel Met hanol

! The third-party registrations do not cover the goods and

servi ces involved herein, but cover, for exanple,

t el ecomuni cati on services, nanely, ... legal services... conmputer
services, nanely, .., leasing of office equipnent, .. retouching of
artwork..; manual airfield lighting control panels.., nail
processi ng, nanely, ... educational services, nanely, ..., non-netal
swi nmi ng pool s; notorcycl e engi ne val ves, ..; hosting the web sites
of others on conputer servers..., physical therapy and
rehabilitation services.
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The tripartite fuel-cell venture
enbraces two pilot projects and ains
primarily to establish the suitability
of such fuel cell solutions for
househol ds.

Several hones in the town of Bend,
Oregon, are being disconnected fromthe
electricity grid and fitted with

net hanol - based fuel cells capabl e of
generating both heat and electricity.
The second pilot project will enploy
nmet hanol refornmer technol ogy... “Today’ s
Refinery,” Decenber 1999;

Headl i ne: 100- kW Syst em Moved,
Restarted

..Fuel cells will play an inportant role
Wi thin the devel opnent. RWE ains to
provide fuel cell solutions for its
various custonmer groups and is
investing in a broad range of research
and devel opnment activities. .., “Fuel
Cell Technol ogy News,” Septenber 2001;

Headline: Politics and Gl a Toxic MXx
The way out of this nmess in the |ong-
termis to change U. S. energy policy,

wi th an enphasis on energy conservation
and with aggressive investnent in
alternative fuels, including
expedi ti ous research and devel opnent
toward a fuel-cell solution for the
transportation sector. The energy goal
ought to be to reduce Anerica’s
dependency on foreign sources of oil so
that the nation’s consunmers are no

| onger held captive by Big O

mar keti ng strategies or the whins of
the Organi zation of Petrol eum Exporting
conpani es... “The Oregoni an,” Septenber
23, 2000;

Headl i ne: Gas Executives’ Forum
Gas. Com I nc? A Snokestack | ndustry
Faces the E-Future...

.where we becone the aggregator of
sol utions and services and market
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access for fuel cells and distributed
generation. W have gone as far as
reserving our domain nanmes and | ocki ng
t hose down to be one of the premer
sites of managi ng the market space and
i nformation around fuel cell solution
services, as well as distributed
generation. .., “Uilities Fortnightly,”
April 15, 2000; and

Headl i ne: Sixth G ove Fuel Cells
Synposi um

.stations and vehicles are both major
contributors of “greenhouse gases”

([ CO sub. 2] and also [NO sub.x]) to

at nosphere. In addition to the supply
of electric power to hones, donestic
and muni ci pal space heating is a
further nmajor generator of greenhouse
em ssions. Fuel cell solutions to al
of these dilemmas are not so nuch just
round [sic] the corner, they are
practically here now

Fuel cells are inherently nuch nore

ef ficient energy converters than gas
tur bi ne power generators based on
fossil fuels and give off far |ess..
“Nitrogen & Methanol,” Novenber 1,
1999.

Finally, the Exam ning Attorney |later submtted one
excepted story retrieved fromthe Nexis database “in which
the phrase ‘advanced fuel cell solutions’ is used.”

(Deni al of applicant’s request for reconsideration,
unnunbered p. 2.) It is reproduced bel ow (enphasis in
excerpted story):

Headl i ne: |daTech Debuts Commerci al

Model

.Denonstrating its commtnent to

custoner service, ldaTech offers a
conpr ehensi ve servi ce package,
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i ncl udi ng engi neering and support
services to devel opnent partners
working with the fuel processor nodul e.
| daTech continues to expand its product
of fering through the devel opnent of
advanced fuel cell solutions for a
variety of applications. Conbining its
famly of fuel processors with a
variety of PEM fuel cell nodules, Ida
Tech develops fully integrated systens
with outputs ranging from1l kWto 5 kW
... “Fuel Cell Technol ogy News,”

Sept enber 2002.

Appl i cant acknow edges that the term*“fuel cell” has a

2 and applicant is not asserting that

descri pti ve neaning,
its mark is arbitrary or fanciful. (Brief, p. 3).

However, applicant argues that its mark does not nerely and
i mredi ately describe its identified goods and services; and
that “the mark possesses sufficient suggestiveness for
registration on the Principal Register” (brief, p. 3).
Applicant argues that the ternms “advanced” and “sol utions”
have a variety of neanings, even within the context of
applicant’s goods and services; that none of the nany

meani ngs of either termis specifically or inmediately

directed to or associated with applicant’s goods and

services; that these ternms have no i nmedi ate or specific

2 As expl ained previously, applicant offered a disclaimer of the

words “fuel cell,” but this was not accepted by the Exam ning
Attorney. In light of our decision on the issue of nere
descriptiveness, the Board accepts applicant’s disclainer of the
words “fuel cell,” and the disclainer has been entered in the

application file.
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nmeani ng and are “not nerely descriptive of [applicant’s]
hydr ogen- and power-generation goods and services” (brief,
p. 7); and that therefore, the ternms “advanced” and
“solutions” are each only suggestive of the invol ved goods
and services.

Specifically citing the cases of In re Hutchinson
Technol ogy, 852 F.2d 552, 7 USPQ2d 1490 (Fed. Cir. 1988);
In re Automatic Radio Mg. Co., Inc., 404 F.2d 1391, 160
USPQ 233 (CCPA 1969); and In re Intelligent Medical Systens
Inc., 5 USPQ2d 1674 (TTAB 1987); applicant contends as
fol | ows:

“the terns ‘advanced’ and ‘solutions’

are such broad ternms that they are not

capabl e of nerely describing the goods

or services for which they are used.

This decision is reinforced when these

ternms are used together, with a

conposite mark containing both of these

ternms bei ng nore suggestive, or

requiring nore thought or inmagination,

than a mark containing only a single

one of these words.” (Brief, p. 4.)

Applicant al so contends that there are numerous

regi strations containing exanpl es of anal ogous marks in

which the terns “advanced” or “solutions” are not

disclaimed.® Wth regard thereto, applicant argues the

3 Applicant had subnmitted printouts fromthe USPTO s Tradenark

El ectroni c Search System (TESS) dat abase of several registrations
on the Principal Register w thout disclainers of the words
“advanced” or “solutions” (e.g., DELIVER NG ADVANCED MARKETI NG
SOLUTI ONS for “conmputer software and prograns for use in the
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prior registration practice of the USPTO denonstrates that
these two terns are nore suggestive than descriptive, and
specifically arguing the followi ng (brief pp. 8-9):

VWil e neither Applicant’s citations nor
the Exam ning Attorney’ s citations are
di spositive of the issue at hand, they
still nmerit sonme consideration when
determning the registrability of
Applicant’s ADVANCED FUEL CELL

SOLUTI ONS mark. Applicant submts that
the relative volune of these marks is
particularly conmpelling, with the vast
majority of registered marks that
contain either or both of these terns
bei ng Principal register registrations
in which the terns are not discl ained.

Inits reply brief, applicant contends that the
refusal to register is not sufficiently supported by
evi dence, particularly in light of the case |aw previously
cited by applicant; that the Exam ning Attorney argues the
mar k shoul d not be dissected into its individual terns when
considering nere descriptiveness, but she then proceeds to
argue that each termis nerely descriptive and that

collectively the conposite mark is also nerely descriptive;

field of advertising..,” and “marketing and advertising services,
nanel y, ..”; ADVANCED SOLUTI ONS FOR TODAY' S NEEDS for “installing,
retrofitting and mmintaining services for others in the field of
integrated interactive hone wiring network and hub for..”;
ADVANCED TECHNOLOGY. ADVANCED SOLUTI ONS for “nedi cal and surgi cal
gl oves”; and ADVANCED AIR SOLUTIONS (“air” disclained) for “air
purifying units for comercial, donmestic and industrial use.”
(Cbviously, like those submitted by the Exami ning Attorney, none
of these third-party registrations are for the sane or rel ated
goods and services as those involved in the application now
before us.)

10
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and that the cases cited by the Exam ning Attorney are

di stingui shable as all involve conmposite marks conpri sed
entirely of nerely descriptive or even generic terns that
represent the conmmon comrerci al nanes of the goods or
services at issue or conmponents thereof.?

A mark is nerely descriptive if it “forthwith conveys
an i medi ate idea of the ingredients, qualities or
characteristics of the goods [or services].” Abercronbie &
Fitch Conmpany v. Hunting World, Incorporated, 537 F.2d 4,
189 USPQ 759, 765 (2nd Cir. 1976) (enphasis added). See
al so, In re Abcor Devel opnent Corporation, 616 F.2d 525,
200 USPQ 215 (CCPA 1978). Moreover, in order to be nerely
descriptive, the mark nmust i mredi ately convey information
as to the ingredients, qualities or characteristics of the
goods or services with a “degree of particularity.” See In

re TMS Corporation of the Americas, 200 USPQ 57, 59 (TTAB

* The Exanmining Attorney relied on the follow ng cases on this
point: In re Tower Tech Inc., 64 USPQR2d 1314 (TTAB

2002) (SMARTTONER merely descriptive of commercial and industrial
cooling towers and accessories therfor, sold as a unit); Inre
Sun M crosystens Inc., 59 USPQ2d 1084 (TTAB 2001) ( AGENTBEANS
merely descriptive of conputer software for use in the

devel opnent and depl oynent of application prograns on the
Internet); In re Putnam Publishing Co., 39 USPQd 2021 (TTAB
1996) (FOOD & BEVERAGE ON-LINE nerely descriptive of a news and

i nformati on service contained in a database updated daily for the
food processing industry); In re Copytele Inc., 31 USPQd 1541
(TTAB 1994) (SCREEN FAX PHONE nerely descriptive of facsinmle
terninals enpl oying el ectrophoretic displays); and In re
Entenmann’s Inc., 15 USPQ@d 1750 (TTAB 1990) ( OATNUT rmerely
descriptive of bread), aff’d unpub’'d, Fed. Cr., February 13,
1991.

11



Ser. No. 76369815

1978); and In re Entenmanns Inc., supra, 15 USPQ2d at 1751.
Further, it is well established that the determ nation of
nmere descriptiveness nust be nade not in the abstract or on
the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely to
make on the average purchaser of such goods or services.
See In re Consolidated G gar Co., 35 USPQ2d 1290 (TTAB
1995) .

The Exam ning Attorney bears the burden of show ng
that a mark is nerely descriptive of the identified goods
or services. See Inre Merrill, Lynch, Pierce, Fenner, and
Smth Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Gr
1987) .

It has | ong been acknow edged that there is often a
very narrow |ine between terns which are nerely descriptive
and those which are suggestive, and the borderline between
the two is hardly a clear one. See In re Atavio Inc., 25
USP2d 1361 (TTAB 1992). We find this to be a particularly
cl ose case.

The terns “advanced” and “sol utions” are both general,
vague ternms, and each term has several neanings, nore than
one of which could relate to the identified goods and

services herein. Moreover, these terns are very broad in

12
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scope and could include many categories of goods and
services. See In re Hutchinson Technol ogy, supra. Neither
term (“advanced” or “solutions”) conveys an inmedi ate idea
of the specific identified goods and services (electrical
power generation equi pnent, electrical power managenent
nodul es, fuel cell systens and conponents for stationery
and portable electric power generation; hydrogen-generation
equi pnent and conponents; design of and custom manufacture
of hydrogen-generation and el ectri cal - power-generation
products and equi pnent; and scientific research, design and
product devel opnent for others). The w de-breadth and
general nature of these terns would require a nental pause
and thought that renders the terns suggestive rather than
nerely descriptive of applicant’s identified goods and
servi ces.

Li kew se, the entire mark, ADVANCED FUEL CELL
SOLUTI ONS, does not imrediately inpart with any “degree of
particularity” and w thout the exercise of sone degree of
t hought or imagination, information about these hydrogen-
and el ectrical - power generation goods and services. The
mark, as a whole, may be seen by consuners as relating to
an “advanced fuel cell” and how it becones a “solution” to
various problens requiring a power source; or it may be

seen, as shown by the Exami ning Attorney, as “advanced” or

13
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hi ghly devel oped and conpl ex as that concept relates to
“fuel cell solutions.” Even if consumers see the mark as
the Exam ning Attorney presents it -- “advanced” and “fuel
cell solutions,” the excerpted stories retrieved fromthe
Nexi s dat abase subm tted by the Exam ning Attorney show ng
uses of “fuel cell solutions” do not generally provide any
i nformation about the specific goods and/or services being
witten about, except that they involve fuel cells. Thus,
the excerpted articles do not prove that the phrase “fuel
cell solutions” imrediately conveys information about the
features, characteristics or purposes of the goods and/or
servi ces being discussed. The only use of *“advanced fuel
cell solutions” of record is an excepted story retrieved
fromthe Nexis database which clearly refers to applicant.
The fact that in this single use by a journalist (or even
if the story was based on a press rel ease by applicant) the
words are not capitalized or in some way indicate that
applicant is claimng trademark and service marks rights in
the mark is not dispositive. See Inre First Union
Nati onal Bank, 223 USPQ 278 (TTAB 1984).

Wth regard to the third-party registrations, neither
those submtted by the Exam ning Attorney which include
di sclainmers of the terns “advanced” and/or “solutions,” nor

those few subm tted by applicant w thout disclainers of

14



Ser. No. 76369815

those terns relate to the goods and services involved
herein. In general, we acknow edge that the treatnent of
each of the ternms “advanced” and “solution(s)” by the
United States Patent and Trademark O fice has been m xed.
Nonet hel ess, we have no evi dence regarding the prior
regi stration practice of the USPTO regarding the terns
“advanced” and “sol uti ons” when used on the involved or
closely rel ated goods and services.

This record does not establish that the mark ADVANCED
FUEL CELL SOLUTIONS as a whole is nerely descriptive of the
identified goods and/or services. See Bose Corp. V.
I nternational Jensen Inc., 963 F.2d 1517, 22 USPQ2d 1704
(Fed. Gr. 1992); In re Cassic Beverage Inc., 6 USPQRd
1383 (TTAB 1988); and Manpower, Inc. v. The Driving Force,
Inc., 212 USPQ 961 (TTAB 1981), aff’d 538 F.Supp. 57, 218
USPQ 613 (EDPA 1982). That is, based on the record now
before us, it has not been established that applicant’s
mar k, when used on or in connection with its goods and
services recited above, conveys an i mredi ate idea
about the goods and/or services with any degree of
particularity. The significance of the mark and
specifically what it describes about the goods and/ or
servi ces, when applied to the goods or used in connection

with the services, is anbiguous.

15
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Finally, the Board has noted many tines that if there
i s doubt about the “nerely descriptive” character of a
mar k, that doubt is resolved in applicant’s favor, allow ng
publication of the mark so that any third party may file an
opposition to devel op a nore conprehensive record. See In

re Atavio, supra; and In re Gournet Bakers Inc., 173 USPQ

565 (TTAB 1972).°
Decision: The refusal to register under Section

2(e) (1) of the Trademark Act is reversed.

®>In addition, we note that this application is based on
applicant’s assertion of a bona fide intention to use the mark in
commerce, and that there are no speci nens or any ot her evidence
to show how applicant plans to or is using the involved nark.
Applicant noted (brief, p. 10) that it has comrenced use of the
mark. |f this application is either not opposed or survives any
opposition(s), and if applicant ultimately subnits a Statenent of
Use, the Examining Attorney is free to re-exanine the application
with respect to the issue of nmere descriptiveness if applicant’s
speci nens of use so warrant.
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