THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT Mailed:
OF THE TTAB July 20, 2004

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Queen Elizabeth Il Health Sciences Centre
Serial No. 76371942
Raynond A. Fl ansberry of Flansberry, Menard & Associ at es
for Queen Elizabeth Il Health Sciences Centre.
Ni cholas K. D. Altree, Tradenmark Exam ning Attorney, Law
Ofice 108 (David Shallant, Managi ng Attorney).
Bef ore Seehernman, Hanak and Hol t znman, Adm nistrative

Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Queen Elizabeth Il Health Sciences Centre, a Canadi an
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register RISE & SH NE and
desi gn, as shown bel ow, for services identified, as
anended, as "cooperative advertising and marketing program

in the field of health care."?

1 Application Serial No. 76371942, filed February 19, 2002,
based on an asserted bona fide intention to use the mark in
commerce. The application as originally filed identified the
services as " marketing services whereby participants/licensees



Ser No. 76371942

Rise & Shine

Regi strati on has been refused pursuant to Section 2(d) of
the Trademark Act, 15 U. S.C. 1052(d), on the ground that
applicant's mark so resenbles the mark RISE ' N SHI NE
NORTHEAST CARE CENTER I NC. and design, as shown below, with
the words CARE CENTER I NC. disclainmed, and previously

regi stered for "nedical services nanely, providing in-
patient and out-patient medical care for the nentally
retarded and devel opnental |y disabled,"? that, if used in
connection with the identified services, is likely to cause

confusion or m stake or to decei ve.

NORTHEAST CARE CENTER INC.

pay a fee to be associated with the Rise & Shine Program"
Applicant anended its identification in response to the Exam ning
Attorney's objection that the original identification was

i ndefinite.

2 Registration No. 1459652, issued Septenber 29, 1987; Section 8
affidavit accepted; Section 15 affidavit received. The lining
shown in the mark on the drawing is a feature of the mark and
does not indicate col or.
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Applicant filed both an appeal brief and a reply to
the Exam ning Attorney's appeal brief. Applicant did not
request an oral hearing.

It is noted that applicant's appeal brief does not
conformto the requirenents of Trademark Rule 2.142(b)(2)
inthat it is 26 pages long, and the rule specifically
states that, without prior |eave of the Board, an appeal
brief may not exceed 25 pages. Section 1203.01 of the TTAB
Manual of Procedure states that "If an applicant files a
brief that exceeds the twenty-five page limt w thout prior
| eave of the Board, the brief will not be considered,
al though the failure to file a conformng brief will not be
treated as a failure to file a brief which would result in
the dism ssal of the appeal.” 1In view of this stated
policy, normally we would give applicant's nain brief no
consideration. However, the Board failed to notify
applicant, in its acknow edgnment of applicant's brief, that
the brief was unacceptable, and forwarded it to the
Exam ning Attorney, who in turn considered it and, indeed,
quoted fromit. |In these circunstances, the Board w ||

consi der the brief,? but applicant and its counsel are

® It is also noted that applicant has included an extra doubl e
space between the paragraphs of its brief, and that if applicant
had not done so it would have been within the 25-page limt.

Al t hough the Board considers the nunber of pages submtted,

wi thout regard to whether the applicant could have condensed the
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cautioned, in terns of any future appeals, that the 25-page
limt rule will be strictly enforced.

There are sonme additional points we must consider with
respect to applicant's briefs. In its main brief,
applicant has given the nunbers for what it asserts to be
the "hits" produced by a search of the Patent and Trademark
O fice database for the words "rise" and "shine," and has
listed, by mark, class, registration nunber and owner, what
it asserts to be various registered RISE AND SH NE nar ks.
The Exam ning Attorney has objected. The Exam ning
Attorney's objections are well taken. The subm ssion of a
list of registrations is insufficient to nmake them of
record. See In re Duofold Inc., 184 USPQ 638 (TTAB 1974).
Accordi ngly, we have not considered the statenent regarding
the "hits,"” nor have we considered the listing of marks.

We also note that in the |ast pages of its brief
applicant has cited to several "unpublished" Board cases,
providing only a serial nunber and decision date, and no
USPQ cite. The Board gives no consideration to decisions
that are not marked "citable as precedent.” General MIIs

Inc. v. Health Valley Foods, 24 USPQ2d 1270 (TTAB 1992).

type or margins, in ternms of determ ning whether an applicant has
complied with the page limtation, it is obvious that applicant
coul d have submitted an appeal brief of the appropriate length

wi t hout del eting any material.
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Applicant has attached three exhibits to its reply
brief. Trademark Rule 2.142(d) provides that the record in
an application should be conplete as of the filing of the
notice of appeal. These exhibits are manifestly untinely,
and have not been consi dered.

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also, In re Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Cir. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods and/ or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also, In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997).

We turn first to a consideration of the marks, and the
basic proposition that, in articulating reasons for
reaching a conclusion on the issue of |ikelihood of
confusion, there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a

particular feature of a mark, provided the ultimte
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conclusion rests on a consideration of the marks in their
entireties. In re National Data Corp., 753 F.2d 1056, 224
USPQ 749 (Fed. Cir. 1985). In this case, we find that RI SE
& SHINE is the dom nant el enent of applicant's mark, and
RISE'N SHINE is the dom nant elenent of the cited mark.

Al t hough both marks contain differing design elenents, it
is the words that nust be accorded greater wei ght because
it is by these words that purchasers would refer to or
request the services. 1In re Appetito Provisions Co., 3
USP2d 1553 (TTAB 1987). Al though the registered mark al so
contai ns the phrase NORTHEAST CARE CENTER I NC., this phrase
appears in nmuch smaller letters than the words RISE ' N

SHI NE and, given that the registrant is Northeast Care
Center Inc., people will regard this portion as a trade
name or house mark, with RISE 'N SHI NE as the trademark
for the particular services. As a result, when they see
the "trademark™ portion RISE & SHI NE wi thout the trade
name, they will sinply viewit as a variant of the

regi stered mark.

In terns of appearance, although there are different
design el enents and, as noted, the trade nane Nort heast
Care Center Inc. in the registrant's mark, the prom nent
presence of the words RISE & SHINE/RISE ' N SHI NE i n each

mark gives both marks a sim |l ar appearance. Further, these
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words are essentially identical in pronunciation, since the
anpersand in applicant's nmark is the phonetic and
connotative equivalent of the "Nin the cited mark.

Al though the trade nanme in the regi stered mark does, of
course, add additional syllables, it does not take away
fromthe phonetic simlarity of the main portions of the
marks. Further, it is likely that nmany consunmers w | |
shorten the cited mark and refer to it as sinply RISE ' N
SHI NE.

In terns of connotation, the dom nant portions of the
mar ks are identical. As previously discussed, the
additional trade nanme in the registered mark and the
desi gns do not change the connotation of these words. In
short, both marks convey very simlar commerci al
I npr essi ons.

Appl i cant has asserted that the cited registration is
entitled to a limted scope of protection because it
consi sts of common words, rather than invented ones. This
is a msstatenent of the law. Although invented terns are
entitled to a broad scope of protection, so too are
arbitrary marks, even if they consist of conmon words, and

under this criteria we find the cited RISE ' N SH NE and
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design mark to be an arbitrary and inherently distinctive
mark for the services at issue.*

This brings us to a consideration of the services. W
first correct certain inaccuracies in applicant's argunent.
Applicant has tried to distinguish the services based on
t he geographic areas in which it asserts they are rendered.
Specifically, applicant contends that the registrant's

trademark "is associated wwth a single health center” in
OChio, while applicant's trademark is used in connection
with "over ninety (90) Atlantic Canadian health care
centers.” Brief, p. 6. Inits reply brief, applicant
states that the identification in the cited registration is
i naccurate because, according to information applicant has
found fromregistrant's web site, its services are directed
to persons with nmental retardation and devel opnent al

di sabilities throughout Northeast Ohio, and that the
services are "prinordially [sic] daily services consisting

of residential care and/or honecare services to aid in

habilitation [sic] such as providing assistance with

* As previously noted, applicant's nmere listing of third-party

RISE & SHINE marks is not sufficient to make them of record.
Moreover, even if they were of record, they would not denonstrate
that RISE "N SHINE is a weak mark for either the services
identified in registrant's registration or applicant's
registration. The classes of those registrations indicate that
they are for goods which appear to be totally unrelated to these
services, e.g., Class 3 (cosnetics) and O ass 30 (foods).
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bat hi ng, showers, groom ng, dressing, neal preparation,
housekeepi ng, |aundry and provi di ng nedication and dietary
supervision.” Reply brief, p. 14.

Appl i cant has not properly submtted any evidence with
respect to the registrant's services. Mrre inportantly, it
is well established that the question of |ikelihood of
confusion nust be determ ned based on an anal ysis of the
mark as applied to the goods and/or services recited in
applicant's application vis-a-vis the goods and/or services
recited in the cited registration, rather than what the
evi dence shows the goods and/or services to be. See
Canadi an I nperial Bank of Commerce v. Wells Fargo Bank, NA,
811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987); In re
W liam Hodges & Co., Inc., 190 USPQ 47 (TTAB 1976).
Because the registrant owns a geographically unrestricted
regi stration, and applicant seeks a geographically
unrestricted registration, we nust assune that the parties
services may be rendered throughout the United States, not
just, respectively, in a section of Ghio or in Atlantic
Canada. Therefore, the services could be rendered in close
proximty to each other. Moreover, because applicant's
advertising and nmarketing programis not restricted as to
particul ar health care fields, we nust assune that it would

al so enconpass advertising and marketing with respect to
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the field of nmedical care for the nentally retarded and
devel opnment al | y di sabl ed.
W recognize that there is a difference between
medi cal services and the service of providing a cooperative
advertising and marketing programin the field of health
care. At first blush, it would appear that advertising
services would be directed to a different class of
consuners than health care services, such that there would
not be an opportunity for confusion to occur. See Local
Trademarks Inc. v. The Handy Boys Inc., 16 USPQ2d 1156
(TTAB 1990). That is, the custoners for advertising
services in the field of health care would nornally be
medi cal personnel and health care facilities, while nedical
services such as those identified in the cited registration
woul d be directed to nmentally retarded and devel opnental |y
di sabl ed persons and their famlies and doctors.
However, in the present case, applicant has explai ned

that it provides:

A mar keting program which all ows

busi nesses and charitabl e organi zati ons

to form partnerships with each other to

mar ket an i mage, product or service for

their nmutual benefit, all the while

creating an opportunity to service and

benefit all health centers in Atlantic

Canada. The only way heal thcare

organi zations are involved is to profit

fromthe Applicant's programwhich is
designed to provide focused access to

10
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cause rel ated marketing opportunities.
The Applicant's goal is to support

heal th care comrunities across Canada
by offering a channel to build

awar eness of the needs of health care
facilities in Canada. Consuners my
support Canadi an health care by

pur chasi ng products or services marked
with the Rise & Shine logo. The
Appl i cant provi des resources and
funding while at the sanme tine

addr essi ng busi ness-marketi ng

obj ectives. The Applicant targets and
servi ces businesses that would like to
enter a marketing programwhich wll
hel p them sell nore of their products
(which products are not necessarily in
the health field) because the trademark
(the Rise & Shine |ogo) works as an
incentive to buy, indicating to
custoners that the participating

busi nesses are associated with a
program t hat benefits heal t hcare.

Response dated Decenber 18, 2002.

Thus, applicant's services are not directed solely to
heal thcare facilities to help themin advertising their
heal t hcare services. On the contrary, the primry focus of
applicant's services appears to be conpani es which are not
in the healthcare field. Essentially, these conpanies are
solicited to be part of applicant's advertising and
mar keti ng program They then mark their products with
applicant's logo or use the logo in connection with their
services, in order to informcustoners that they are

participants, and custoners are encouraged to purchase the

11
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products or services because such purchases benefit health
care facilities.

As a result, the general public is not only exposed to
applicant's services, but they are participants in the
cooperative advertising and marketing program of fered by
applicant. These consuners, knowi ng of the registrant's
medi cal services offered under the RISE 'N SHI NE mark, are
likely to assune that applicant's advertising and marketi ng
programidentified by the RISE & SHHNE mark i s designed to
rai se noney for the registrant's operation, and that the
advertising and marketing programis sponsored by or
associated wth the registrant.

W al so note (contrary to the situation in Local

Trademarks Inc., supra, that the Exam ning Attorney has

subm tted evi dence show ng the rel atedness between nedi cal
services and advertising services. The Exam ning Attorney
has nmade of record nunerous third-party registrations
showi ng that a single mark has been regi stered for

mar keti ng or advertising services and for nedical services.
See, for exanple, Reg. No. 2364369 for, inter alia,

mar ket i ng consul tati on and nedi cal services, nanely,
cardi ol ogy and cardi ovascul ar care services; Reg. No.
2310529 for busi ness managenent and advertising services in

the field of health care and nedi cal services; Reg. No.

12
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2436390 for, inter alia, cooperative advertising and

mar keti ng services for nedical offices; providing general
clinical medical services and providing specialized
clinical and surgical services in the field of pain
nmedi ci ne and pai n nanagenent; and Reg. No. 2621497 for
advertising agency and providing nmedical information in the
field of pain; general health care services. Third-party
regi strations which individually cover a nunber of
different itens and which are based on use in conmerce
serve to suggest that the listed goods and/or services are
of a type which may emanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

Accordingly, we find that applicant's use of the
applied-for mark for its identified services is likely to
cause confusion with the cited registration.

In reaching this conclusion, we wish to make it clear
that we have not treated applicant's services as being
heal th care services, as applicant suggests the Exam ning
Attorney has. Although applicant obviously renders such
services, they are not the services which are the subject
of the current application. W are very nuch aware that
applicant's identified services are "cooperative
advertising and marketing programin the field of health

care," and that such services are different fromthe

13
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medi cal services identified in the cited registration.
However, it is not necessary that the goods or services of
the parties be simlar or conpetitive, or even that they
nove in the sanme channels of trade to support a hol ding of

| i kel i hood of confusion. It is sufficient that the
respective goods or services are related in sone manner,
and/or that the conditions and activities surrounding the
mar keti ng of the goods or services are such that they woul d
or could be encountered by the same person under

ci rcunst ances that could, because of the simlarity of the
mar ks, give rise to the m staken belief that they originate
fromthe sanme producer. 1In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

Finally, we are not persuaded by applicant's argunent
that confusion is not |likely because the respective
services are purchased with care. As noted, the general
public are participants in applicant's advertising and
mar keti ng program \Whether or not they are actually users
of the registrant's nedical services, they nay decide to
purchase products in the belief that they are hel ping
registrant's operations, and thus their confusion is
rel evant to our determ nation. Because of the simlarity

of the marks, these consuners are likely to assune they

14
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identify services associated with or sponsored by the sane

source.

Decision: The refusal of registration is affirned.

15



