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Before Sinms, Quinn and Holtzman, Adm nistrative Trademark
Judges.

Qpi ni on by Hol tzman, Adm nistrative Trademark Judge:

Appl i cant, Tow e Manufacturing Conpany, has appeal ed from
the final refusal of the trademark exam ning attorney to register
the mark CHARLESTON for "sterling silver plated flatware, nanely,

forks, knives and spoons."?

! Application Serial No. 76373720, filed February 1, 2002, based upon
an allegation of a bona fide intention to use the mark in comrerce.
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The trademark exam ning attorney has refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant's mark, when applied to its goods, so resenbles the
mar k CHARLESTON GARDENS for the goods shown in the follow ng two
registrations as to be likely to cause confusion. The word
"Charl eston” has been disclaimed in both registrations.

Regi stration No. 2446082:°

"Candl es" in Class 4

"Qutdoor furniture; lawn furniture; living roomfurniture;
dining roomfurniture, and sun roomfurniture” in Cass 20

"Di nnerware" in Cass 21
Regi stration No. 2636128:°3

"Containers for plants; planters for flowers and plants;
decorative househol d accessories and hone accents, nanely,
cachepots not of precious netal, plate holders, dish stands,
pl ant stands, flower baskets, vases, wastepaper baskets and
househol d ornanments nade of china, crystal, or porcelain;
beverage gl assware; tabl etop decorative itens not of

preci ous netal, nanely, serving pieces, nanely, bow s,
covered casserol es, cake stands, teapots, and platters,
cachepots and containers used for floral or fruit
cent er pi eces, napkin rings, place card holders, salt and
pepper shakers, candle holders, and candl esticks; serving
trays not of precious netal; and garden gloves"” in O ass 21.

When the refusal was nade final, applicant appeal ed.

Bri efs have been filed. An oral hearing was not requested.

2 | ssued April 24, 2001.

3 I ssued October 15, 2002.
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Here, as in any likelihood of confusion analysis, we |ook to
the factors set forth inlnre EI. du Pont de Nenours & Co., 476
F.2d 1357, 177 USPQ 563 (CCPA 1973), giving particular attention
to the factors nost relevant to the case at hand, including the
simlarity of the marks and the rel atedness of the goods. See
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24 (CCPA 1976) and In re Azteca Restaurant Enterprises
Inc., 50 USPQRd 1209 (TTAB 1999).

We turn first to the goods. It is well settled that the
goods of the applicant and regi strant need not be simlar or even
conpetitive to support a finding of likelihood of confusion. It
is sufficient if the respective goods are related in sone nmanner
and/or that the conditions surrounding their marketing are such
that they woul d be encountered by the same persons under
ci rcunst ances that could, because of the simlarity of the marks
used thereon, give rise to the m staken belief that they emanate
fromor are associated with the same source. See In re Al bert
Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

Applicant's goods are sterling silver plated flatware and
regi strant's goods include dinnerware (Registration No. 2446082)
and beverage gl assware (Registration No. 2636128). Applicant has
not disputed the rel atedness of these goods and in fact they are
closely related products. The nunmerous third-party registrations

submtted by the Exam ning Attorney show that the same mark has
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been registered by the sane entity for flatware, on the one hand,
and for dinnerware and beverage gl assware, on the other.

Al t hough the third-party registrations are not evidence of use of
the marks in comrerce, the registrations have probative value to
the extent that they suggest that the respective goods are of a
type which may emanate fromthe sane source. See, e.g., Inre

Al bert Trostel & Sons Co., supra; and In re Micky Duck Mustard
Co., 6 USPQ2d 1467 (TTAB 1988).

Applicant's and registrant's goods are obviously used
t oget her as conpl enentary tabl eware products. Moreover, these
goods are nmarketed through the sanme channels of trade to the sane
retail consunmers. The website printouts submtted by the
exam ning attorney show that these goods are advertised and
di spl ayed toget her on the sanme pages of the sanme online catal ogs,
often under simlar marks. It is clear that these closely
related tabl eware products, if offered under simlar marks, would
be perceived as emanating fromthe same source. Thus, we turn
our attention to the marks.

When conpared in their entireties, the marks CHARLESTON and
CHARLESTON GARDENS are simlar in sound, appearance, neani ng and
comercial inpression. The word CHARLESTON is applicant's entire
mar k. Al though that word has been disclained by registrant, it
remains visually and aurally a significant part of the registered

mark. It is well settled that while a disclained termnay be
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given |l ess weight in determ ning whether the marks are
confusingly simlar, it cannot be ignored. See Schwarzkoff v.
John H. Breck, Inc., 340 F.2d 978, 144 USPQ 433 (CCPA 1965). The
commercial inpression is engendered by the mark as a whol e which
is the way it would be encountered in the marketpl ace by
purchasers. These persons would not be aware of a discl ai ner,
much |l ess of its significance.

The word CHARLESTON contri butes substantially to the overal
comercial inpression of registrant's nmark. \Wether or not
di scl aimed, the word CHARLESTON, along with GARDENS, wil| be used
by purchasers to call for and refer to the goods. Thus,
purchasers are likely to renmenber that word upon hearing or
seeing the word CHARLESTON, alone, at a different tine on closely
rel ated goods. Moreover, CHARLESTON and CHARLESTON GARDENS
convey simlar neanings, both marks connoting variations of the
sane geographic place. Because the goods are closely rel ated
t abl eware products, purchasers are likely to assune that
CHARLESTON i dentifies another |line of tableware emanating from
registrant.

It is applicant's contention that because the word
CHARLESTON is disclainmed in the registration, "virtually no

wei ght" should be given this elenent in registrant's mark.
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Appl i cant argues t hat

[W hile the Exam ner cited three decisions in support of his

rejection, a careful reading of these decisions reveal s that

they are all distinguishable fromthe current case in one
very material way. |In each of these cases, it was the

appl i cant, who sought to avoid confusion by disclaimng a

conflicting portion of its nmark. For broad policy reasons,

applicants can not [sic] disclaimconflicting portions of
mar ks to avoi d confusion.

Di stinguishing the cases cited by the exam ning attorney
fromthe present case, it is applicant's position that

... by making no exclusive claimto the el enent CHARLESTON

apart fromthe mark, the Registrant gave up all clains to

confusion except to CHARLESTON GARDENS. To rul e otherw se
woul d nake disclainmer practice illusory. It would permt
the registration of a conpound mark and give protection to
the single element of that mark after it is rejected as

unfit for registration. Such inconsistent approach is not

what is contenplated by the Disclainer section of the Lanham

Act .

Applicant is reading those cases too narrowWy. Purchaser
perception is the controlling factor in a |ikelihood of confusion
analysis. The principle is well established that marks are
conpared in their entireties, including disclainmed portions
thereof, the way they are perceived and woul d be encountered by
rel evant purchasers in the marketplace. 1In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985). The effect
of a disclainmer on purchasers who encounter marks in the
mar ket pl ace is the sanme regardl ess of whether the disclained term

appears in the registered mark or the applicant's mark. Thus,

the principle applied in analyzing the marks nust be the sane.
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In view of the foregoing, we find that consuners famliar
wi th di nnerware and beverage gl assware sold under the mark
CHARLESTON GARDENS woul d be likely to believe, upon encountering
applicant's mark CHARLESTON for flatware, that the goods
originated with or are associated with or sponsored by the sane
entity.

To the extent that there is any doubt as to the
| i kel i hood of confusion, such doubt nust be resolved in favor of
the registrant and prior user. Lone Star Mg. Co. v. Bil
Beasl ey, Inc., 498 F.2d 906, 182 USPQ 368 (CCPA 1974).

Decision: The refusal to register is affirmed.



