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Bef ore Hanak, Hohein and Hairston, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Career Partners International, LLC has filed an
application to register on the Principal Register the mark

"CAREER PARTNERS | NTERNATI ONAL" and desi gn, as reproduced bel ow,

C

career partners

INTERNATIONAL

for "career counseling services."!

' Ser. No. 76379105, filed on March 6, 2002, which is based on an

all egation of a date of first use anywhere and in conmerce of Mrch
15, 2001. Although not apparent fromthe anmended drawi ng of the mark
reproduced above, in actual use the words "career"” and "partners"”
appear on the specinmens originally submtted in different shades,

t hereby giving the comercial inpression of two separate words. The
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground that
applicant's mark, when applied to its services, so resenbles the
mar k " CAREER PARTNERS, " which is registered for the services of
"enpl oynent counseling and recruiting; [and] enpl oynent agencies

n2

provi di ng tenporary staffing/personnel for others, as to be
|ikely to cause confusion, or to cause m stake, or to deceive.

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a likelihood
of confusion. Inre E. |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,

192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion

wor ds " CAREER' and "I NTERNATI ONAL" are disclained. |In addition
ownership is claimed with respect to Reg. No. 2,411,523, which issued
on the Suppl enental Register on Decenber 5, 2000 for the mark " CAREER
PARTNERS | NTERNATI ONAL, " with a disclainmer of the words "CAREER' and
"| NTERNATI ONAL, " for "busi ness nanagenent consultation in the field of
career managenent services, nanely, providing strategi c human resource
managenent services, career managenent services, executive search and
personal recruitnment services, human resources advisory services and
conmpensation services" in International Cass 35, "educational

servi ces, nanely, workshops, seninars and conferences in career
managenent” in International Cass 41 and "career counseling services,
nanely, providing career transition services" in International d ass
42; for each of such classes, a date of first use anywhere of Mrch
18, 1994 and a date of first use in conmrerce of April 26, 1994 are

al | eged.

? Reg. No. 2,035,031, issued on the Principal Register on February 4,
1997, which sets forth a date of first use anywhere and in comrerce of
May 3, 1995; conbined affidavit 888 and 15. The word "CAREER' is

di scl ai ned.
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anal ysis, two key considerations are the simlarity or
dissimlarity in the goods and/or services at issue and the
simlarity or dissimlarity of the respective marks in their
entireties.’

Turning first to the simlarity or dissimlarity in the
services at issue, applicant concedes in its brief that "the
description of the ... services of the respective parties are
somewhat simlar," but maintains that "[i]t is inportant to note
that the prior registration relied on by the Exam ning Attorney
is for [services] in international class 035," while it "has
restricted this application to [services] in international class
042." Applicant thus contends that "the potential for confusion
here is significantly less than if ... Applicant were seeking
registration for the sanme class of goods or services."

However, as the Exam ning Attorney correctly observes
in his brief, it is well settled that the issue of |ikelihood of
confusion nust be determ ned on the basis of the respective
services as identified in the invol ved application and the cited
registration. See, e.qg., Octocom Systens Inc. v. Houston
Conmputer Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed.
Cir. 1990); Canadian Inperial Bank of Conmerce, N. A v. Wlls
Fargo Bank, 811 F.2d 1490, 1 USPQR2d 1813, 1815-16 (Fed. Gr.
1987); CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ 198, 199 (Fed.
Gr. 1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937,

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumulative effect of differences in the
essential characteristics of the goods [and/or services] and
differences in the marks." 192 USPQ at 29.
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940 (Fed. Cir. 1983); and Paul a Payne Products Co. v. Johnson
Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973).

Mor eover, as the Exam ning Attorney correctly points
out, it is well established that the services at issue need not
be identical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the respective services are related in sone manner and/ or
that the circunstances surrounding their nmarketing are such that
they would be likely to be encountered by the sane persons under
situations that would give rise, because of the marks enployed in
connection therewith, to the m staken belief that they originate
fromor are in sone way associated with the sanme producer or
provider. See, e.qg., Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ
590, 595-96 (TTAB 1978) and In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

In view thereof, the Exam ning Attorney asserts in his
brief that:

The services of the parties in the

instant case are identical or are at the very

| east highly related. The registrant's

services are wholly enconpassed by the

applicant's services. Furthernore, the

services are marketed and sold in the sanme

channels of trade and are likely to be

sought, encountered and purchased by the sane

consuners, who will be exposed to the

advertisenents and ot her narketing strategies

of both parties. 1In fact the applicant puts

forth no argunents that the services are not

related or that the registrant's services are

not wholly enconpassed by the applicant's
servi ces.
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Finally, while the services are properly
classified in [international] classes 41 and
35 respectively, the classification does not
serve to differentiate the services such that
they are no longer highly related or that the
conditions surrounding their marketing are
such that they could not be encountered by
t he sanme purchasers under circunstances that
could give rise to the m staken belief that
the services conme froma comon source. The
fact that the Patent and Trademark O fice
classifies ... services in different classes
does not establish that the ... services are
unrel ated under Trademark Act Section 2(d)

: The ... proper classification of goods
or services is a purely admnistrative
determ nation unrelated to the determ nation
of likelihood of confusion. National

Foot bal | League v. Jasper Alliance Corp., 16
USPQ2d 1212, 1216 n.5 (TTAB 1990) TMEP
81207.01(d) (v).

W agree with the Exam ning Attorney to the extent that
applicant's "career counseling services" plainly appear to
enconpass, or are at the very least closely related to,
registrant's "enpl oynment counseling and recruiting" services
i nasnmuch as career counseling obviously includes enpl oynent
counsel ing of those seeking job advice and/or career advancenent
or direction. Mreover, as noted earlier, applicant admts in
its brief that, as identified inits application and in the cited
regi stration, the respective recitations of services, including
the "enpl oynent agencies providing tenporary staffing/personnel
for others"” offered by registrant, "are somewhat simlar" and,

i ndeed, as pointed out by the Exam ning Attorney, "applicant puts
"a

forth no argunents that the services are not rel ated.

Furthernore, as the Exam ning Attorney correctly observes, the

‘W also note that applicant has not filed a reply brief so as to take
issue with the Exam ning Attorney's assertions in this regard in his
brief.
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purpose of the Patent and Trademark O fice in using the
classification systemis for adm nistrative conveni ence rather
than as an indication of whether goods and/or services are
related or not. See, e.qg., National Football League v. Jasper
Al'liance Corp., supra; and In re Leon Shaffer ol nick
Advertising, Inc., 185 USPQ 242, 242 n.2 (TTAB 1974). The fact,
therefore, that applicant's and registrant's services are
classified in a different classes is not an indication that they
are unrel ated; instead, such fact is sinply inmaterial in
determ ning the issue of |ikelihood of confusion. See, e.g., In
re Cay, 154 USPQ 620, 621 (TTAB 1967) and cases cited therein.
Accordingly, we conclude that applicant's services and those of
registrant are identical in part and are otherw se so cl osely
related that, if rendered under the sane or simlar marks,
confusion as to the source or sponsorship of the respective
services is likely to occur.

Turning, then, to consideration of the respective
mar ks, applicant argues that, when considered in their
entireties, its "CAREER PARTNERS | NTERNATI ONAL" and desi gn mark
does not so resenble registrant's "CAREER PARTNERS' nark t hat
confusion is likely. Applicant, in particular, stresses inits
brief the fact that, unlike registrant's mark, its mark contains
a design elenent which is such "an integral part of the
Appel lant's | ogo"” that "there can be no |ikelihood of confusion."”
Applicant further contends that, in his final refusal, the

Exam ning Attorney "dissects Applicant's mark by disregarding the
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wor ds CAREER and | NTERNATI ONAL based on Appellant's disclainer to
t he exclusive use of such words." Specifically, applicant points
out that "the Exam ning Attorney takes the position that since
Appel I ant has di scl ai ned these words, the dom nant portion of the
mar Kk sought to be registered is the word ' PARTNERS,'" just as the
dom nant part of registrant's mark, in view of the disclai ner of
the word "CAREER, " is also the word "PARTNERS. " Applicant thus
notes that, "[a]ccording to the Exam ning Attorney's anal ysis,
the appropriate conparison for determning the |ikelihood of
confusion between the marks is the single word ' PARTNERS t hat
appears in both marks."

Applicant, asserts, however, that "[t]his reasoning
overl ooks the fact that it is the entire phrase ' CAREER PARTNERS
| NTERNATI ONAL' in conbination with the design that creates the
comercial inpression [of its mark] upon potential custoners,”
who "neither know nor care whether or not a part of a mark is
di sclainmed.” Because "[t]he appropriate test is whether
Applicant's mark, in its entirety, is likely to cause confusion
as to source with the entire mark of the prior cited registration
-- not whether confusion is |ikely between essential features of
the marks," applicant insists that:

Here, where one portion of the mark i s common

to the prior registration, the fact that

ot her portions of the mark were discl ai ned

does not elimnate the possibility that the

di scl aimed portions serve to distinguish the

two marks. Thus, when an appropriate

conparison is nade between the marks in their

entireties, including the disclainmed portions

and the design elenent, it is clear that
there is no likely confusion.
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W need not decide, however, whether the word
"PARTNERS" is the dom nant elenent in each of the respective
mar ks. I nstead, as the Exam ning Attorney correctly observes in
his brief, the test for whether marks are confusingly simlar is
not whether they can be distinguished on the basis of a side-by-
si de conparison since such is not the ordinary way that custoners
will be exposed to the marks. Instead, it is the simlarity of
the general overall commercial inpression engendered by the marks
whi ch nust determne, due to the fallibility of nenory and the
concomtant |ack of perfect recall, whether confusion as to
source or sponsorship is likely. The proper enphasis is
accordingly on the recollection of the average purchaser, who
normal ly retains a general rather than a specific inpression of
mar ks. See, e.q., G andpa Pidgeon's of Mssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573, 574 (CCPA 1973);
Envirotech Corp. v. Solaron Corp., 211 USPQ 724, 733 (TTAB 1981);
and Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB
1975). Moreover, as the Exam ning Attorney al so correctly notes
in his brief, "it has Iong been held that when a mark consi sts of
a word portion and a design portion, the word portion is nore
likely to be inpressed upon a purchaser's nenory and to be used
in calling for the goods or services." See, e.qd., Inre Appetito
Provisions Co. Inc., 3 USPQd 1553, 1554 (TTAB 1987).

Appl ying the above principles, we agree with the
Exam ning Attorney that, when considered in their entireties,
applicant's mark is substantially simlar to registrant's mark in

sound, appearance, neaning and overall comrercial inpression. As
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the Exam ning Attorney accurately and persuasively observes in
his brief:

In this case the applicant's mark
incorporates the entire literal portion of
the registrant's mark. The only differences
being the addition of the word el enent

| NTERNATI ONAL, nodi fyi ng CAREER PARTNERS, and
the design features. While these changes do
alter the visual appearance of the mark, the
changes are slight and do not change the
connot ation, nmeaning or nost inportantly the
overall inpression of the applicant's mark in
relationship to the regi stered mark.
Additionally, the Trademark Trial and Appeal
Board (TTAB) has held that the first word or
words in a mark are typically the dom nant
portion saying, "[I]t is often the first part
of a mark which is nost likely to be

i npressed upon the mnd ... and renenbered
when maki ng purchasi ng deci sions invol ving
the services of the applicant and

registrant.” Presto Products v. N ce-Pak
Products, Inc., 9 USPQd, 1895, 1898 (TTAB
1988).

Furthernore, given that the term "I NTERNATI ONAL" in applicant's
mark is clearly subordinate in size to the other elenents therein
in addition to being descriptive of the scope of applicant's
career counseling services, and since the mark's principal design
feature nmay reasonably be regarded as sinply a stylized display
of the letters "CP' due to the appearance thereof imrediately
above the term " CAREER PARTNERS," we concur with the Exam ni ng
Attorney that the essentially mnor differences in applicant's
mark "do not obviate the simlarity between the marks [at
i ssue]."

Appl i cant nonet hel ess insists that because, as
indicated earlier, it is the owner of a subsisting registration

on the Suppl enental Register for the mark "CAREER PARTNERS
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| NTERNATI ONAL"® whi ch regi stered over the mark which is the
subject of the cited registration, it should |likew se be entitled
to registration of its "CAREER PARTNERS | NTERNATI ONAL" and desi gn
mark on the Principal Register since it nerely "now seeks
registration for a conposite mark that includes both its earlier
regi stered word mark and a uni que design el enent.”

However, as the Exam ning Attorney asserts in his
brief, such fact does not establish that there is no |ikelihood
of confusion with the cited registrant's mark because:

Previ ous deci sions of exam ning attorney's

[sic] allowi ng other nmarks are w t hout

evidentiary value and are not bi ndi ng upon

the agency or the Tradenmark Trial & Appeal

Board. Each case nust be decided on its own

merits. In [r]e National Novice Hockey

League, Inc.[,] 222 USPQ 638, 639 (TTAB

1984). The applicant cannot bootstrap one

confusingly simlar mark ... onto the

Regi ster based on a previous error in

j udgnent or oversight.

Moreover, we additionally observe that applicant's prior

regi stration, besides being for a descriptive mark which in any
event would be limted to a narrow scope of protection at best,
is for various services which, on their face, either are
specifically different fromthose identified in the cited
registration or, in the case of its "career counseling services,

nanely, providing career transition services," are restricted to
a particular branch of such services. By contrast, applicant is
currently seeking a registration for services which are broadly

recited as "career counseling services," a category which not

°® Such registration, applicant notes, originally was also "cited ... as
a basis for refusing registration in the first office action until
Appel | ant established that it is the owner of that registration.”

10
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only includes all areas of such services, but as indicated
earlier, would clearly include the cited registrant's "enpl oynent
counseling and recruiting services." In consequence thereof,
applicant's subsisting registration on the Suppl enental Register
for the descriptive mark "CAREER PARTNERS | NTERNATI ONAL" cannot
serve to preclude a finding of |ikelihood of confusion in this

i nst ance.

We accordingly conclude that consuners who are famliar
or acquainted with registrant's "CAREER PARTNERS' mark for the
services of "enploynent counseling and recruiting"” and those of
"enpl oynent agenci es providing tenporary staffing/personnel for
others" would be likely to believe, upon encountering applicant's
substantially simlar "CAREER PARTNERS | NTERNATI ONAL" and desi gn
mar k for "career counseling services," that such identical in
part and ot herw se closely related services emanate from or are
sponsored by or affiliated with, the sanme source.

Deci sion: The refusal under Section 2(d) is affirmed.

11



