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OQpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Junp Designs, LLC to
regi ster the mark JUVP DESI GNS (“DESI GNS” discl ai ned) for
“furniture, and goods of various materials, not included in
ot her classes, in the nature of furnishings, and decorative
and functional appointnents, for home, office and
commercial settings, nanely, arnthairs, beds and bed
franmes, bookcases, cabinets, carts, chairs, chests of
drawers, couches, deck chairs, desks, display racks, point

of purchase displays, doors for furniture, plastic and wod
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figurines, office furniture, living roomfurniture, bedroom
furniture, lawn furniture, furniture noldings, plastic and
wood scul ptures, seats, tables, toy boxes, [and] toy
chests.”?!

The trademark exam ning attorney refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant’s mark, when applied to applicant’s goods, so
resenbles the previously registered mark JUWP for “desktop
mar ker boards, desktop tack boards, clipboards, phone
support trays; docunment supports for use with office
furniture, nanely, docunent file racks and trays, docunent
support clips and holders, lap trays for witing, and
support stands for supporting racks, trays, clips and
desktop accessories; and desktop organizers” (in
International Class 16); and “furniture, non-netal storage
bi ns, and desktop picture frames” (in International C ass
20),% as to be likely to cause confusion.

When the refusal was nade final, applicant appeal ed.

Appl i cant and the exam ning attorney have filed briefs.

Applicant initially contends that the Section 2(d)

! Application Serial No. 76393986, filed April 10, 2002, based on
an allegation of a bona fide intention to use the nmark in
commerce. Applicant subsequently filed a statenment of use
setting forth a date of first use anywhere and a date of first
use in commerce of July 1, 2003.

2 Regi stration No. 2649803, issued Novenber 12, 2002.
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refusal was inproperly made inasnuch as it cane after
i ssuance of a notice of allowance and applicant’s filing of
a statenment of use. Applicant asserts the foll ow ng:

[ T]he refusal to register--follow ng

t he i ssuance of the Notice of

Al | owance--was procedural ly defective,
inthat it raised no use-rel ated
argunents; cited no new evidence that
had been unavailable to the exam ning
attorney in her initial review and was
not based on the “clear error” standard
for a refusal in a post-SQU posture.

In the interim Applicant had devoted
substantial resources, both creative
and financial, in bringing the Mark to
t he marketplace, only to be net by a
bel at ed, second-guess refusal to

regi ster, which, if sustained, would
render all of Applicant’s efforts and

i nvest ment noot and cost the Applicant
substantially. (Appeal Brief, p. 3)

Appl i cant goes on to contend that, in any event, its mark
is not confusingly simlar to the cited mark. More
specifically, applicant argues that the marks are
dissimlar, pointing out that the register already includes
many third-party registrations of marks conprising, in
whole or in part, the word JUWP. The presence of JUW

mar ks on the register, applicant asserts, serves to weaken
the scope of protection to be accorded to registrant’s
mark. As to the goods, applicant argues only that they
“are not identical.” Applicant al so contends that

registrant only uses JUW as part of the mark JUMP STUFF,
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and that its review of registrant’s website shows that
there is no use of JUWP per se. In support of its
position, applicant submitted a list of third-party
registrations retrieved fromthe TESS dat abase, copies of
certain third-party registrations, and excerpts fromits
website, as well as fromregistrant’s website.

The exam ning attorney asserts that in view of the
abandonnent of applicant’s application and the subsequent
revival thereof as a result of the grant of a petition to
revive, a second search was conducted. The exam ning
attorney contends that it would have been “clear error” not
to cite registrant’s mark agai nst the involved application,
and the refusal accordingly was nade. |Insofar as the
substantive Section 2(d) refusal is concerned, the
exam ning attorney states that the dom nant feature of
applicant’s mark, nanely the JUWMP portion, is identical to
the entirety of the cited mark. As to the goods, the
exam ning attorney nmaintains that the goods are, in part,
identical. Finally, the exam ning attorney objects to the
untinmely subm ssion of certain exhibits attached to
applicant’s appeal brief. 1In support of the refusal, the
exam ning attorney submtted a dictionary definition of
“design”; excerpts retrieved fromthe NEXI S dat abase

showi ng the term “design(s)” used in connection with



Ser No. 76393986

furniture; and nunerous use-based third-party registrations
to show that the goods involved herein are of type that may
emanate from a single source under a single mark.

Before turning to the nerits of the appeal, there are
evidentiary matters requiring our attention. Inits
Novenber 29, 2004 response, applicant referred to three
third-party JUMWP and JUWP-formative registrations. The
exam ning attorney, in her January 18, 2005 final refusal,
indicated that the nere listing of the registrations was
insufficient to nake themof record. Applicant, with its
appeal brief, submtted printouts of these registrations
taken fromthe Ofice s TESS dat abase, acconpani ed by
printouts of six additional third-party registrations.
Applicant further submtted with its appeal brief a |ist
(rather than conplete registration information) retrieved
fromthe TESS dat abase show ng hundreds of third-party JUW
and JUWP-formative regi stered marks and applied-for marks.
This printout shows only the registration nunber and/or
application nunber and the mark, and whether the
registration or application is “live” or “dead.” The
exam ning attorney, in her brief, indicated that the
evi dence acconpanyi ng applicant’s brief was not tinely nade
of record. However, she went on to state that she did not

object, in spite of the untinely subm ssion, to the copies
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of the nine third-party registrations. Accordingly, the
TESS printouts of the nine third-party registrations are
considered part of the record for determining the nmerits of
this appeal.

Wth respect to the TESS printout consisting of only a
list of third-party registrations, this subm ssion, as
poi nted out by the exam ning attorney, is untinely.
Trademark Rule 2.142(d) states that the record in an
application should be conplete prior to the filing of an
appeal. Moreover, the nere subm ssion of a listing from
t he TESS dat abase is insufficient to make the referenced
registrations of record. To nmake a third-party
regi stration of record, a copy of the registration, either
a copy of the paper USPTO record, or a copy taken fromthe
electronic records of the Ofice, should be submtted. In
re Volvo Cars of North America Inc., 46 USPQRd 1455, 1456
n. 2 (TTAB 1998). See TBWP § 1208.02 (2d ed. rev. 2004).
Accordingly, the list retrieved fromthe TESS dat abase has
not been considered. W hasten to add that, in any event,
the list would not conpel a different result in this case.
The |ist does not show the goods and/or services covered by
the registrations. Therefore, it has extrenely limted
probative val ue, since we cannot determ ne whether the

mar ks are for goods and services simlar to those of
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applicant and registrant. |In this connection, even

conpl ete copies of third-party registrations covering goods
and/ or services far renoved fromthe goods of applicant and
registrant would be irrelevant to the present |ikelihood of
confusion analysis. See Conde Nast Publications, Inc. v.
American Geetings Corp., 329 F.2d 1012, 141 USPQ 249, 252
( CCPA 1964).

As to the Internet evidence, certain pages from
applicant’s and registrant’s websites were tinely submtted
during the prosecution phase. These have been consi dered
i n maki ng our decision. Applicant, in connection with its
argunent that registrant does not actually use the mark
JUWP per se, also relied upon additional pages retrieved
fromregistrant’s website, as well as fromthe websites of
certain vendors of registrant’s goods. This evidence was
submtted for the first tine with the appeal brief, and the
exam ning attorney objected to its untinely subm ssion.

The objection is sustained, and the additional evidence has
not been considered. Trademark Rule 2.142(d). Even if
consi dered, however, the evidence is irrelevant to our
determ nation in this appeal (see discussion, infra).

We now turn to the procedural point raised by
applicant. Applicant clains that the refusal is

“procedural |y defective” because the Section 2(d) refusal
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was made bel atedly after issuance of the notice of

al  owance and submi ssion of its statenment of use; and that
the exam ning attorney did not indicate that the failure to
i ssue the refusal would be a “clear error” or that the
refusal was based on use-related issues.® Applicant
contends that the exam ning attorney should not be all owed
“a second bite of the apple.” 1In making its argunents,
applicant also states the foll ow ng:

Applicant is aware that challenges to
the application of the clear error
standard must be brought by way of
petition to the Director. (TMEP §
1109.08.) Here, however, because there
is no assertion in the Ofice Action
that the refusal to register was based
on application of the clear error
standard, there is no basis to petition
the Director. Applicant cannot be
expected to read the m nd of the

exam ning attorney and create an issue
to contest that is not raised by the
Ofice Action itself. (Appeal Brief,

p. 5 n. 3)

Applicant is correct in stating that the Ofice action
dated June 8, 2004, wherein the Section 2(d) refusal was
raised for the first tine, did not nmention “clear error.”
The exam ning attorney nerely stated the following: “This

letter responds to the Applicant’s Petition to Revive and

3 As already noted, the exam ning attorney conducted a second
search after the application was revived following the grant of a
petition to revive. See TMEP § 718.08 (4'" ed. 2005).
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Statenent of Use. The Applicant’s Petition to Revive has
been granted; accordingly, exam nation is resuned. Please
see below for a new issue.” The exam ning attorney then
went on to raise the Section 2(d) refusal.

The fact that there was not a statenent in the Ofice
action that the Section 2(d) refusal was made under the
“clear error” standard does not excuse applicant for its
failure to follow the proper procedure in seeking review *
G ven the procedural posture of the application, it should
have been obvious to applicant that the exam ning attorney
made the Section 2(d) refusal under the “clear error”
standard. See TMEP § 1109.08 (4'" ed. 2005) [“The Ofice
will not issue any refusal under 8 2(d) in the exam nation
of the statenment of use unless the failure to issue the
refusal constitutes a clear error.”].

In any event, the Board has in the past stated that
guestions involving the applicability of the “clear error”
standard are the subject nmatter of a petition to the
Director, and are not proper for consideration by way of an

appeal to the Board. 1In the case of In re Sanbado & Son

* Because the Trademark Rules of Practice do not provide an
express deadline to cover the present situation, applicant was
required to file any petition within two nonths of the date of
mai ling of the Ofice action wherein the Section 2(d) refusal was
first raised. Trademark Rule 2.146(d). See also TMEP § 1705. 04
(4'" ed. 2005).
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Inc., 45 USPQ2d 1312, 1314-15 (TTAB 1997), the Board
st at ed:

[ T] he question of whether the clear
error standard was properly applied is
a procedural one arising out of
exam nation practice. The Exam nation
Organi zati on nakes the determ nation of
“clear error,” which determ nation
ultimately is properly reviewable on
petition to the Conmm ssioner. The
Board’ s determ nation on appeal is to
be limted to the correctness of the
underlyi ng substantive refusal to
register. The Board will not second
guess the Exam ning Organi zation's
procedural determ nation, that is, the
latter’s application of the “clear
error” standard. As noted, the
application of the “clear error”
standard is, in this context, a
procedural decision (one that answers
t he question, “Should a new refusal be
made and defended by the Exam ning
Attorney?”).

*kk k%
We recogni ze that this | eaves applicant
W t hout an answer to the question of
whet her, in this case, the Exam ning
Attorney properly applied the “clear
error” standard. However, applicant
itself did not take advantage of the
proper procedure for review of the
“clear error” determ nation. As noted
above, applicant’s petition was
di sm ssed as prenmature, having been
taken froma nonfinal action. Thus,
t he proper procedure woul d have been
for applicant to file a petition after
i ssuance of the final refusal
Applicant failed to do so, and the
Board will not, on this appeal, review
t he Exam ning Attorney’s application of
the “clear error” standard.

10
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In addition, TMEP § 1109.08 (4'" ed. 2005) provides
that the Board, on appeal, “wll review only the
correctness of the underlying substantive refusal of
registration. The Board will not second-guess the
application of the ‘clear error’ standard. The question of
whet her the examining attorney properly applied the ‘clear
error’ standard is reviewable on petition under 37 CF. R
§2.146."

In view of the above, the Board wll not consider the
nmerits of applicant’s argunment that the refusal is
procedurally deficient under the “clear error” standard.

We now turn to consider the substantive refusal of
regi stration under Section 2(d). Qur determ nation of the
i ssue of |ikelihood of confusion is based on an anal ysis of
all of the probative facts in evidence that are relevant to
the factors set forth inInre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See al so:

In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of
confusi on anal ysis, however, two key considerations are the
simlarities between the marks and the simlarities between
the goods. See Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also: In

11
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re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Gir. 1997).

| nsof ar as the goods are concerned, it is well settled
that the question of likelihood of confusion nust be
determ ned based on an analysis of the goods recited in
applicant’s application vis-a-vis the goods identified in
the cited registration. 1Inre Shell G| Co., 992 F. 2d
1204, 26 USPQR2d 1687, 1690 n. 4 (Fed. Gr. 1993); and
Canadi an I nperial Bank v. Wells Fargo Bank, 811 F.2d 1490,
1 USPQ2d 1783 (Fed. Cir. 1992). \Were the goods in the
application at issue and/or in the cited registration are
broadly identified as to their nature and type, such that
there is an absence of any restrictions as to the channels
of trade and no Iimtation as to the classes of purchasers,
it is presuned that in scope the identification of goods
enconpasses not only all the goods of the nature and type
described therein, but that the identified goods are
offered in all channels of trade which would be norma
therefor, and that they would be purchased by all potenti al
buyers thereof. 1In re Elbaum 211 USPQ 639, 640 (TTAB
1981). Further, it is not necessary that the respective
goods be identical or conpetitive, or even that they nove
in the sane channels of trade to support a hol ding of

li keli hood of confusion. It is sufficient that the

12
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respective goods are related in sone nmanner, and/or that
the conditions and activities surrounding the marketing of
t he goods are such that they would or could be encountered
by the sanme persons under circunstances that coul d, because
of the simlarity of the marks, give rise to the m staken
belief that they originated fromthe sane producer. 1In re
Mel ville Corp., 18 USPQd 1386 (TTAB 1991).

In conparing the goods, we focus our attention on the
fact that both applicant’s and registrant’s identifications
of goods include “furniture.” Applicant’s attenpt to
distinguish its furniture fromregistrant’s furniture is to
no avail. Registrant’s furniture is not limted in any way
as to nature, type, use or purpose and, thus, is broad
enough to enconpass the type of furniture sold by
applicant. Wen construed as such, the goods are, in part,
legally identical. Likelihood of confusion nust be found
if there is likelihood of confusion involving any itemthat
cones within the identification of goods in the involved
application. Tuxedo Monopoly, Inc. v. CGeneral MIIls Fun
G oup, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981). It is
t herefore unnecessary to rule as to whether each of the

other itens set forth in the involved application are so

13
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related to those in the cited registration that confusion
woul d be likely.?®

G ven that applicant’s and registrant’s “furniture” is
legally identical, we assune that these goods travel in the
sane channels of trade (e.g., retail furniture stores), and
that the sanme cl asses of purchasers buy these goods.

We next turn to consider the marks. In determ ning
the simlarity or dissimlarity of the marks, we nust
conpare the marks in their entireties as to appearance,
sound, connotation and conmercial inpression. Palm Bay
| nports, Inc. v. Veuve Cicquot Ponsardin Maison Fondee En
1772, 396 F.3d 1369, 73 USP@d 1689 (Fed. Cir. 2005). The
test is not whether the marks can be di stingui shed when
subj ected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in their entireties that
confusion as to the source of the goods offered under the

respective marks is likely to result. The focus is on the

5> W note, however, that some of the goods are related. In
particular, applicant’s identification includes itens such as
office furniture and desks, while registrant’s identification

i ncl udes desk accessories and other itenms for use with office
furniture. In this connection, the exanining attorney introduced
nuner ous use-based third-party registrati ons showi ng that each of
those registrants adopted a single mark for these types of goods.
Third-party registrations that individually cover different itens
and that are based on use in conmerce serve to suggest that the
listed goods and/or services are of a type that may enanate from
a single source. See In re Albert Trostel & Sons Co., 29 USPQd
1783 (TTAB 1993); and In re Miucky Duck Mustard Co. Inc., 6 USPQd
1467 (TTAB 1988).

14
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recol l ection of the average purchaser, who nornally retains
a general rather than a specific inpression of trademarks.
Finally, where, as in the present case, the marks appear
on, at least in part, legally identical goods, the degree
of simlarity between the marks that is necessary to
support a finding of |ikely confusion declines. Century 21
Real Estate Corp. v. Century Life of America, 970 F.2d 874,
23 USPQ2d 1698 (Fed. Cir. 1992).

The marks involved herein, JUW and JUW DESIGNS, are
simlar in sound, appearance, neaning and overall
comercial inpression. Both begin with the identical,
arbitrary term JUVP, and applicant has nerely added a
descriptive, disclaimed termto its mark. The term
“design” is defined, in pertinent part, as “the purposeful
or inventive arrangenent of parts or details: furniture of
sinpl e but el egant design; sonething designed, especially a
decorative or an artistic work; an ornanental pattern.”

The Anerican Heritage Dictionary of the English Language

(3d ed. 1992). The descriptiveness of the term*“design(s)”
when used in connection with furniture is further evidenced
by the NEXI S excerpts show ng w despread use of the termin
describing furniture. This use is consistent with the

commonl y under stood neaning of the termcited above. G ven

t he descriptiveness of this termfor applicant’s goods, and

15
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the fact that it has been disclained, the additional word
“DESIGNS” in applicant’s mark does not serve to distinguish
it fromregistrant’s mark. The general rule is that a
subsequent user nmay not appropriate the entire mark of

anot her and avoid a |ikelihood of confusion by adding
descriptive or subordinate matter thereto. Thus, “if the
dom nant portion of both marks is the same, the confusion
may be |ikely notw thstandi ng peripheral differences.”

TVEP § 1207.01 (b)(iii) (4'™" ed. 2005). See, e.g., Hewett-
Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQd
1001 (Fed. Cr. 2002) [ HEWETT PACKARD and PACKARD
TECHNOLOG ES]; In re El Torito Restaurants Inc., 9 USPQd
2002 (TTAB 1988) [ MACHO and MACHO COVBOS]; In re Equitable
Bancor poration, 229 USPQ 709 (TTAB 1986) [ RESPONSE and
RESPONSE CARD]; and In re Corning dass Wrks, 229 USPQ 65
(TTAB 1985) [ CONFI RM and CONFI RMCELLS]. The present case
IS no exception.

In conparing the marks, we have not ignored the
descriptive and disclainmed “DESI GNS’ portion of applicant’s
mar k. I ndeed, we have consi dered applicant’s mark JUWP
DESICNS in its entirety, and find that this mark is
substantially simlar to registrant’s mark JUVMP in sound,

appear ance, neani ng and commercial 1 npression.

16
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In attenpting to distinguish the marks, applicant
points to the existence of nine third-party registrations
of JUWP and JUMP-formative marks. Applicant essentially

argues that if these three respective “sets” of JUW marks

(each “set” covering goods and/or services that are,
according to applicant, related and in the sane field) can
coexi st on the register, then applicant’s and registrant’s
mar ks |i kew se can coexist wi thout |ikelihood of confusion.
The third-party registration evidence does not
persuade us that confusion is not likely. Firstly, the
registrations are not evidence of use of the marks shown
therein. Thus, they are not proof that consuners are
famliar with such marks so as to be accustoned to the
exi stence of simlar marks in the marketplace, and as a
result are able to distinguish between the JUMP mar ks based
on slight differences between them Smth Bros. Mg. Co.
v. Stone Mg. Co., 476 F.2d 1004, 177 USPQ 462 (CCPA 1973);
and Ri chardson-Vicks, Inc. v. Franklin Mnt Corp., 216 USPQ
989 (TTAB 1982). Secondly, and nore significantly, the
three “sets” of registrations are for 1) conputer-type
services, 2) beverages, and 3) athletic shoes, which
goods/ services are not even renotely related to the goods

i nvol ved herein. See Spoons Restaurants Inc. v. Mrrison

Inc., 23 USPQ@d 1735, 1740 (TTAB 1991), aff’d unpub.

17
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(Appeal No. 92-1086, Fed. Gr., June 5, 1992). The fact
that these registrations for goods and services in other
fields may coexist is of no nonent. As the exam ning
attorney stated, “[t]he fact that a mark may be weak enough
inone field to permt the registration of simlar marks
does not nean that the sane mark must necessarily be
registered in all other fields and for all other goods and
services.” (Brief, p. 7). The record before us shows that
the only JUWP nmark registered in the furniture field is
regi strant’ s mark.

Wth respect to conditions of sale, we recognize that
sone furniture itens may be expensive and are bought after
del i beration. On the other hand, the identification of
“furniture” in both the application and registration can
enconpass i nexpensive furniture itens that nmay be purchased
on i npul se or without great care. Wile there is no
evi dence on this du Pont factor, even assum ng that
purchases are carefully nmade, we find that the substanti al
simlarity of the marks and the identity of the goods
clearly outwei gh any sophisticated purchasing deci sion.

See HRL Associates, Inc. v. Wiss Associates, Inc., 12
USPQ2d 1819 (TTAB 1989), aff’d, Weiss Associates, Inc. v.
HRL Associates, Inc., 902 F.2d 1546, 14 USPQ2d 1840 (Fed.

Cr. 1990) [simlarities of goods and marks outwei gh

18
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sophi sti cated purchasers, careful purchasing decision, and
expensi ve goods].

Applicant also attacks the registered mark by arguing
that registrant actually uses the mark JUWP STUFF, and not
the registered mark JUMP. Applicant’s all egations
constitute an inperm ssible collateral attack on
registrant’s registration. Section 7(b) of the Trademark
Act provides that a certificate of registration on the
Princi pal Register shall be prima facie evidence of the
validity of the registration, of the registrant’s ownership
of the mark and of the registrant’s exclusive right to use
the mark in connection with the goods or services
identified in the certificate. During ex parte
prosecution, including an ex parte appeal, an applicant
wi Il not be heard on matters that constitute a collatera
attack on the cited registration (e.g., a registrant’s
nonuse of the mark). 1In re Dixie Restaurants, 41 USPQ2d at
1534; and In re Peebles Inc., 23 USPQ2d 1795, 1797 n. 5
(TTAB 1992). See TMEP § 1207.01(d)(iv) (4'" ed. 2005). W
woul d add that, in any event, we are bound to consider the
mark in the cited registration, JUW, and not any ot her
mar k which registrant may or may not al so use.

Accordi ngly, no consideration has been given to applicant’s

argunents in this regard.

19
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We concl ude that consuners famliar with registrant’s
furniture and desktop accessories sold under its arbitrary
mark JUVP woul d be likely to believe, upon encountering
applicant’s various itens of furniture and decorative and
functional appointnments for honme, office and conmerci al
settings sold under the mark JUMP DESI GNS, that the goods
originated with or are sonehow associ ated with or sponsored
by the sane entity.

Lastly, to the extent that any of the points raised by
applicant raise a doubt about |ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. In re Hyper Shoppes (Chio), Inc., 837 F.2d
840, 6 USPQ2d 1025 (Fed. Cir. 1988); and In re Martin's
Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984).

Decision: The refusal to register is affirnmed.
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