THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed: Septenber 24, 2004
csl

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Sound International, |ncorporated

Serial No. 76397850

Lex Mathis of Sound Law G oup, PLLC for Sound

I nternational, Incorporated.
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(K. Margaret Le, Managi ng Attorney).

Bef ore Sinmms, Rogers and Drost, Administrative Trademark
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Qpi nion by Sims, Admi nistrative Trademark Judge:

Sound International, Incorporated (applicant), a
Washi ngt on corporation, has appealed fromthe final refusa
of the Trademark Exam ning Attorney to register the mark
HOVE BASI X (“HOVE" disclainmed) for hand tools, nanely, hand
saws, utility knives, axes, hamrers and screwdrivers, in
Cl ass 8; environnental control apparatus, nanely, faucets,
Roman tub faucets, bidets, shower controls, shower body

sprays, hand showers and shower heads, in Cass 11; and
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bat h accessories, nanely, towel bars, towel rings, non-
met al robe hooks, toothbrush holders, toilet tissue
hol ders, soap di shes and cup holders, in Cass 21.°1

The Exam ning Attorney has refused registration under
Section 2(d) of the Act, 15 USC 81052(d), on the basis of
Regi stration No. 1,316,531, issued January 29, 1985,
partial Section 8 affidavit accepted, for the mark BASI X
for plastic sink strainers, paper tissue dispensers, soap
di shes, nouse traps, and small hand kitchen utensils, in
Class 21; bath and basin stoppers, rubber door stops and
rubber cup plungers, in Cass 17; and nails, screws, tacks,
brads, washers, picture hangi ng hardware, hooks and eyes,
pl ant hangers, mrror hol ding hardware, cabinet hardware,
door stops, toggle bolts, wall anchors, barrel bolts,
| ocks, | atches, hinges, sink strainers and shower curtain
rings all made primarily of nmetal, in Cass 6.2

Al t hough the Exam ning Attorney specifically nmentioned
only some of applicant’s goods in the Ofice actions
refusing registration, it was not until the Exam ning
Attorney’s appeal brief that the Exam ning Attorney nade

clear, in footnote 1, that “The class 8 goods are not the

! Application Serial No. 76397850, filed April 17, 2002, based
upon applicant’s allegation of a bona fide intention to use the
mark in conmmerce

2 CGoods in Class 8 and in COass 20 were deleted as the result of
registrant’s Section 8 affidavit.
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subj ect of the likelihood of confusion refusal. The
refusal applies to sone of the goods in international class
11, namely, the faucets and shower heads as enunerated, and
all of the goods in international class 21.” Accordingly,
and i nasnuch as applicant paid appeal fees in all three
cl asses (when refusal was actually being made as to the
goods in just two classes), applicant is entitled to
registration of the mark for the C ass 8 goods for which
there is no refusal. However, because applicant did not
request a division of its application with respect to those
goods in Class 11 when it finally becane clear that there
was no refusal being nade as to them if we affirmthe
refusal as to sonme of the goods in that class referenced by
the Exam ning Attorney, then the application with respect
to the remai nder of the goods in that class nay becone
abandoned. But see Rul e 2.65(a)(Novenber 2, 2003).3

Qur determ nation of |ikelihood of confusion under
Section 2(d) of the Act is based on an analysis of all of
the probative facts in evidence that are relevant to the

factors bearing on the likelihood of confusion issue. See

® OF course, the Examining Attorney should have indicated as
early as possible in the exam nation process the specific goods
or services as to which the refusal of registration applied. |If
t he Exani ning Attorney had done so, then applicant coul d have
filed a request to divide at that tinme in order to create a
separate application covering the goods not being refused. See
TMEP 81110 (3rd ed. 2003).
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In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65
UsPQ2d 1201 (Fed. Gr. 2003); and Inre E.I. du Pont de
Nemours and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Two key considerations are the marks and the goods or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanent al
i nquiry mandated by [ Section] 2(d) goes to the cunul ative
effect of differences in the essential characteristics of
t he goods and differences in the marks.”).

Rel yi ng upon third-party registrations and | nternet
evi dence showi ng that manufacturers may produce such goods
as sink strainers, soap dishes and shower curtain rings
(which are anbng registrant’s goods), on the one hand, and
towel bars, toilet paper hol ders, toothbrush hol ders, towel
hooks and faucets (which are anong applicant’s goods), on
the other, the Exam ning Attorney argues that applicant’s
and registrant’s goods are closely related (and in part
i dentical --soap dishes).

W agree with the Exam ning Attorney with respect to
applicant’s faucets and shower heads in Class 11 and its
bat h accessories such as towel bars, towel rings,

t oot hbrush hol ders, toilet tissue holders, soap dishes and
cup hol ders, that these goods have been shown to be

related. The third-party registrations suggest that the
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sane source may offer these goods under the sane nmark. See
In re Infinity Broadcasting Corp. of Dallas, 60 USPQRd
1214, 1218 (TTAB 2001); and In re Al bert Trostel & Sons
Co., 29 USPQ2d 1783 (TTAB1993). Also, these goods nay be
sold in simlar channels of trade, such as supernarkets,
har dwar e stores and hone inprovenent stores, so that, if
they were sold under simlar marks, confusion would be
li kely.

Wil e applicant argues that its goods are sold only to
i ndependent hardware stores and buil ding supply or hone
i nprovenent stores primarily east of the M ssissippi River,
and that registrant’s goods are sold in grocery stores and
to general inventory services conpanies (and has submtted
decl arations in support of these facts), we nust anal yze
this case on the basis of the goods set forth in
applicant’s application and registrant’s registration.
Because there are no limtations in the respective
application and registration relating to the channel s of
trade or classes of purchasers, we nust presune that
applicant’s and regi strant’s goods enconpass all goods of
the type described, and that they nove in all normnal
channels of trade to all potential custoners. See Canadi an

| rperial Bank of Commerce v. Wells Fargo Bank, 811 F.2d
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1490, 1 USP2d 1813 (Fed. G r. 1987); and In re El baum 211
USPQ 639, 640 (TTAB 1981).

Applicant also argues that its goods are sold in
distinctive glass jars with colorful |abels displaying a
distinctive font. For the sanme reasons as indicated above,
such argunents are irrel evant when the application seeks
regi stration of the mark wi thout special formand w thout
limtations as to packagi ng.

Turning then to a conparison of the respective marks,
applicant argues that the marks are sufficiently different
i n sound, appearance and commercial inpression, and that
its mark suggests products that “are not only fundanental,
but al so evoke donesticity.” Appeal brief, 8.  The
Exam ni ng Attorney argues, on the other hand, that
regi strant’s mark BASI X and applicant’s mark HOVE BASI X
have sim |l ar overall commercial inpressions, with the term
“BASI X” being the nore significant part of applicant’s
mar k, and the addition of the nmerely descriptive and
di scl ai mred word “HOVE” not serving to avoid |ikelihood of
confusion. Mreover, the Exam ning Attorney argues that if
the respective goods are identical, as are the soap dishes
in the registration and application, the degree of
simlarity between the marks required to support a finding

of |ikelihood of confusion is not as great as where the
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goods are less related. W agree with this statenent. See
Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. Cr. 1992).

Mor eover, here the word “BASI X’ in both marks is spelled
identically and, while the descriptive and discl ai ned word
“HOVE” cannot be ignored, applicant has admtted that this
word is less significant in creating a commerci al

i npression. Consuners are |likely to believe that
applicant’s mark is a variant of the BASI X mark. In other
wor ds, consumers nay believe that applicant’s HOVE BASI X
products are specifically designed for the honme but cone
fromthe sane source as the BASI X products.

Wil e applicant has argued that the term“BASI X" is
descriptive or highly suggestive because of its appearance
in nunmerous third-party registrations and applications, as
the Exam ning Attorney has pointed out, applicant’s nere
listing of these registrations cannot be consi dered because
such a listing does not nmake them of record. See JT
Tobacconi sts, 59 USPQ2d 1080, 1081 n.2 (TTAB 2001); and In
re Duofold Inc., 184 USPQ 638 (TTAB 1974). As the
Exam ni ng Attorney noted, copies of those registrations or
the el ectronic equival ent shoul d have been nade of record.

TMEP §710. 03.
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We al so observe that many of these goods are
relatively inexpensive itens which nmay be purchased in
super mar kets, hardware stores and hone inprovenent stores
by the general public. To the extent that these goods are
not purchased with nmuch care, this factor also favors a
finding of |ikelihood of confusion.

Finally, any doubt with respect to the issue of
| i kel i hood of confusion nust be resolved in favor of the
prior user and registrant. See In re Hyper Shoppes (Ohi o)
Inc., 837 F.2d 840, 6 USP@2d 1025, 1026 (Fed. Cir. 1988);
and In re Martin's Fanous Pastry Shoppe, Inc., 748 F.2d
1565, 223 USPQ 1289 (Fed. Cir. 1984).

Accordi ngly, we conclude that consuners aware of
regi strant’ s BASI X soap di shes, paper tissue dispensers,
bath and basin stoppers, shower curtain rings and sink
strainers, for exanple, who then encounter applicant’s HOVE
BASI X faucets, shower heads, towel bars, towel rings, robe
hooks, toothbrush holders, toilet tissue holders, soap
di shes and cup holders are likely to believe that all of
t hese goods come fromthe sane source.

Decision: The refusal of registration under Section
2(d) is affirmed as to Cass 11 and Cass 21. Because the

refusal did not pertain to the goods in Class 8, the mark
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wi |l be published for opposition as to the goods in that

cl ass.



