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Opi ni on by Hanak, Adm nistrative Trademark Judge:

G bson Piano Ventures, Inc. (applicant) seeks to
register in typed drawing form MEHLIN & SONS for pianos.
The intent-to-use application was filed on May 20, 2002.

Cting Trademark Act Section 2(e)(4) the Exam ning
Attorney has refused registration because applicant’s mark
is primarily merely a surnane. \Wen the refusal to
regi ster was nade final, applicant appealed to this Board.
Applicant and the Exam ning Attorney filed briefs.
Appl i cant did not request a hearing.

To begin with, we note that there is no dispute that

Mehlin is a surname, and applicant does not contend to the
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contrary. In this regard, reference is nade to page 2 of
applicant’s brief where applicant states that “the issue is
whet her the additional terns conbined with the surnane

[ Mehlin] are capable of functioning as a mark.” Mboreover,
during the exam nation process, the Exam ning Attorney
conducted a NEXI S search for “Mehlin.” The preface to this
search reveal ed that there were 339 stories which contained
“Mehlin.” The Exam ning Attorney nmade of record the text
of 41 of these 339 stories. These 41 stories clearly use

Mehlin as a surnanme. One story appeared in the Qmha Wrld

Heral d of March 12, 2003 and it reads, in part, as foll ows:
“No bullets or bullet holes were found outside the range,
whi ch was closed July 15, said Police Chief Keith Mehlin.”
Applicant has not argued that the 41 stories nade of record
are not representative of the remaining 298 stories. That
is to say, there is no suggestion that in any of these 298
stories Mehlin is used other than as a surnane.

As previously noted, applicant has conceded that
Mehlin is a surname. However, it is the contention of
applicant “that the mark MEHLIN & SONS [taken in its
entirety] should not be deenmed primarily nerely a surnane
for two reasons. First, the additional ternms ‘& Sons’
conbined with the term*MEHLIN is capable of functioning

as a mark, such that the mark should not be consi dered
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primarily nmerely a surname under Section 2(e)(4). Second,
the term has sone historical significance, i.e., it
identifies a historical person in the vintage piano

i ndustry, such that the surnanme is not primarily nerely a
surnane.” (Applicant’s brief page 2).

Consi dering applicant’s first argunent, we are
sonmewhat perpl exed by applicant’s statenment that its mark
MEHLI N & SONS “i s capable of functioning as a tradenmark.”
(Applicant’s brief page 2). There is no evidence that
applicant has nade use of its mark. Thus, applicant cannot
show that MEHLIN & SONS has acquired a secondary neani ng
such that it is no longer primarily nmerely a surnane. See
Section 2(f) of the Trademark Act. Instead, we wl|
interpret applicant’s first argunent as being that MEHLIN &
SONS is inherently (i.e. fromthe very begi nning) not
primarily nmerely a surname. In other words, it is our
understanding that applicant is arguing that the addition
of & SONS to the surnanme MEHLI N causes applicant’s mark in
its entirety to be not primarily nmerely a surnane.

The | eadi ng case concerning whether the addition to a
surnane of words (or abbreviations) indicating the business
structure of applicant results in a conposite mark which is

not primarily nerely a surnane is Inre |l. Lewms G gar Mg.

Co., 205 F.2d 204, 98 USPQ 265 (CCPA 1953). There a
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predecessor Court to our prinmary reviewi ng Court held that
the “mark” S. SEIDENBERG & CO S for cigars was primarily
nmerely a surnanme despite the fact that the “mark” inits
entirety concluded with the wording & COS. The wording &
COS like the wording & SONS nerely indicates the | ega
nature of the business, and does not convert either

SElI DENBERG or MEHLIN into sonething other than primarily
nerely a surnane. |Indeed, the present “mark” MEHLIN &
SONS, if anything, is nore likely to retain its status as

primarily nmerely a surname. In the Lewis Ci gar case the

mark in question featured additional verbiage, nanely, the
letter “S” preceding the “mark” S. SEI DENBERG & CO S.

Here, there is no initial or other wording proceeding
MEHLI N & SONS.

More recently, our primary review ng Court held that
DARTY was primarily nmerely a surnane. |In so doing, the
Court noted that DARTY “is used in the conpany nane in a
manner which reveals its surnane significance, at least to
those with a nodicumof famliarity with the French
| anguage (Darty et Fils translates as Darty and Son).” In

re Etablissenents Darty et Fils, 759 F.2d 15, 225 USPQ 652,

653 (Fed. G r. 1985).
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In short, we find that the addition of & SONS to the
surnane Mehlin does not result in a “mark” (MEHLIN & SONS)
which is other than primarily nmerely a surnane.

We turn now to applicant’s second argunent as to why
its “mark” is not primarily nerely a surname, nanely that
it “has sonme historical significance, i.e., it identifies a
hi storical person in the vintage piano industry.”
(Applicant’s brief page 2). To begin with, in an effort to
establish that a purported person by the nane of Paul G
Mehl in produced pianos in this country in the 1800's,
applicant inproperly attached to its brief for the first

time excerpts fromthe Pierce Piano Atlas and the Bl uebook

of Pianos. To be clear, applicant never properly made this
evi dence of record during the exam nation process, but
instead waited to attach such “evidence” to its appeal

brief in violation of Trademark Rule 2.142(d). Such
evidence is not properly of record, and it would be given
no consi deration by this Board unless the Exam ning
Attorney in his or her brief did not object to the bel ated

subm ssion of said evidence. See In re Pennzoil Products

Co., 20 USPQ@2d 1753, 1756 n.9 (TTAB 1991) and In re Nucl ear

Research Corp., 16 USPQ2d 1316, 1317 n.2 (TTAB 1990). 1In

this case the Examning Attorney clearly objected to this

Board’ s consideration of applicant’s bel ated evi dence
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attached for the first tine to its brief in direct
violation of Trademark Rule 2.142(d). (Exam ning Attorney’s
brief page 7).

However, even if we were to consider applicant’s
bel ated evidence, it would not help applicant’s cause.

Applicant concedes that the nane Mehlin has at nobst “sone

hi storical significance.” (Applicant’s brief page 2). A
surnane is renoved fromthe category of being primarily
nmerely a surnanme pursuant to Section 2(e)(4) of the
Trademark Act only if the surnanme is associated with an

hi storical person of such great renown that that the
surnane is no longer primarily nmerely a surnanme but rather
has as its “primary connotation ...[that] of the historical

character.” Lucien Piccard Watch v. Since 1868 Crescent

Corp., 314 F. Supp. 329, 165 USPQ 459, 461 (SDNY 1970) (DA
VINCI found to be not primarily nerely a surnanme because
its primary connotation is with the world fanpbus historical
figure Leonardo Da Vinci).

Thus, in order for a surnane to lose its status as
primarily nmerely a surname it nust be the surnane of an
extrenely fanous historical figure. |If a surnane is also
the surnanme of a |lesser historical figure then it stil

remains primarily nmerely a surnanme. In re Pickett Hote

Co., 229 USPQ 760, 761-62 (TTAB 1986) (PI CKETT SU TE HOTEL
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was held to be primarily nerely a surnane even though
applicant properly made of record significant evidence
showi ng that CGeorge Edward Pickett was a Confederate
general of sonme renown).

In stark contrast, applicant’s “evidence” not made of

record (excerpts fromthe Pierce Piano Atlas and the

Bl uebook of Pianos) both nmerely have very brief |istings

for Paul G Mehlin and Mehlin & Son which are surrounded by
nunerous other brief listings for other piano nakers.

Decision: The refusal to register is affirmed.



