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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re I ndependent Media Marketing, Inc.
Serial No. 76411149
Norman E. Lehrer, Esq. for Independent Media Marketing,
I nc.
Cheryl L. Steplight, Trademark Exam ning Attorney, Law
Ofice 103 (Mchael Ham | ton, Managi ng Attorney).
Bef ore Hanak, Hairston, and Drost, Adm nistrative Trademark
Judges.
Qpi nion by Drost, Adm nistrative Trademark Judge:
On May 23, 2002, applicant (Independent Mdi a
Mar keting, Inc.) applied to register the mark WARD LAFRANCE
(in typed form on the Principal Register for goods
identified as “fire trucks and fire truck parts, nanely,

body structural parts for fire trucks” in International

dass 9.1

! Serial No. 76411149. The application contains an allegation of
a date of first use anywhere and a date of first use in conmerce
of 1979.
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The exam ning attorney has refused to register
applicant’s mark under Section 2(d) of the Trademark Act
(15 U.S.C. 8§ 1052(d)) because of five prior registrations,
owned by the sane registrant, American LaFrance

Corporation, for the marks shown bel ow

= Taa It ==
Larcaaamics

for “fire trucks and fire truck parts, nanely, body
structural parts for fire trucks” in International Cass 9.2
The second registration is for the mark AVERI CAN LAFRANCE
EAGLE (typed) for “fire trucks and fire truck parts,

nanely, cabs, chassis, and body structural parts for fire
trucks” in International ass 9.° The third registration
is for the mark AVMERI CAN LAFRANCE (typed) for “trucks parts

and conponents, nanely, cabs, chassis, and body structural

2 Registration No. 2,201,823, issued Novenber 3, 1998. The
registration includes a Section 2(f) claimof acquired

di stinctiveness for the term“Anerican.”

3 Regi stration No. 2,419,377, issued January 9, 2001. The
registration includes a Section 2(f) claimof acquired

di stinctiveness for the term*®“Anerican.”



Ser No. 76411149

parts” in International Cass 12.* The fourth registration

is for the mark shown bel ow

|
for “fire engine trucks conprising punping engi nes and
| adders” in International Cass 12.° The final registration
is for the mark AMERI CAN LAFRANCE for “engine driven fire
apparatus” in, inter alia, International Oass 9.°

The exam ning attorney’s position (Brief at 5) is that
the goods are identical and that “the dom nant portion of
the applicant’s mark, LAFRANCE, is identical to that of the
marks in the cited registrations.” Applicant argues (Brief
at 3) that “fire engines and their replacenent parts are
obvi ously very high-priced itens.” Applicant also
maintains that: “It is possible that the average
i ndividual on the street nay believe that there is sone

connecti on bet ween AVMERI CAN LAFRANCE and WARD LAFRANCE... To

* Registration No. 2,201,732, issued Novermber 3, 1998. The
registration includes a Section 2(f) claimof acquired

di stinctiveness for the term“Anerican.”

® Registration No. 966,004 issued August 14, 1973, second
renewal .

6 Regi stration No. 693,670 issued March 1, 1960, second renewal
These goods remmin after other goods were del et ed.
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persons who normally purchase, repair and utilize fire
engi nes, they would clearly know the distinction between
AMERI CAN LAFRANCE and WARD LAFRANCE.” 1d.

When the refusal was made final, applicant filed this
appeal .

When there is a question of |ikelihood of confusion,
we analyze the facts as they relate to the relevant factors

set out inlnre Majestic Distilling Co., 315 F.3d 1311, 65

UsP2d 1201, 1203 (Fed. Cir. 2003). See also Inre E. |

du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

USPQ2d 1894, 1896 (Fed. Cir. 2000). 1In considering the

evi dence of record on these factors, we nust keep in mnd
that “[t]he fundanental inquiry nmandated by 8§ 2(d) goes to
the cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

We start our analysis by looking at the simlarity or
dissimlarity of the goods. Applicant’s goods are fire
trucks and fire truck parts, nanely, body structural parts

for fire trucks. This identification of goods is identical
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to the goods in the ‘823 registration.” W observe that the
goods are at least in part identical with the goods in the
“377 registration to the extent that they include fire
trucks and body structural parts for fire trucks.
Applicant’s fire trucks and fire truck parts are al so
either identical or related to the goods in the ‘004 (fire
engi ne trucks conprising punpi ng engi nes and | adders), ‘732
(truck parts and conponents), and ‘670 (engine driven fire
apparatus) registrations. Qur prinmary review ng court has
hel d that when the goods are identical, “the degree of
simlarity necessary to support a conclusion of likely

confusion declines.” Century 21 Real Estate Corp. v.

Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1701

(Fed. Gr. 1992).

Next, we consider the simlarities and dissimlarities
of the marks in the application and registrations.
Applicant’s mark is WARD LAFRANCE. All of registrant’s
mar ks contain the words AMERI CAN LAFRANCE. Two
registrations are for the words alone (‘732 and ‘670), two
add an eagle design (‘004 and *698) and one (‘377) adds the

word “eagle.” Conparing the marks WARD LAFRANCE and

" Applicant “essentially borrowed the [description of the goods]
directly fromthe AMERI CAN LAFRANCE regi strations.” Response
dated March 26, 2003 at 4.



Ser No. 76411149

AVERI CAN LAFRANCE, there are obvious differences and
simlarities. Both contain the sane second word LAFRANCE
and a different initial word, WARD and AMERI CAN. The
Federal Circuit addressed a somewhat simlar case recently
when applicant sought to register the mark JOSE GASPAR GOLD
for tequila and the mark GASPAR S ALE for beer and al e was

cited as a bar to registration. 1In re ChatamlInternati onal

| ncorporated, 380 F.3d 1340, 71 USPQR2d 1944 (Fed. Cr.

2004). The Court held that “[wjith respect to JOSE, the
Board correctly observed that the term sinply reinforces
the inpression that GASPAR is an individual’s nanme. Thus,
in accord with considerable case |law, the JOSE term does
not alter the comrercial inpression of the mark.” Chatam

380 F.3d at 1343. See also NNna Ricci SSARL. v. ET.F.

Enterprises Inc., 889 F.2d 1070, 12 USPQ2d 1901 (Fed. Cir.

1989) (VITTORIO RICCI and NINA RICCI are simlar).

In this case, applicant has indicated that “Ward” was
the first name used by the founder of the original Wrd
LaFrance Truck Conpany. See Sunday Tel egram (Elmra, New
York), March 12, 1972 (“M. LaFrance (he never used his
first nane, preferring instead ‘A Ward” or “Ward” as his
friends called hin) established the Elmra Heights fire
truck conpany which bears his nane”). Registrant’s marks

do not include a first nanme, instead those marks i ncl ude
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t he geographical term“Anerican.” Three registrations
(*823, 377, and *732) contain a claimof acquired
distinctiveness for this term It is unlikely that
prospective purchasers would focus on this term which is
geographically descriptive, as the dom nant part of the
marks. In America, the use of the word “Anerican” woul d
hardly be unusual .

We al so note that registrant has one registration that
adds the word “Eagle” and two that add an eagle design to
the mark AVERI CAN LAFRANCE. “[Minor design features do
not necessarily obviate |ikelihood of confusion arising
fromconsideration of the marks in their entireties.
Moreover, in a conposite mark conprising a design and
wor ds, the verbal position of the mark is the one nopst
likely to indicate the origin of the goods to which it is

affixed.” CBS Inc. v. Mdrrow, 708 F.2d 1579, 218 USPQ 198,

200 (Fed. Gir. 1983). W do not view that the addition of
either the design of an eagle or the word “eagle” woul d
make the marks dissimlar. Wile the termand the design
woul d be observed, they would not |ead people to concl ude
that the goods cone fromdifferent sources.

Thus, when we conpare the nmark WARD LAFRANCE with the
AVERI CAN LAFRANCE mar ks, the identical term LAFRANCE woul d

dom nate the marks. The marks’ simlarities in sound,
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appear ance, neaning, and comrercial inpression would
outwei gh the differences. Therefore, a significant nunber
of potential purchasers are likely to assunme that there is
some connection or association between the sources of the
goods.

Applicant nakes two additional points to support its
conclusion that confusion is unlikely.

Applicant’s first point (Brief at 2) concerns the
hi story of the marks.

By way of background, Truckson LaFrance forned the
LaFrance Manufacturing Conpany in Elmra, New York in
1873 to nmake fire engines. Around the turn of the
century, that conpany becane known as Anerican

LaFr ance.

Addi son Ward LaFrance began working for his uncle,
Truckson, at American LaFrance in the early 1900’ s.
In 1918, Addi son Ward LaFrance formed a conpany in
El mra, New York which he named LaFrance Truck Mg.
Conpany.

Initially, the simlarity in nanes caused sone
confusion. At a neeting between the conpanies, it was
agreed that Ward woul d change the nane of his new
conpany to Ward LaFrance Truck Conpany.

The two conpani es conpeted for al nost 60 years. And
whi |l e new WARD LAFRANCE fire trucks were not nade
sonetinme after the late 1970’ s, existing WARD LAFRANCE

fire trucks are still in operation and repl acenent
parts have al ways been avail abl e under the nanme WARD
LAFRANCE.

Despite this period of apparent co-existence between
regi strant and the Ward LaFrance Truck Conpany, applicant

has not included evidence of any consent agreenent to
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register the mark WARD LAFRANCE. There is a difference
between the right to register the mark WARD LAFRANCE and
the right to use the trade nane Ward LaFrance Truck Conpany
and any related trademarks. Furthernore, applicant admts
t hat production of new WARD LAFRANCE trucks ceased in the
| ate 1970’s, and there is no evidence as to whether
appl i cant succeeded to any rights owned by the original
Ward LaFrance Truck Conpany.®

Al so, we have no information as to the extent of
registrant’s and applicant’s current use of the marks in
terns of units sold, dollar anpbunt of sales, and
advertising. Except for applicant’s speci men of use, which
consists of a return address mailing |abel, the evidence of
the use of the mark WARD LAFRANCE appears to be by the Ward
LaFrance Truck Conpany nore than thirty-five years ago.
There is no evidence of the extent that applicant and
registrant currently co-exist in the marketpl ace.
Therefore, applicant has failed to denonstrate that, if
there was a period of co-existence in the past between
regi strant and the Ward LaFrance Truck Conpany, it is
relevant to applicant’s attenpt to register its nmark today.

Second, applicant argues (Brief at 3) that:

8 The present application contains a date of first use in
commerce “by a predecessor in interest” in 1979.
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Fire engines and their replacenent parts are obviously
very high-priced itens. Furthernore, they are
purchased by a very limted class of consuner. Wile
the nane may be of sone significance, Appellant
suggests that it is not the major factor when a fire
conpany purchases a fire engine. These are not

i npul se itens where people will purchase the products
solely based on the trademark. Rather, a municipality
buying a fire engine will fully investigate the
features of the fire engine and nunerous other factors
bef ore purchasing the sane.

The problemw th applicant’s argunment is that we have

little evidence of the state of the current market for fire

engines and parts. It is likely that the purchasers here

are careful and highly sophisticated purchasers. However,

“even careful purchasers are not inmmune from source

confusion.” Inre Total Quality Goup Inc., 51 USPQd

1474, 1477 (TTAB 1999). In addition, it is not apparent

that these purchasers would be aware of the previous,

apparent co-existence of the LAFRANCE mar ks that stopped
when the Ward LaFrance Truck Conpany ceased operations
thirty-five years ago. WMany purchasers now would |ikely
believe that there was sone relationship or association
between fire engines that are sold under applicant’s and
regi strant’ s marks.

Decision: The exam ning attorney’s refusal to
regi ster under Section 2(d) of the Trademark Act is

af firned.
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