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Opi nion by Bucher, Adm nistrative Trademark Judge:

Barrister G obal Services Network, Inc., seeks
registration on the Principal Register of the mark
BARRISTER GLOBAL SERVICES NETWORK (standard form draw ng)
for services recited in the application as foll ows:

“installation of conputer networks and
conputer hardware for office information
exchange and rel ated consul ting services,
and nmai ntenance and repair of conputer
net wor ks and conputer hardware” in

I nternational C ass 37; and

“consulting services in the field of
desi gn, selection, inplenentation and use
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of conputer networks and conputer hardware”
in International Cass 42.1

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exam ning Attorney to
register this mark given applicant’s failure to disclaim
the term “d obal Services Network,” as required by the
Trademar k Exam ni ng Attorney.

Applicant and the Trademark Exam ning Attorney have
fully briefed the appeal. Applicant did not request an
oral hearing. W affirmthe refusal to register in the
absence of a disclainer.

The issue hereinis fairly clear. The Trademark
Exam ning Attorney takes the position that the term
“A obal Services Network” is nerely descriptive of
applicant’s services, and hence, should be disclained. By
contrast, applicant argues that the Trademark Exam ni ng
Attorney has failed to prove that the term “d obal
Services Network” nerely describes applicant’s services.

As expl ai ned by the Trademark Exam ni ng Attorney,
Section 6(a) of the Trademark Act, 15 U.S.C. 8§ 1056(a),
states that the Ofice may require an applicant to

di scl ai m an unregi strabl e conponent of a mark. |nasnuch

! Application Serial No. 76424030 was filed on June 24, 2002
based upon applicant’s allegation of first use anywhere and
first use in comerce, in both classes, at |least as early as
April 9, 1999.
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as Section 2(e)(1l) of the Trademark Act, 15 U S. C
8§ 1052(e)(1), bars the registration of a mark which is
nerely descriptive of the services, the Ofice may require
that applicant disclaima nerely descriptive portion of a
mark. In the event that applicant does not conply with
this disclainmer requirenment, the Trademark Exam ning
Attorney may refuse registration of the entire mark.
Appl i cant takes the position that:
o “dobal Services Network” is not a dictionary term

as evidenced by its absence from WBSTER S New WRLD

D cti onarRy oF CovwuTER TERVB, and t hat applicant does not

refer to itself as a “network.”

o Rather, the term“d obal Services Network” was
al | egedly coi ned by applicant, and when used in
connection with its recited services, is considered
to be arbitrary.

o The term “d obal Services Network” does not
i mredi ately convey to prospective purchasers
information as to the functions, features, purposes
or uses of applicant’s services.

o Rather, to a prospective purchaser who encounters
applicant’s mark, at |east sone thought, inmagination
or perception is required to understand the exact

nature of applicant’s services.
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o By referring to three separate dictionary definitions

(e.g., of the words “d obal,” “Service(s)” and

“Network”), the Trademark Exam ning Attorney has

violated the well -established anti-di ssection rule.

In support of his position, the Trademark Exam ni ng

Attorney points to a nunber of third-party registrations

havi ng conposite marks registered for simlar services, in

which the term “d obal

FLUOR GLOBAL SERVICES

HTC GLOBAL SERVICES

Service(s)” is disclained:

for “personnel recruiting, counseling,
and pl acenent services for the
construction industry; business
managenent and consultation in the
areas of operations and nmai nt enance”
in International Cass 35;
“constructi on managenent; construction
of commercial and governnent buil di ngs
and chem cal processing plants; and
construction services, nanely,
construction equi pnent rental and

| easi ng, construction nmachinery

nmai nt enance and repair, and
install ati on and nai nt enance of

t el ecomuni cati ons system hardware” in
International dass 37; and
“consultation in the field of

t el ecomuni cati ons, namely design and
| ayout of tel ecomunications and fi ber
optic networks” in International C ass
38.2

for “information technol ogy services,
namel y, software devel opnent,

i nformati on technol ogy strategy,
techni cal consultation, planning and

i mpl ement ation, data mgration,
conmputer consulting in the areas of e-
busi ness applications, client/server
applications, and Internet and
extranet devel opnent; database

devel obnent services relatina to data

2 Regi stration No. 2448881 issued on May 8, 2001.
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war ehousi ng” in International d ass
42.3

for “informati on technol ogy servi ces,
nanely, software devel opnent,
i nformati on technol ogy strategy,
techni cal consultation, planning and
i mpl ement ation, data mgration,
computer consulting in the areas of e-
busi ness applications, client/server
applications, and Internet and

] . o extranet devel opnent; database
HII}hHI SEIVICES, Inc. devel opment services relating to data
] war ehousi ng” in International d ass
42. 4

GLOBAL SERVICE for “repair and nmi ntenance of
SOLUTION conmput er hardware and el ectronic

devi ces, nanely, conputers, conputer
peri pherals, office automation
products namely, conputer hardware
printers for conputers, scanners for
conmput ers, copyi ng machi nes, paper
shreddi ng machi nes, facsinile

nmachi nes, tel ephones, and tel ephone
answeri ng machi nes, tel ecomruni cations
el ectroni cs and consumer el ectronics”
in International Cass 37.°

Then, with his Ofice action of April 28, 2004, the
Exam ning Attorney cited to applicant’s website, as well
as several other websites of conpani es whose services
sound simlar to those of applicant:

e W offer our custoners exceptional nulti-vendor
managenent through a single source, while reducing
their service costs through extensive warranty

progr ans.
http://ww. barrister.conl aboutus. ht m

* “You can rely on Avaya dobal Services to design,
build and manage your nmulti-vendor conmunications
networks and applications, regardless of technology

or vendor.”
8 Regi stration No. 2498000 i ssued on Cctober 16, 2001.
4 Regi stration No. 2498001 i ssued on Cctober 16, 2001.
5 Regi stration No. 2629485 issued on Cctober 1, 2002.
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http://wwl. avaya. conf ent er pri se/ news/ docs/ | p/ conmygr 2-
info.htm
e “NCR s nmulti-vendor service offerings are positioned
to provide conplete global services in support of NCR
advocat ed sol utions and | everage our service delivery
infrastructure, targeting conplenentary third party
opportunities.”
“NCR satisfies custonmers’ *Single-Source Sol ution
obj ectives by including the IBM Conpaq, Dell, and
Sun products under the global multi-vendor prograns
unbrella.”
http://ww. ncr.com services/svs otr nvs. htm
We al so take judicial notice of the follow ng
definition of the word “global”: *“Pertaining to an entire

file, database, volune, programor system” The Conputer

G ossary at 167 (7'M ed. 1995).°¢

As to the word “network,” the Trademark Exam ning
Attorney highlights the follow ng quotes extracted from
applicant’s website:

e Barrister nmanages a vast network of service partners
who deliver on-site services to custoners |ocated
t hroughout the United States, Canada, Mexico and
Puerto Ri co.
http://ww. barrister.conl partners. htm

* W manage a vast network of over 15,000 certified
techni ci ans through advanced web-based systens,
delivering on-site service to every zip code within
the United States, Canada, Mexico and Puerto Rico.
http://ww. barri ster.com about us. ht m

® The Board may take judicial notice of dictionary definitions.
Uni versity of Notre Dane du Lac v. J.C. Gournet Food Inports
Co., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983).
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The Trademark Exam ning Attorney contends that:

“* GLOBAL SERVI CES NETWORK' clearly
descri bes applicant’s services. Applicant
provi des GLOBAL SERVI CES t hrough a NETWORK

of providers. It does not matter that
GLOBAL SERVI CES NETWORK is not a dictionary
term it is still descriptive of

applicant’s services.”

“Moreover, although the exam ning attorney
has consi dering the neanings of the
conponent parts of GLOBAL SERVI CES NETWORK,
there is nothing inproper in so doing since
al | onance has been nade for any possible
alterations or changes in nmeaning when the
parts are conbined into the conposite, of
whi ch none exist. Rather, since the
ultimte determ nation of the
descriptiveness of GLOBAL SERVI CES NETWORK
was made on the basis of the wording in its
entirety, it was perfectly acceptable to
separate the wording and di scuss the

i nplications of each part thereof.”

“The wordi ng ‘ GLOBAL SERVI CES NETWORK,
therefore, clearly describes applicant’s
services and is properly the subject of a
di scl ai mer requirenent ”

The record shows that applicant’s principal
activities are to provide its IT custonmers with multi-
vendor conputer equi pnent attached to | ocal - area- net wor ks
(LANs) and to provide rel ated mai ntenance services. These
services are provided through a network of certified

service providers and technicians in | ocations throughout

North Aneri ca.
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We consider the ordinary neani ng of

TINEEEEE e e e e
it R R S TER
155500 aLomdL RERACER METWDRRT

each of the three involved words in the
context of the four-word conposite. 1In fact, it is clear
fromthe record that this precise conbination of words is
not sonethi ng applicant coined, but rather, that the term
“gl obal services” has entered our vocabulary as a readily
understood pairing of two pieces of information. That is,
the term “gl obal services” is a termof art for Internet
and tel ecommuni cati ons conpani es, and woul d be perceived
as having the sane descriptive nmeani ng when used by
applicant as when enployed in the marks of others. The
third-party trademark registrations for related services
support the fact that the United States Patent and
Trademark O fice requires the disclainmer of the words

“d obal Services,” “d obal Service” or “dG obal Services,

Inc.” under simlar circunstances. Al that applicant has
done is add the word “network” to the end of this termto
i ndi cate that applicant has a network of
vendors/technicians that can assist in providing these
gl obal services.

The word “network(s)” is actually used by applicant
intw different ways. In its recitations of services,

the word “networks” refers to the design, installation and

mai nt enance of enterprise-w de conputer networks for its
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custoners. However, the occurrences highlighted above
from applicant website use the termto refer to
applicant’s network of service centers.’

Follow ng this latter connotation of “network,” when
viewi ng these three words as a unitary phrase, it takes no
i magi nati on to conclude that one knows exactly what this
describes. Nanely, applicant has a “network” of service
partners or centers providing what the tel ecommuni cations
and Internet industries refer to as “global services.”

We find that the Trademark Exam ning Attorney herein
has articulated a perfectly defensible position —
consistent with |ogic and English | anguage construction as
well as the state of the trademark register.

O her | arge conpanies around the world |ikely assune,
and with good reasoning, that they could freely choose
such a descriptive termto designate their own gl oba
services networks of certified service centers. If this
termconprised the entirety of applicant’s mark, we would
uphol d a Trademark Exam ning Attorney on a refusal under

Section 2(e)(1) of the Act.

! In either case, we conclude that the meani ng, when
considered in connection with global services, would still be
nmerely descriptive inasnuch as neither connotation results in a
regi strabl e conbi nation
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This result is certainly consistent with the way the

Ofice has treated these terns in earlier applications for
registration. In the context of this conposite, BARRISTER

GLOBAL SERVICES NETWORK, we concl ude that the “d obal
Services Network” portion of the mark is unitary and needs
to stand or fall as a unit. Accordingly, we find that al
three words shoul d be disclained, as required by the

Trademar k Exam ni ng Attorney.

Deci sion: The requirement for a disclainer of the
“d obal Services Network” portion of the mark herein on
the ground that this phrase is nerely descriptive in
connection with the identified services is affirned.

However, in accordance with Trademark Rule 2.142(q),
this decision will be set aside and this application wll
be returned to the Trademark Exam ning Attorney to pl ace
in condition for publication for opposition, if applicant,
no nore than thirty days fromthe mailing date of this
deci sion, submts an appropriately worded discl ai ner,
nanmel y:

No claimis made to the exclusive right to

use “d obal Services Network” apart from
the mark as shown.



