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UNI TED STATES PATENT AND TRADEMARK OFFI CE
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Robert V. Vickers of Fay, Sharpe, Fagan, M nnich & MKee,
LLP for Lincoln d obal, Inc.
Brian J. Pino, Trademark Exam ning Attorney, Law Ofice 114
(Margaret Le, Managi ng Attorney).
Before Walters, Chapnan and Bottorff, Adm nistrative
Trademar k Judges.
Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

On July 1, 2002, Lincoln @obal, Inc. (a Del anare
corporation) filed an application, based on Section 1(a) of
the Trademark Act, 15 U S.C 81051(a), to register the mark
ARCVELD on the Principal Register for various goods
classified by applicant in International C ass 9.

Applicant ultimately anmended the goods in three classes

with the basis for each class set forth therewith as

foll ows:



Ser. No. 76429068

“wel di ng consumabl es, nanely, wel ding
fluxes” in International C ass 1 (based
on applicant’s assertion of a bona fide
intention to use the mark);

“wel di ng consumabl es, nanely, wel ding
wire and wel ding rods” in International
Class 6 (based on applicant’s clained
date of first use and first use in
commerce of Septenber 2000); and
“electric arc welders, wire feeders,
and wel ding el ectrodes” in
International C ass 9 (based on
applicant’s assertion of a bona fide
intention to use the mark).

Applicant included in the original application a claim
of acquired distinctiveness under Section 2(f) of the
Trademark Act, 15 U. S.C. 81052(f), based on its claim of
“substantially exclusive and conti nuous use thereof as a
mar k by applicant in commerce ...for a substantial tinme
prior to filing of the application.” Also in the initial
application is applicant’s claimof ownership through a
rel ated conpany of Registration No. 2554211 issued March
26, 2002 on the Supplenental Register to Lincoln Electric
Conmpany of Canada Limted (a Canada corporation) for the
mar k ARCWELD for “wel ding el ectrodes and welding wire for
wel di ng applications” in International Cass 9.

The Exami ning Attorney made final his refusal to

regi ster the mark because it is nmerely descriptive of the

goods in all three classes, and applicant’s proof of
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acquired distinctiveness is insufficient. See Sections
2(e) (1) and 2(f) of the Trademark Act, 15 U.S.C.
881052(e)(1) and (f). He also made final his requirenent
for full conpliance wth the request for information under
Trademark Rule 2.61(b).

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

Turning first to the Exam ning Attorney’s requirenent
for informati on under Trademark Rule 2.61(b) in the Ofice
action dated July 8, 2003, the Exam ning Attorney
acknow edges that information has been provided, but he
contends that he did not request information in the form of
advertisenments or other materials, but rather he requested
direct answers to three specific questions, which he
contends woul d “hel p the Exam ning Attorney pl ace the
exi sting evidence of record in the proper context.”

(Brief, p. 4.)?
Applicant contends that it has provided significant

i nformati on which responds to the questions, albeit not in

! The Examining Attorney’'s three questions to applicant are the
following: (1) “Does ARC WELD have any significance as applied
to the goods or services other than trademark significance?”; (2)
“Does ARC VELD have any significance in the relevant trade or

i ndustry other than trademark significance?”; (3) “Are the goods
used for arc wel di ng?”
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yes” or “no” form and that applicant specifically
responded to the third question through its statenent that
applicant’s goods “are used in connection with the process
of arc welding by an arc welder.” (Response dated May 15,
2003, p. 2.)

Certainly, the Exam ning Attorney’s requirenment under
Trademark Rule 2.61(b) for additional information about the
goods was appropriate. However, having reviewed this
record, we find that applicant has adequately responded to
t he questions asked. Applicant has conplied with the
Exam ni ng Attorney’s request for information.

We turn to the Examning Attorney’s refusal to
regi ster the mark on the Principal Register under Section
2(f) based on his assertion that applicant has submtted
insufficient evidence of acquired distinctiveness.
“Applicant acknow edges that the mark of this application
is nerely descriptive for the recited goods.” (Applicant’s
brief, p. 2.) “Applicant has conceded that ‘arc weld,’ ARC
VELD or ARCVELD is nerely descriptive for the goods of this
application.” (Applicant’s reply brief, p. 2.)” Thus,
the issue of nmere descriptiveness is not before the Board.
Rat her, the only issue before us is whether applicant has

submtted sufficient evidence to establish that the mark
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has acquired distinctiveness under Section 2(f) as to any
or all of the three classes of recited goods.

Applicant has the burden of establishing that its mark
has beconme distinctive. See Yamaha International Corp. v.
Hoshi no Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1006
(Fed. Gr. 1988).

The question of acquired distinctiveness is one of
fact which nust be determ ned on the evidence of record.

As the Board stated in the case of Hunter Publishing Co. v.
Caul field Publishing Ltd., 1 USPQ2d 1996, 1999 (TTAB 1986):
[e]valuation of the evidence requires a
subj ective judgnment as to its sufficiency

based on the nature of the mark and the
conditions surrounding its use.

There is no specific rule as to the exact anount or
type of evidence necessary at a mnimumto prove acquired
di stinctiveness, but generally, the nore descriptive the
term the greater the evidentiary burden to establish
acquired distinctiveness. See In re Bongrain |International
(American) Corp., 894 F.2d 1316, 13 USPQd 1727 (Fed. GCir

1990); and Yanmha, supra at 1008. See also, 2 J. Thonas

McCarthy, McCarthy on Tradenmarks and Unfair Conpetition,

8§815: 66 and 15:70 (4th ed. 2001).
The Exami ning Attorney’s position is that he has shown

that the mark is highly descriptive of these goods; and
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that applicant’s evidence does not establish acquired
di stinctiveness of the mark for the goods.

In support of his position that the mark is highly
descriptive, the Exam ning Attorney submtted various
evidence, including (i) printouts of pages fromapplicant’s
rel ated conpany’s web site; (ii) printouts of pages from
third-party web sites; (iii) excerpts from nunerous
patents; (iv) a printout of a third-party registration; and
(v) printouts of the first several pages froma Google
search of the ternms “arc weld.”

Exanpl es of the materials submtted by the Exam ning
Attorney are set forth bel ow

“Wel ding Terns ...
Arc Wl ding A welding process where

simlar materials are joined with a
heati ng process caused by an electric

arc. In the nost common use, this
process includes the use of filler
met al .

MG Welding (Metal Inert Gas) Also
known as wire-free wel ding, although it
is possible to do wire-feed wel di ng

W thout the inert gas. Metals that are
difficult to arc weld may be MG

wel ded.”

www. savvyhomneadvi ce. con

“Crater: The depression at the
term nation of an arc weld.”
wWww. engi neer sedge. com

“The AC-225 is Lincoln's best selling
arc welder of all time. It has a broad
wel di ng anperage range of 40-225 anps.
The AC- 225 produces an extrenely snooth
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AC arc for welding a wde variety of
mat eri al s i ncluding carbon, |ow all oy,
and stainless steels as well| as cast
iron. Metals 16 gauge and heavi er can
be easily arc welded with the AC 225.”
www. | i ncol nel ectric.com

“Checkmat e comuni cati on system
.Platform22 wll be adhered to clip 20
by means of sol der, spot-weld or
arcwel d, but not necessarily be limted
to this kind of adherence. ..

United States Patent No. 5568786;

“Ladder neans and net hod of production
.After all the parts of the |adder have
been cl anped into position, a welding
machine 38 is enployed to effect a
plurality of arcwelds (or spotwelds in
the case of sheet netal being used) and
since the flanges of both rungs and
stiles are stiffened by the beads al ong
t he edges, a single weld between each
rung and the stile at each end will
result in a very rigid and reliable
structure. ..

United States Patent No. 4655320;

“Arc Wel di ng Machi ne

..The advantages resulting fromthe use
of ceram c or other non-conducting
material covered electrodes in arc-
wel di ng are wel | established, however,
due to the fact that the covering is
nonconducting, it has not been possible
heretofore to arc-weld with covered

el ectrodes w thout a considerable

wast age of el ectrode material and undue
prol ongati on of the operating tine. ..
United States Patent No. 2019971,

“Pul se Wdth Mdul ated Pul sed DC Arc
Vel di ng

.There are many situations where it is
desirable to arc weld together two

pi eces of netal. For exanple, a heat
exchanger for an air conditioning
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system nay be nade from sections of
thin wall alum num tubing which are
joined to provide a continuous circuit
for the flow of a refrigerant. The
sections nmust be joined so that there
are no | eaks. One nethod for
acconplishing this is by arc wel ding.

United States Patent No. 4403135;

“Center for Enploynment Trainingld
Vel di ng

Trainees will master job rel ated tasks
in the foll ow ng conpetency areas:
JArc Welding Shielded Filler Metal:
Qbserve and descri be nethods and
procedures to safely arc weld shiel ded
filler metal; performarc wel ding of
shielded filler nmetal assignnments and
proj ects under supervision. ..

www. cet web. or g;

“Passive Detector Reference Design
Revi ew
Law ence Livernore National Laboratory

.Wile conpressed, the steel will be
wel ded with a sem -automatic arc-wel d
tool. The arcweld tinme is less than 30

seconds, so the operation is quick and
does not produce a great deal of snoke.

www. num . f nal . gov;

“Manuf acturing Tal k

Air-cooled MG torch eases al um num
wel di ng

Alumnumis notoriously difficult to
arc weld, but a new, air-cooled torch
wth a servo-powered wire feeding is
capable of wire speed feeds of over
34mi mm and has a ‘push-pull’ wre
feeder. Wth manufacturers
particularly in the autonotive industry
using nore and nore alum num which is
notoriously difficult to arc weld,

Mot oman has devel oped a new, air-cooled
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torch with servo-powered w re feeding
specifically for this application.”
www. manuf act uri ngt al k. com

“Joi ni ng Technol ogi es

Preci si on Wl di ng Servi ces

First Fully Integrated LASERLATHEO
System

..Machine lathes are also utilized to
precisely rotate a cylindrica

wor kpi ece for induction or torch
brazi ng, cladding, and/or arc weld

[ sic--wel ding?] procedures. ..7;
WWW. | 0i ni ngt ech. com and

“power supply/controllers for supplying

power to electric arc weld heads and

for supplying power to torches” as the

identification of goods in

International Cass 9, United States

Regi stration No. 2641454.

Applicant contends that although the term ARCVELD is

descriptive of the goods, it is not highly descriptive of
t he goods; that the Exam ning Attorney has not established

the termis highly descriptive;? and that the evidence

subm tted by applicant establishes the mark has acquired

21n applicant’s brief, p. 15, it requested that documents
attached to the Examning Attorney’'s O fice action dated February
25, 2004 “be stricken fromthe record,” arguing that many do not

i nclude sufficient information to determine the origin of the web
page, and that sonme are fromregi ons outside the United States.
The Board deni es applicant’s request because (i) the request to
strike does not identify exactly which docunents it wi shes to
have stricken and on what specific basis for each one; and (ii)
the Board generally declines to strike evidence tinely and
properly introduced into the record, but rather considers it for
what ever probative value it may have. See TBMP 81208 (2d ed.

rev. 2004).
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di stinctiveness and identifies applicant as the source of
t hese goods.

Wth regard to the Exam ning Attorney’ s evidence that
the term ARCVELD i s highly descriptive, applicant
essentially contends that there are “mllions” of Internet
sites, “mllions” of trademark registrations and
applications, and “mllions” of issued patents, but only a
very small nunber of these “mllions” of records have been
presented by the Exami ning Attorney which include the term
“arc weld.” Applicant concludes therefromthat this
“actually shows that the phrase ‘arc weld cannot be
considered ‘highly descriptive for the goods of this
application.” (Applicant’s request for reconsideration, p.
6.)3

Applicant submtted several scientific publications or

dictionaries (e.g., McGawHill Dictionary of Scientific

and Technical Ternms (Sixth Edition), ASTM D ctionary of

Engi neeri ng Sci ence & Technol ogy, Dictionary of Mechani cal

3 Applicant addressed al nost each piece of evidence submitted by
the Exanmining Attorney, criticizing it on some particul ar basis.
Applicant also listed the types of evidence “considered useful to
show that a nark is generic or highly descriptive.” (Applicant’s
request for reconsideration, p. 7.) W point out that
applicant’s nark has not been refused registration as the generic
termfor these goods. Rather, the Exam ning Attorney has refused
to register applicant’s mark on the Principal Register under
Sections 2(e)(1) and (f) as he finds the evidence of acquired

di stinctiveness insufficient.

10
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Engi neering (Fourth Edition), Illustrated Dictionary of

Met al wor ki ng and Manuf acturing Technol ogy, and Marks’

St andard Handbook for Mechani cal Engi neers (Tenth Edition)

with information on and definitions of terns such as
“weld,” “arc welding,” “electric arc welding” and “shi el ded
nmetal arc welding.” Applicant argues in connection

therewith that it is not attenpting to register “arc
wel der” or “arc welding” which are terns “used in the
industry to nane a nmachine for welding or to nane the
process of welding using an arc welder” and that the
“phrase ‘arc weld is not commonly used and is not the
proper use of these terns.” (Applicant’s request for
reconsi deration, p. 6.)

In support of its position and its claimof acquired
di stinctiveness, applicant submtted two declarations from
applicant’s attorney, Robert V. Vickers (dated May 13, 2003
and January 6, 2004).% In the first declaration, counsel
avers, inter alia, that “applicant is a |l eader in the

wel ding field wth hundreds of mllions of dollars in sales

and mllions of products sold annually in the United

* The Exanmining Attorney takes the position (brief, p. 8) that
the declarations of applicant’s attorney are not persuasive,
citing the case of Inre Gay Inc., 3 USPQR2d 1558, 1560 (TTAB

1987), and its reference to potential “bias.” Applicant’s
attorney argues in its reply brief (p. 3) that he is “very
qualified in the field of welding.” W have considered the

decl arations in deciding this case.

11
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States”; that “applicant has used the ARCVWELD nmark [of this
application] in connection with over 850,000 sal es
transactions in the United States”; that applicant is using
the mark ARCWELD as a secondary house mark with its “fanous
LI NCOLN house marks” for the goods recited in the
application; that applicant has extensive substantially
excl usi ve and continuous use of the mark ARCVWELD since

Sept enber 2000; that applicant has used the mark for the
goods in International Class 6 since Septenber 2000; and
that applicant has a bona fide intention to use the nmark on
the goods in International Casses 1 and 9.

In the second declaration of the attorney, M. Vickers
avers, inter alia, that “applicant believes that based on
its use of ARCVWELD as a secondary house mark with
applicant’s fanous LI NCOLN house marks al one, ARCWELD has
becone distinctive for applicant’s wel ding products recited
in[its application]”; that its “extensive, substantially
excl usi ve and continuous use of ARCWELD in comrerce since
at least as early as Septenber 2000 has nmade ARCWELD
distinctive for the goods..”; that applicant has used the
mark “in connection with nore than 1.3 mllion units sold
and nore than $3 million dollars [sic] in sales in the
United States”; that during the period fromJanuary to

QOct ober 2003, applicant has used the mark in connection

12
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with over one-half mllion units sold and over $400,000 in
sales in the United States; and that “because a package of
consumabl e el ectrodes can include dozens of individual

el ectrodes” whereby the consuner woul d observe the mark
each time an electrode is renoved for use, “as a result,

t he consuner has observed the nmark of this application nore

than 10 million tinmes.” ®°

The attachnents to the attorney’s
second decl aration include pages fromthe various techni cal
di ctionari es and handbooks, a photocopy of applicant’s

| abel and a photocopy of its product packaging used in
connection wth the goods recited in the application, and
non-Uni ted States adverti senents and pronotional materials
(from for exanple, Canada and Si ngapore).

Having carefully reviewed the evidence of record, we
find that applicant has not established that the term
ARCVELD has acquired distinctiveness as a nmark for the
goods identified in any of the three classes invol ved
herein. W agree with the Exam ning Attorney that the term

ARCVWELD is highly descriptive in connection with the

identified goods. ARCVWELD is the |egal equivalent of ARC

> W note that “electrodes” are listed in the International C ass
9 identification of goods, which is based not on use, but on
applicant’s assertion of an intention to use the mark in commerce

for those goods. 1In any event, we agree with the Exam ning
Attorney that this figure of 10 million, even if honestly
“cal cul ated,” is specul ation by applicant.

13
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VELD. See In re Gould Paper, 834 F.2d 1017, 5 USPQ2d 1110
(Fed. Gr. 1987). Contrary to applicant’s argunents, the

evi dence quoted previously herein establishes that “arc
wel ding” is a type of welding, and that the weld produced
by arc welding is called an “arc weld.” Absent any
limtation in applicant’s identifications of goods, we nust
presune that the goods are used (or are intended to be
used) in all types of welding, including arc welding to
create arc welds. Thus, ARCWELD is not only nerely
descriptive, but indeed is highly descriptive of this key
feature and purpose of the goods.

At this juncture, we reiterate that only International
Class 6 in this application is based on applicant’s claim
of use of the mark in comerce; the other two cl asses
(I'nternational Classes 1 and 9) are based on applicant’s
assertion of a bona fide intention to use the mark in
comerce. Thus, we presune applicant’s information and
evi dence regardi ng use of the mark ARCWELD for the goods
recited in the application relates to “wel di ng consunabl es,
nanely, welding wire and welding rods” in International
Class 6. W begin by considering the question of acquired
di stinctiveness of the term ARCWELD with respect to these

identified goods in International C ass 6.

14
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Applicant has used the mark for only a few years.
Applicant’s total sales figures for the International C ass
6 goods since Septenber 2000 ($3 million, 1.3 million
units) do not appear to be particularly substantial on
their face. Nor do we have any basis for determning
applicant’s nmarket share for such goods, i.e., whether such
share is anything nore than de mnims. Applicant failed
to submt evidence of its expenditures for advertising and
pronoting the goods sold under the mark. Thus, given the
rel atively high degree of descriptiveness of the mark, a
nore substantial show ng of sales and advertising figures
woul d be required to establish acquired distinctiveness.

Applicant’s assertion that its use of the mark ARCWELD
as a secondary house mark with its “fanpous LI NCOLN house
mark” is insufficient to establish acquired
di stinctiveness. There is no evidence that its house mark
LI NCOLN i s fanous. Even if evidence of the fanme of the
mar k LI NCOLN were of record, there is no basis for
concl udi ng that such fane has contributed in any way to
purchasers’ perception of ARCWELD as a mark, rather than a
nmerely descriptive term

In addition, the record is devoid of any direct
information of relevant consunmer recognition, such as

decl arations (or even formletters) from purchasers and/ or

15
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users of applicant’s identified goods. This type of direct
evidence is not required, but is generally nore persuasive
than, for exanple, a few years of sales figures, and an
assertion that the mark is used wwth a “fanous house mark.”
The evidence submtted by applicant does not establish that
the term ARCVELD identifies and distingui shes the goods
of fered by applicant in the m nds of relevant purchasers
and users. Applicant has provided no evidence at all as to
the relevant public’s perception of the applied-for nmark,
nor evidence fromwhich to infer the relevant public’s
per ception.®

W note for the record that applicant has not argued
that its ownership through a rel ated conpany of a prior
regi stration (No. 2554211) establishes acquired
di stinctiveness. Inasnuch as the registration is on the
Suppl enent al Regi ster, any such argunent woul d have been
unavai ling. See Trademark Rule 2.41(b).

We find that applicant’s evidence is insufficient to
establish acquired distinctiveness in the highly
descriptive term ARCVELD for the goods in Internationa

Class 6. See In re Pennzoil Products Co., 20 USPQ2d 1753

® Applicant submitted several non-United States advertisenents
and pronotional materials, but those are not probative evidence
as to the perceptions of persons in the United States.

16
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(TTAB 1991); and In re Redken Laboratories, Inc.,

526 (TTAB 1971). That is, applicant has not net

170 USPQ

its burden

to show that the proposed mark has acquired distinctiveness

as to the International C ass 6 goods on which th

in use in comerce.

e mark is

We turn now to the issue of acquired distinctiveness

of the term ARCVELD in relation to the identified goods in

International Class 1 (“welding consumabl es, nane

wel di ng fluxes”) and International Cass 9 (“el ec

wel der s,

wire feeders, and wel ding el ectrodes”),

based on intent-to-use. The Board stated the fol

ly,
tric arc
whi ch are

low ng in

the case of In re Rogers, 53 USPQR2d 1741, 1744 (TTAB 1999):

Nei t her the plain | anguage of [Section
2(f) of] the Act, nor the legislative
hi story thereof, precludes the filing
of a claimof acquired distinctiveness,
under Section 2(f) of the Act, in an
intent-to-use application prior to the
filing of an amendnent to all ege use
or a statenment of use in the
appl i cation.

[ Al pplicant nust establish, through the
appropriate subm ssion, the acquired

di stinctiveness of the sane mark in
connection with specified other goods
and/ or services in connection with
which the mark is in use in commerce. ...
[ Al ppli cant nust establish, through
subm ssi on of relevant evidence rather
than nmere conjecture, a sufficient

rel ati onshi p between the goods or
services in connection with which the
mar k has acquired distinctiveness and

t he goods or services recited in the

17
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intent-to-use application to warrant
the conclusion that the previously
created distinctiveness wll transfer
to the goods or services in the
appl i cati on upon use.

In this case, if applicant had established acquired
di stinctiveness for the mark ARCVWELD for welding wire and
wel ding rods in International Class 6 (which it has not
done), then applicant could have at |east argued that its
use of the mark on those goods and the resulting acquired
di stinctiveness therein supports acquired distinctiveness
of the mark for the other goods in International Cl asses 1
and 9. See generally, TMEP 81212.09(a) (3d ed. 2002).

A fortiori, the evidence is insufficient to establish
acquired distinctiveness in the mark ARCVWELD for the goods
in International Casses 1 and 9, both classes bei ng based
on applicant’s assertion of a bona fide intention to use
the mark in commerce in the future thereon

We concl ude that applicant’s evidence is insufficient
to support it Section 2(f) claim especially given the
hi ghly descriptive nature of applicant’s mark ARCWELD.

Deci sion: Applicant is deened to have conplied with
the Exam ning Attorney’ s request for information under
Trademark Rule 2.61(b), and the refusal to register based

on non-conpliance with this requirenent is reversed. The

refusal to register the mark on the Principal Register

18
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under Section 2(e)(1l) because applicant has failed to prove
that the applied-for mark has acquired distinctiveness
under Section 2(f) is affirnmed for all three classes of

goods.

19



