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Bef ore Qui nn, Hohein and Kuhl ke, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Wast e Managenent, Inc. has filed an application to
regi ster on the Principal Register the mark "WASTEMASTER/ ALI VE"
for "a commercial hauling control and nonitoring system
conpri sing conputer hardware, conputer software, electronic
har dware and encoded smart cards that track, control, and
mai ntain hauling activities to ensure haul er accountability,
driver conpliance, and the safety, weight, tine and | ocation of
product |oading, transfer and delivery” in International C ass

9.'

' Ser. No. 76433850, filed on July 24, 2002, based on an allegation of
a date of first use of such mark anywhere and in commerce of August
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that
applicant's mark, when applied to its goods, so resenbles the
mar kK "WASTEMASTER, " which is registered on the Principal Register
for a "waste conpactor fullness and usage nonitoring and
communi cati ons system conprised of electronic renote sensors for
tracki ng usage, detecting waste fullness |evels and providing
notification of such conditions to user, hauler, servicer and
seller, via facsimle, conputer or pager” in International C ass
9, as to be likely to cause confusion, or to cause nistake, or
to deceive

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion

anal ysis, two key considerations are the simlarity or

2002 and subsequently anmended, on August 20, 2004, to seek
regi stration based on an allegation of a bona fide intention to use
the mark in conmmerce.

’ Reg. No. 2,455,686, issued on May 29, 2001, which sets forth a date
of first use of such mark anywhere and in conmerce of Novenber 29,
2000.
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dissimlarity in the goods at issue and the simlarity or
dissimlarity of the respective marks in their entireties.’

Turning first to consideration of the respective goods,
as well as to the related du Pont factor of the conditions under
whi ch and buyers to whom sal es are nade, applicant asserts in its
initial brief that, "[i]n view of the difference in the rel evant
goods and the sophistication of their purchasers, it is extrenely
unlikely that confusion will occur.”™ Applicant, in this regard,
specifically points out anong other things that (underlining in
original):

The goods of applicant and registrant
woul d not be encountered by the sane persons
in situations that would create the incorrect
assunption that they originate fromthe sane
source. Applicant's goods are limted to
sophi sticated consuners in the hauling trade,
t hose haul i ng organi zati ons | arge enough to
coordi nate and mai ntai n nunerous haul i ng
vehi cl es operating between nmultiple transfer
stations and/or pick-up/delivery |ocations.
Applicant's goods nonitor and control an
entire (perhaps nationw de) hauling
operation, an operation that coordinates
enpl oyee and subcontract haul ers, and
i nvol ves perhaps hundreds or thousands of
vehi cl es operating between the transfer
stations and pickup and delivery | ocations.
Applicant's conputerized systemtracks,
control s and coordinates the operation of
this hauling (e.g., trucking) organization,
so that the last location of any vehicle, and
the scheduled tinme and arrival |ocation of
that vehicle is always and instantaneously
avai l abl e, thereby ensuring subcontractor
accountability, individual driver conpliance,
and the proper tine, location and quantity of
product transfer, pick-up and delivery.

° The court, in particular, pointed out that: "The fundamental inquiry
mandat ed by 82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods and differences in the marks."
192 USPQ at 29.
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Applicant, in view thereof, further insists that the
"ordi nary purchaser" of its goods "is highly sophisticated,
having a specialized and affirmative need (i.e., acquiring a
means to nonitor and control enployees, subcontractors and a
| arge pick-up and delivery network)." Such a purchaser,
appl i cant urges, "undergoes a |lengthy and deli berate
consi deration process, including extensive consultation with
applicant both before and after the goods are procured.™
Applicant thus maintains that its "marketing practice ... is
specifically focused to this sophisticated, costly and
speci al i zed need, thereby precluding confusion with registrant,
the provider of a nmuch nore comonpl ace conpact or or contai ner
full ness nonitoring and conmuni cati on system" Accordingly,
applicant contends that "there is no inpulse, off the shelf, or
poi nt and click purchasing of applicant's goods, and only a
smal |, very identifiable group of potential custoners exist
across the country for applicant's goods."

By contrast, applicant argues that:

The ordi nary purchaser of registrant's

goods (i.e., owners of waste containers) may

or may not be sophisticated. Their need

(i.e., desiring tinely and efficient pick-up

of the generated waste) is nuch nore

commonpl ace and conpletely unrelated to the

need of applicant's ordinary consuner, even

in the rare event that the sane |arge

busi ness entity m ght contenpl ate purchase of

applicant's and regi strant's goods. Purchase

of registrant's goods would |ikely not

invol ve interaction and/or deliberation with

the registrant, and could be as sinple as a
poi nt and click purchase ...
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Applicant, citing Electronic Design & Sales Inc. v. Electronic
Data Systens Corp., 954 F.2d 713, 21 USPQ2d 1388 (Fed. G r
1992), accordingly concludes that:
[Elven in the rare instance where a

single waste hauler m ght routinely purchase

numer ous products of registrant (i.e.,

numer ous waste containers wth full ness

nmoni t ori ng equi pnent included), and then

m ght consi der purchase of one product of

applicant, ... the nature and purpose of the

respecti ve goods would dictate that the

pur chase be made by different persons in

different departnents, each having different

responsibilities within that one corporation.

On the other hand, the Exam ning Attorney, citing In re
Martin's Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984), notes in her brief that the goods at issue
herein need not be identical or directly conpetitive in order for
there to be a likelihood of confusion. She points out that,
i nstead, the respective goods need only be related in sonme manner
or that the conditions surrounding their marketing be such that
t hey coul d be encountered by the sane purchasers under
ci rcunstances that could give rise to the m staken belief that
t he goods cone froma common source. She insists that, in this
case, "the goods of registrant and applicant could be encountered
by the sane purchasers under circunstances which woul d suggest
that the goods cone fromthe sanme provi der because (1) the goods
travel in the same channels of trade--that of waste nanagenent;
(2) the goods may be encountered by the sane users--waste haul ers
and wast e managenent operators; and (3) the goods provide
conplementary or related information el ectronically about waste."

In particular, the Exam ning Attorney argues that:
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Applicant's [conmercial hauling control
and nonitoring systen] product is used in
connection with hauling waste. (See
applicant's specinen/information of record).
It provides information about drivers, |oads
and destinations. Wen a driver arrives at a
[waste] transfer station or landfill, he
presents a smart card for authorization. The
smart card is swi ped through the system

| ocated in the renote landfill or transfer
station and driver/load conpliance is
instantly verified. It is clear, therefore,

t hat both the hauling conpany and the
landfill/transfer station or other waste
managenent rel ated operator cone into contact
with the mark and the goods.

Regi strant's [waste conpactor full ness
and usage nonitoring and conmuni cati ons
systen] product is used in connection with
haul i ng waste as well. Registrant's product
nmonitors waste conpactor full ness and
notifies users and haul ers of the status
[thereof]. It is equally clear that, in this
circunstance as well, both the hauling
conpany and the landfill/transfer station or
ot her waste managenent rel ated operators cone
into contact with the mark and the goods.

Both waste facility managers and waste
haul ers operate within a single channel of
trade--that of waste managenent. The goods
of registrant and applicant both travel
within that trade channel. Therefore, both
wast e haul ers and waste facility operators
may easily cone into contact with the
products of both registrant and applicant and
assune a conmbn sour ce.

For exanple, a waste facility nmanager
may use waste conpactors. Registrant's
WASTEMASTER system woul d be responsi ble for
noti fying the manager that the waste
conpactor is full. Registrant's WASTEMASTER
system woul d al so notify the hauler to cone
and collect the waste fromthe conpactor.
Therefore, both the facility manager and the
trash hauler would cone into contact with the
mar K WASTEMASTER, identifying a systemthat
provides informati on pertaining to waste.

The sanme waste facility manager may
recei ve waste or have waste to be haul ed.
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The haul er may use the system of applicant.
The waste facility manager woul d then use
applicant's systemto check the driver/load
conpliance. Again, both the facility manager
and the trash hauler are exposed to [the
mar k] WASTEMASTER/ ALI VE, also identifying a
system that provides information pertaining
to waste.

The above argunent denonstrates that the
goods travel in the sanme channel of trade,
that the goods may be encountered by the sane
users and that the goods provide
conplenentary or related informati on about
waste. Therefore, the goods are highly
related. A waste hauler and a waste facility
manager comng into contact with such goods
mar ket ed under the names WASTEMASTER and
WASTEMASTER/ ALI VE are likely to assune a
common source [for such goods].

Additionally, as to applicant's contention that its
goods are limted to sales to sophisticated consuners in the
waste hauling trade while registrant's goods are primarily
purchased by owners of waste containers (and who nay or may not
be sophisticated consuners), the Exam ning Attorney urges that:

The evi dence of record attached to the office
action of July 28, 2003, denobnstrates that
the sanme party may provi de waste conpactors
with nonitoring systens (like the goods of
registrant) as well as a variety of itens for
city, governnent and private haulers. This
denonstrates that the sane party may be the
source of goods for both "owners of waste
containers" and |arge private haul ers.
Accordingly, it would not be unreasonable for
a consuner to assune that the goods of

regi strant, used by owners of waste
containers, and the goods of applicant, used
by private haulers, conme fromthe sane

pr oducer.

Furthernore, as to applicant's assertion that confusion is not
likely in view of the sophistication of the custoners for its

goods, the Exam ning Attorney, citing In re Deconbe, 9 USPQd
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1812 (TTAB 1988) and In re Pellerin MInor Corp., 221 USPQ 558
(TTAB 1983), mamintains that "[t]he fact that purchasers are
sophi sticated or know edgeable in a particular field does not
necessarily nmean that they are sophisticated or know edgeable in
the field of trademarks or i mrune from source confusion

Applicant, in its reply brief, contends that "[t]he
Exam ning Attorney's conclusion and nunbered statenments are
incorrect” in that:

First, the goods do not travel in the

sane distinct channels of trade. Second,

whil e the goods may be encountered by the

sane users, they are not encountered by the

sanme potential purchasers under circunstances

suggesting that they originate fromthe sane

source. And third, the goods do not provide

conplenentary or related information

el ectronically about waste.
Specifically, applicant asserts anong other things that the
respective goods do not provide conplenentary or rel ated
information electronically about waste. |nstead, applicant
mai ntains that registrant's goods only "provide information
regardi ng waste conpactor fullness,” while applicant's commerci al
haul i ng control and nonitoring systemrelates to any material and
not just waste matter. Applicant thus insists that because, in
its system "material weight is the only nonitored characteristic
relating to the material ..., applicant's and regi strant's goods
do not nonitor and manage conpl enentary or related information
about waste." According to applicant:

Applicant's system provides information about

drivers, loads and destinations. Wen a

driver arrives at a transfer station or

landfill, he presents a smart card for
aut hori zation. The smart card is sw ped
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t hrough the systemlocated in the renoter
landfill or transfer station and driver/| oad
conpliance is instantly verified. Oher than
material weight, and trailer conpliance in
accordance with notor vehicle guidelines, the
material transferred in the trailer is just
not consequential to the information

nmoni tored and managed in applicant's system
Further, in applicant's system the trailer
being hauled is not a waste conpactor having
possi bly associated with it registrant's

full ness nonitoring system

Al t hough appl i cant acknow edges, as asserted by the
Exam ning Attorney, that both a trash or other waste hauling
conpany and a landfill/transfer station or other waste nanagenent
rel ated operator may cone into contact wth the goods at issue
and the respective nmarks, applicant enphasizes that (underlining
in original):

The test is whether the goods of applicant
and the goods of registrant are rel ated or
mar keted in such a way that they would be
encountered by the sane consuners in
situations that would create the incorrect
assunption that they originate fromthe sane
source. In the instant matter, the answer is
no. Waste nmanagenent rel ated operators are
sinply not the consuners of applicant's
goods, nor are the drivers of the hauling
conpanies that are likely to cone into
contact with the mark through the carrying of
applicant's smart cards ....

Appl i cant's goods woul d involve a single
purchase for a hauling conpany that could be
nati onw de, or even international. The
representative purchaser fromthe hauling
conpany is responsi ble for high |evel
| ogi stical operations, and haul i ng network
coordi nation, safety and efficiency. The
website provider (see the exam ning
attorney's evidence of record attached to the
of fice action of July 28, 2003) of "waste
conpactors with nonitoring systens (like the
goods of registrant) as well as a variety of
items for city, governnent and private
haul ers" (Exam ning Attorney's Appeal Brief
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at ... 7), will not be providing applicant's

goods by online ordering.

In view thereof, applicant insists that "the channels
of trade and cl ass of purchaser of applicant's goods and
registrant's goods are and will remain significantly unrel ated
and distinct, due to the specific and unrel ated nature of the
respecti ve goods and the sophistication of the respective
purchaser." Applicant thus reiterates its contention that
confusion is not likely due to the differences in the respective
goods and their principal purchasers.

We find, however, that the goods at issue are related.
As the Exam ning Attorney has pointed out and applicant has
acknow edged, custoners for applicant's and registrant's goods
i nclude waste or trash haulers. W note, in this regard, that
applicant's advertising brochure, which it originally submtted
as a speci nen of use, states anong other things that while
applicant "is the largest trash hauling conpany in North
Anerica," it is also the case that, "[i]n the Eastern area,

i ndependent contractors nmake up 94 percent of the drivers who
haul Waste Managenent trash." Such waste or trash haul ers
obvi ously constitute the principal purchasers of applicant's
"WASTEMASTER/ ALI VE" product, which as indicated inits
advertising brochure, "provides up to the mnute information
about our drivers, our |oads...and the destinations of those

| oads, " "guarantees that Waste Managenent conplies with state and
federal regulations"” and "l ets WAste Managenent's Transportation

Departnent track all third party haulers and their drivers

10
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utilizing a Smart Card technol ogy.” Moreover, as the website
excerpts made of record by the Exami ning Attorney disclose, waste
or trash haul ers would al so be custoners for waste conpactors, as
of course woul d be waste nanagenent rel ated operators, and
t herefore such custonmers woul d concomtantly be purchasers of
regi strant's "WASTEMASTER' "waste conpactor fullness and usage
nmoni tori ng and communi cations system ... for tracking usage,
detecting waste fullness |evels and providing notification of
such conditions to [a] user, hauler, servicer and seller, via
facsimle, conputer or pager.” Furthernore, |like applicant's
product, registrant's product electronically nonitors and
provides notification as to the status or condition of the waste
col l ection and di sposal equi pnent or activity being tracked.
Applicant's and registrant's goods thus would not only share the
sanme purchasers, nanely, those persons at trash or waste hauling
conpani es who are responsi bl e for buying equipnent used in
connection with refuse collection and di sposal, but such goods
are simlar in function in that they electronically nonitor and
report on trash or waste | oads which require transport froma
collection site or transfer station to a landfill or other refuse
di sposal facility. Plainly, conditions are such that if
applicant's and registrant's goods were to be marketed under the
same or simlar marks, confusion as to their source or
sponsorship would be likely to occur.

Turning, therefore, to consideration of the marks at

i ssue, applicant contends in its initial brief that its

11
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"WASTEMASTER/ ALI VE" mark is not |likely to cause confusion with
regi strant's "WASTEMASTER' mar k because:

When viewed in their entireties, the marks
differ in appearance, sound, and commerci al

i npression. The meaning or connotation of a
mar k nmust be determned in relationship to

t he goods or services. The "ALIVE" portion
of applicant's mark influences the conmmerci al
i npression, as applicant's goods (a
commercial hauling control and nonitoring
system are directed to ensuring safety in
the hauling industry, and on the roadways of
America. An investnent in safety, through
purchase and enpl oynent of applicant's goods,
is the nessage conveyed to and recol |l ected by
the ordi nary purchaser through the "ALIVE"
portion of applicant's mark. Therefore, the
comerci al inpression conveyed by applicant's
mark is significantly different and distinct
than that conveyed by registrant, whose nmark
WASTEMASTER i s highly suggestive of a
controller for a waste conpactor.

The Exam ni ng Attorney, however, asserts in her brief
the general principal that the "nere addition of a termto a
registered mark is not sufficient to overcone a |likelihood of
confusion.” She argues, in viewthere, that in the present case:

Regi strant is using WASTEMASTER.  Appl i cant

intends to use WASTEMASTER/ ALI VE.  Appl i cant

has sinply added ALIVE to WASTEMASTER, a

regi stered mark. The addition of this term

is not sufficient to overcone the

simlarities of the marks. Therefore, the

mar ks of the registrant and applicant are

highly simlar and they create highly simlar

commerci al i npressions.

Applicant, in its reply brief, takes issue with what it
characterizes as "the exam ning attorney's conclusory statenent."
In particular, applicant maintains that "the examning attorney's
concl usion focuses on only a portion of applicant's nmark, and not

on the appearance and connotation of the mark in its entirety."

12
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Applicant, notwi thstanding the statenment in its application that
"the term(i.e., acronyn) 'ALIVE neans 'All Licensed |Insured
Vehi cl es & Enpl oyees,'" reiterates its assertion that its mark
conveys a commercial inpression of "ensuring safety in the
haul i ng i ndustry, and on the roadways of Anerica," urging that
"the dom nant portion of applicant's and registrant's mark[s] is
not the sane due to the fact that "the addition of applicant's
dom nant portion, ALIVE ..., causes the marks, when viewed in
their entireties, to convey significantly different conmerci al

i npressions” (underlining in original).

We concur with the Exam ning Attorney, however, that
overall, the simlarities in the marks at issue outweigh their
differences. Here, while the word "ALIVE" forns a significant
portion of applicant's "WASTEMASTER/ ALI VE' mark, it is neither
the first nor nost prom nent part thereof, which is instead the
term "WASTEMASTER. © Custoners for applicant's product would thus
tend to focus their attention on, and woul d undoubt edly renenber,
the term "WASTEMASTER, " whi ch in sound, appearance and
connotation is identical to and constitutes the entirety of
registrant's mark. Even assum ng, as urged by applicant, that
the termnology "ALIVE" in its "WASTEMASTER/ ALI VE' mar k denot es
or conveys an imge of safety when used in connection with
applicant's product, it is still the case that the overal
commerci al inpression engendered by such mark is that it is a
"WASTEMASTER' conmmerci al hauling control and nonitoring system
which is "ALIVE." W therefore conclude that, when considered in

their entireties, applicant's "WASTEVMASTER/ ALI VE' mark is so

13
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substantially simlar in sound, appearance, connotation and
commercial inpression to registrant's "WASTEMASTER' mark that the
use thereof in connection with the related goods at issue herein
is likely to cause confusion as to source or sponsorship thereof.
In this regard, even know edgeabl e and sophi sti cated
purchasers are likely to regard applicant's "WASTEMASTER/ ALI VE"
conputerized and smart card based comercial hauling control and
noni toring system as another product in a |ine of specialized
wast e managenent equi pnent fromthe sanme source or provider as
t hat which markets registrant's "WASTEMASTER' waste conpact or
full ness and usage nonitoring and comuni cati ons system Thus,
while we agree with applicant that custoners for its product and
that of registrant would generally be sophisticated in that they
woul d be know edgeabl e and di scrimnating as to their equi pnent
needs and safety requirenments, it nevertheless is well settled
that the fact that buyers may exercise care and deliberation in
their choice of goods "does not necessarily preclude their
m st aki ng one trademark for another"™ or that they otherw se are
entirely imune fromconfusion as to source or sponsorship.
W ncharger Corp. v. R nco, Inc., 297 F.2d 261, 132 USPQ 289, 292
(CCPA 1962). See also In re Research & Trading Corp., 793 F.2d
1276, 230 USPQ 49, 50 (Fed. Cir. 1986); In re Deconbe, supra at
1814-15; and In re Pellerin MInor Corp., supra at 560.

Deci sion: The refusal under Section 2(d) is affirned.
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