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Opi nion by Bucher, Adm nistrative Trademark Judge:

Cerner Corporation seeks registration on the Principal
Regi ster of the mark CLINICALLY DRIVEN RESOURCE PLANNING
for goods recited in the application, as anended, as
fol |l ows:

“conputer software for use in the healthcare
field, nanely software for managi ng, storing,
anal yzi ng, maintaining, processing,
structuring, review ng, building, editing,

di stributing, conmunicating, organizing,
sharing, referencing, nonitoring and
integrating healthcare related information;
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conputer software for automating healthcare
processes, nanely, resource managenent”.?!

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster this designation under Section 2(e)(1) of the
Trademar k Act based upon the ground that the mark is nerely
descriptive when considered in relation to applicant’s
identified goods, i.e., that the phrase “clinically driven
resource planning” imrediately inforns potential purchasers
about a significant characteristic, purpose or function of
applicant’ s goods.

Appl i cant and the Trademark Exam ning Attorney have
each filed a brief on the issues involved in this appeal,
but applicant did not request an oral hearing before the
Boar d.

W affirmthe refusal to register.

A mark is nerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, 15 U. S.C. 8 1052(e)(1), if it
i mredi ately conveys information of significant ingredients,
qualities, characteristics, features, functions, purposes or

uses of the goods or services with which it is used or is

! Application Serial No. 76438049 was filed on August 5, 2002
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce.
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intended to be used. In re Abcor Devel opnent Corp.

588 F.2d 811, 200 USPQ 215, 217 (CCPA 1978) [ GASBADGE nerely

descriptive of a “gas nmonitoring badge”]. See also Inre

MBNA Anerica Bank N A, 340 F.3d 1328, 67 USPQ2d 1778, 1780

(Fed. G r. 2003) [ MONTANA SERIES and PHILADELPHIA CARD nerely
descriptive of “credit card services.” The Court found that
a “mark is nerely descriptive if the ultimte consuners
i medi ately associate it with a quality or characteristic of
t he product or service”]. Hence, the ultimte question

before us is whether the phrase CLINICALLY DRIVEN RESOURCE

PLANNING conveys information about a significant
characteristic, purpose or function of applicant’s goods
with the i mediacy and particularity required by the
Trademar k Act.

A mark is suggestive, and therefore registrable on the
Principal Register wi thout a show ng of acquired
di stinctiveness, if imagination, thought or perception is
required to reach a conclusion on the nature of the goods or

services. See In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Cir. 1987) [APPLEPIE nerely descriptive of potpourri

m xture]; and In re Bed & Breakfast Registry, 791 F.2d 157,

229 USPQ 818, 819 (Fed. G r. 1986) [BED & BREAKFAST REGISTRY
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nmerely descriptive of “making | odging reservations for
others in private hones”].

The question of whether a particular termis nerely
descriptive is not decided in the abstract. That is, when
we anal yze the evidence of record, we nmust keep in mnd that
the test is not whether prospective purchasers can guess
what applicant’s goods are after seeing applicant’s mark

alone. In re Abcor, supra at 218 [“Appellant’s abstract

test is deficient — not only in denying consideration of

evi dence of the advertising materials directed to its goods,
but in failing to require consideration of its mark ‘when
applied to the goods’ as required by statute”]. See also In

re Hone Builders Association of Geenville, 18 USPQ2d 1313,

1317 (TTAB 1990) [ NEW HOME e
BUYER’'S GUIDE when used in | q E I I BUYER'S GUIDE

connection with “real estate adverti senent services”

i mredi ately conveys the idea of advertising in a new hone

guide for buyers]; and In re Anerican Geetings Corp., 226

USPQ 365, 366 (TTAB 1985) [APRICOT is nerely descriptive of
dol | s applicant pronotes as being apricot-scented]. Rather,
the proper test in determning whether a termis nerely
descriptive is to consider the alleged mark in relation to

t he goods or services for which registration is sought, the
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context in which the mark is used, and the significance that
the mark is likely to have on the average purchaser
encountering the goods or services in the marketplace. See

In re Omha National Corp., 819 F.2d 1117, 2 USPQ@d 1859

i (Fed. Cir. 1987) [the
Al |

E "ST'er ;term“first tier”

idescri bes a cl ass of

banks]; In re Intelligent | nstrunentation Inc., 40 uUsPQ2d

1792 (TTAB 1996) [the term VISUAL DESIGNER is nerely
descriptive of “conputer progranms for controlling the

acquisition of data from neasurenent devices”]; Inr

Consol i dated Ci gar Co., 35 USPR2d 1290 (TTAB 1995) [ SUPER BUY

is laudatory for "cigars, pipe tobacco, chew ng tobacco and

snuff"]; In re Pennzoil Products Co., 20 USPQ2d 1753 (TTAB

1991) [MULTI-VIS is nerely descriptive of nultiple viscosity

motor oil]; In re Engineering Systens Corp., 2 USPQ2d 1075

(TTAB 1986) [ DESIGN GRAPHIX nerely descriptive of conputer

graphics prograns]; and In re Bright-Crest, Ltd., 204 USPQ

591 (TTAB 1979) [ COASTER-CARDS nerely descriptive of
coasters suitable for direct mailing].

Applicant argues that its term“Cinically Driven
Resource Planning” is, at worst, nerely suggestive, that the

Trademar k Exam ning Attorney has inproperly dissected its
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proposed mark, that the conposite mark as a whol e could be
seen as havi ng ot her neanings, and that the submtted
evi dence does not illustrate that the proposed mark is
descriptive as applied to the identified goods. By
contrast, the Trademark Exam ning Attorney argues that
taking dictionary definitions of each of the words, the
resulting conmposite phrase i nmedi ately describes the
identified goods, nanely, that it is software for healthcare
resource managenent based on patient observation. The
Trademar k Exam ning Attorney all eges that he has considered
the mark as a whol e, and has denonstrated that the entire
mark is descriptive of the identified goods. He argues that
the LEXI S/ NEXI S evi dence of record, applicant’s brochure and
website all support this same concl usion.

We turn first to the dictionary definitions of record
for each of the four words making up this conposite phrase:

clinically involving or based on direct
observation of the patient?

driven notivated by or having a conpul sive
quality or need.?

resource sonething that can be used for
support or help and an avail abl e supply that
can be drawn on when needed.*

2 THE AMERI CAN HERI TAGE DI CTI ONARY OF THE ENGLI SH LANGUAGE (Third
Edition 1992).

3 Id.

4 Id.
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planning to fornulate a schenme or program
for the acconplishnment, enactnent, or
attai nnent of.°

The Trademark Exam ning Attorney then conbi nes these
definitions, concluding that the conposite phrase woul d nean
“managi ng the supporting nmaterials or available supply for
t he acconplishment of goals based upon the direct
observation of patients.”

In conducting his initial Lexis/Nexis search, the
Trademar k Exam ning Attorney al so broke the phrase up into
its two primary conponents. As to the first two words, he
found nore than sixty NEXIS stories having the term

“clinically driven,” including the foll ow ng exanpl es:

HeaDLINE:  “ Hooked on Medicare: The programdistorts
our health care”

...notive into play in the industry and
of fers another tenptation for providers to
alter their behavior in ways that are

financially as well as clinically driven. It
pronotes rather than stym es the existing
entitlement culture. .8

HeEaDLINE: “Heal th care advocates decry Medicaid cuts”

...technol ogy has really nmade drugs for the
mentally ill so nuch better,” she said. “The
i dea that they woul d becone cost-driven
rather than clinically driven is
unconscionable to ne. W’re balancing the
budget on the backs of people who cannot do

anything for thenselves.” .’
° I d.
6 The Tinmes Union (Al bany NY), Cctober 20, 2002.
7 The Tanpa Tri bune, April 25, 2001.

-7 -
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HEADLI

HEADLI

HEADLI

HEADLI

HEADLI

NE:  “Managi ng Doctors”

“Soneti mes doctors have no idea how to nmake
the transition fromclinically driven to
mar ket -ori ented practices,” Miurphy said. .28

NE: “How BJC Health System Revanped its IT
system after Consolidation”

Proj ect Spectrumis independent of the
hospital s’ payroll and accounts payabl e
information, making it a clinically-driven
system .0

NE: “From upsi de down to back on track”

When Rei smann took over the business, she
changed the conpany froma traditiona
supplier of specialized mattresses to a nore
clinically driven wound care managenent
conpany with a focus on consulting and wound
dressings. ..1°

NE:  “Who picks your drugs; these days, maybe
your insurer”

..“Way should | do that for a formulary
choi ce that economcally driven, not
clinically driven? If a nedication is
succeedi ng at keeping a woman’s hi gh bl ood
pressure under control, why fool with it,

j ust because she .!!

NE: “Hospital closing draws chall enge;
Benefits to nentally ill questioned”

...“Planning around the needs of people with
mental illness should always be clinically
driven rather than fiscally driven. What
started the closure of Wrcester State
Hospital was a budget cut to the Departnent
of Mental Health .7

10
11
12

Chi cago Tri bune, March 13, 2000.

The Bond Buyer, Septenber 14, 1999.

Menphi s Busi ness Journal, August 6, 1999.

The Record (Bergen County, NJ), June 6, 1999.
Tel egram & Gazette (Wrcester, MA), March 26, 2003.

- 8-
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HEADLINE:  “Sen. Wight's interest in issue
guesti oned”

We are enbarking on an exciting opportunity
for an inproved systemof care. Qur new
systemw || be nore clinically driven for
better patient care, while using the great
soci al work apparatus that was previously in
pl ace. .3

HeaDLINE:  “NovaCare buys | ocal occupational health
clinics”

Al t hough NovaCare offers savings from
econonm cs of scale, it provides “clinical
excellence” to its patients, he said. Also,
Nova Care is “a clinically driven conpany,”
with the physicians at the top of an inverted
pyram d hierarchy and the chief executives at

t he bottom
14

In fact, conmbining the dictionary definitions for these
two words, one would expect “clinically driven” woul d nean,
in context, “notivated by patient needs.” Applicant seens
to agree with this general connotation of this two-word term
as well:

[ J]udging fromthe evidence submtted by the
Exam ning Attorney, the term*“clinically
driven” is nost often used to identify a nore
techni cal notivating factor as distingui shed
fromother notivating factors, many of which
are financial incentives, variously described
inthe cited articles as fiscally,
financially, market-oriented, economcally or
cost-driven

13 Ventura County Star (CA), March 6, 1999.
14 Busi ness Journal - Sacranento, July 17, 1998.

-9 -
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Applicant’s brief, p. 6. Interestingly, this appears to be
t he exact neaning that applicant intends to convey with the
first two words of its mark: “Applicant’s software is used
in the healthcare field to assist healthcare businesses in
properly utilizing and coordinating their supplies and
information stemm ng fromtechnical or nedical activities,
as opposed to financial or business considerations.” Id.

As noted earlier, the question of whether a particul ar
termis nerely descriptive is not decided in the abstract,
but in light of software for dealing with healthcare rel ated
information. Accordingly, we do not take seriously
applicant’s suggestion that “clinically” could refer to
clinics for “divorce, reading or other educational concerns,
home repair, inconme tax preparation, or sports training
canps.” Applicant’s appeal brief, p. 7. As was correctly
noted by the Trademark Exam ning Attorney, the fact that a
termmay have different neanings in other contexts is not
controlling on the question of descriptiveness. See Inr

Polo International Inc., 51 USPQ2d 1061 (TTAB 1999) [DOC in

DOC-CONTROL woul d be understood to refer to the “docunents”
managed by applicant’s software, not “doctor” as shown in

dictionary definition].
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Conbi ning the dictionary definitions for the final two
wor ds, one woul d expect the term “resource planning” would
nmean, in context, “a nmethod worked out beforehand for
drawi ng on one’s assets.” “Resource” may have the
connotation of any materials or possession on hand, * natural
resources such as water, or in sone contexts, will have the
connotation of “human resources.” Applicant’s
identification of goods explicitly refers to “resource
managenent” and its literature refers in a simlar context
to “materials managenent.” However, nost of the hits for
“resource planning” the Trademark Exam ning Attorney
included with his Final Ofice action (where the search was
framed in a way that focused on software) were references to
“enterprise resource planning” or “ERP.” These entries nmake
it clear that “enterprise resource planning” is a term of
art for software systens that are used for operational
pl anni ng and adm ni stration and for optim zing internal

busi ness processes, and woul d be broad enough to incl ude

15 HEADLINE: “UNR, State Departnent, Reno Conpanies are

trai ning Russian entrepreneurs,” Reno Gazette-Journal, February
25, 2003.

16 For exanple, the Trademark Exam ning Attorney included three
stories about “water resource(s) planning”: Reno Gazette-
Journal, February 13, 2003; The Deseret News (Salt Lake City,

UT), February 11, 2003; and Al buquerque Journal, February 10,
2003.

1 In Brief: “AMS will provide its Wb-based resource pl anni ng
systemto the Prince WIliam County school district and to the
governnments of Pal m Beach County, Fla., and Cobb County, G.,”
The Washi ngton Post, February 26, 2003.

- 11 -
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personnel and workforce issues, product planning, parts
pur chasi ng, maintaining inventories, interacting with
suppliers, providing custonmer service, and tracking orders:

“Based in Salinas, AgSoft, www. agsofterp.com
devel ops enterprise resource planning systens
for the produce industry. The AgSoft ERP
busi ness system i ncl udes nodul es for nmanagi ng
war ehouse inventory, scheduling ...

“Synbol, which uses SAP"s R/ 3 enterprise
resource planning (ERP) applications, is
considering installing sone of the vendor’s
newer products, such as its portal software.

” 19

“NASA is using an enterprise resource

pl anni ng systemform SAP AGto build its
backbone, addi ng busi ness processes as
nodul es, .72

“CDC, which nakes enterprise resource

pl anni ng software for the manufacturing
sector, said the acquisition of Pivotal would
conplenent its offering. .22

“Based in Irvine, Calif., Epicor sells
software for enterprise resource planning,
known as ERP, and custoner relationship
managenent, or CRM .22

“Rockl ine al so purchased Logility’s freight
paynment and | oad tendering technology and is
installing enterprise resource planning

software fromJ.D. Edwards sinultaneously
” 23

18 The Californian (Salinas, CA), February 13, 2003.
19 Conmput erWrl d, February 10, 2003.

20 Conmput erWrl d, February 10, 2003.

21 The Seattle Post-Intelligencer, Novenmber 19, 2003.
22 I nvestor’s Business Daily, Novenber 13, 2003.

23 Traffic Wrld, Novenmber 10, 2003.

- 12 -
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Accordingly, at least within the context of |arge
enterprises, there appears to be a type of conputer software
known as “resource planning” software. |In fact, applicant’s
website explains that its involved software “nodul es are
designed to conplenent [the custoner’s] existing enterprise

resource planning (ERP) systeni:

“Cerner’s Clinically Driven Resource

Pl anning directly connects your materials
managenent processes to your clinical
processes. Wth this approach, the supply
chai n becones a byproduct of clinical
actions. Supply usage automatically drives
pur chasi ng. " %*

“Cerner’s Clinically Driven Resource

Pl anni ng i ncorporates four ProCure® Supply
Chai n System nodul es, which can be

i npl emented together or individually to
repl ace or conpl enment your existing

i nformati on systens. These nodul es are ...
desi gned to conpl enent your existing
enterprise resource planning (ERP) system
the ProCure dinical Supply Chain inproves
patient safety by linking the use of
supplies and nedications to the appropriate
patient.”?®

In addition, the brochure applicant submtted for the

record states the foll ow ng:

24 http://ww. cerner. com products/products_4a. asp?i d=148
2 I d.



Clinically Driven

Resource Planning
Integrate your Materials Management with Clinical Processes
for a More Effective Supply Chain.”

If you want to bring new efficiencies to your
supply chain, take alook at Cerner’s
Clinically Driven Resource Planningd appli-
cations. Our innovative solutions are untri-
valed in theindustry. No one else can
ensure theright clinical materials are:

= Intheright place

= At theright time

= Intheright quantity

= Of theright quality

= And at theright cost

= To achieve theright clinical outcome.

How do we do it? Cerner’s Clinically Driven
Resource Planning directly connects your
materials management processes to your
clinical processes—from scheduling to care
to outcomes. With this approach, the sup-
ply chain becomes a byproduct of

clinical actions. Supply usage automatically

The Clinically Driven Resource Planning
approach also incorporates patient sched-
ules, clinical pathways, automatic charging
and outcomes reporting. This comprehen-
sive strategy allows you to:

= Anticipate need

= Align resources

= Account for care

drives purchasing.

It seens according to this brochure, the “resources”

i ncl ude | abor, supplies and equi pnment, and the software

i nks these resource requirenents directly to the delivery
of patient care. Applicant also explains that its resource
pl anni ng nodul es shoul d be conpatible with its custoners’
exi sting enterprise resource planning systens.

Hence, when one conbines “clinically driven” with
“resource planning,” it seens clear that the resulting
phrase i mmedi ately conveys information about this conputer
That is,

sof t war e. according to applicant’s own literature

(website and brochure), this particular “resource planning”

software is “driven” directly by the “clinical” processes
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of the health care enterprise — and not by | abor intensive
efforts such as manual requisitioning, educated guesses as
to inventory levels of nedical supplies, conplex scheduling
of clinicians, etc.

It is true, as applicant charges, that the Trademark
Exam ning Attorney did not find any third-party uses of
this exact four-word phrase. However, the fact that
applicant intends to be, or presently is, the first and
only user, anong its conpetitors, of the term*“clinically
driven resources planning” in connection w th conputer
software for use in the healthcare field, does not justify
regi stration when, as here, such termprojects a nerely

descriptive significance. See In re International Gane

Technology Inc., 1 USPQ2d 1587, 1589 (TTAB 1986) [ ON-LINE,

ON-DEMAND is nerely descriptive of conputer lottery

termnals]; In re National Shooting Sports Foundati on,

Inc., 219 USPQ 1018, 1020 (TTAB 1983) [ SHOOTING, HUNTING,

OUTDOOR TRADE SHOW AND CONFERENCE is nerely descriptive of
conducting and arrangi ng trade shows in hunting, shooting,
and outdoor sports products field]; and Inr

Phar maceutical |nnovations, Inc., 217 USPQ 365, 367 (TTAB

1983) [ULTRA/PHONIC is nerely descriptive of diagnostic

ultra sound conductivity or scanning gel].

- 15 -
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Mor eover, applicant criticizes the NEXIS hits pl aced

into the record, citing to

In re Hones & Land

Publ i shing Corp., 24 USPQd

1717 (TTAB 1992). That case is distinguishable on several
bases. First, the Trademark Exam ning Attorney herein did
say that the dozens of NEXI S excerpts provided for the
record were “random” or representative hits. Even nore
significantly, the cited case involved a record contai ning
only three NEXI S excerpts, one of which clearly referred to
the applicant therein. Finally, the Trademark Exam ning

Attorney in Hones & Land Publishing Corp was facing the

chal | engi ng task of denobnstrating genericness. Qur primary
review ng Court has placed on the United States Patent and
Trademark OFfice a heavier burden to denonstrate
genericness, including additional evidence of generic uses
of the termby third parties, than is the case with nerely

descriptive terns. See In re Anerican Fertility Society,

188 F.3d 1341, 51 USPQ2d 1832 (Fed. Cr. 1999) [The United

States Patent and Trademark O fice failed to denonstrate
that the phrase SOCIETY FOR REPRODUCTIVE MEDICINE is a generic

termfor applicant’s services].
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Furthernore, we find that the Trademark Exam ning
Attorney has not inproperly dissected the mark. While he
has di scussed separately the various conponents of this
phrase, he is careful to base his ultimte concl usions on
the comercial inpression of the mark in its entirety.

Applicant is correct in noting that in some cases
where the conponent parts of a conposite mark nmay be
determ ned to be descriptive (or even generic), the
conbi nation of two or nore nerely descriptive conponents
are registrable if the juxtaposition of the words is
determned to be inventive or if it evokes a new and uni que
commerci al inpression. However, if each conponent retains
its nerely descriptive significance in relation to the
goods or services, the conbination results in a conposite

that is itself merely descriptive. See In re Gould Paper

Corp., 834 F.2d 1017, 5 USP@d 1110, 1112 (Fed. Cir. 1988)
[ SCREENWIPE generic for w pes that clean conputer and

tel evision screens]; In re Tower Tech, Inc., 64 USPQRd

1314, 1318 (TTAB 2002) [ SMARTTOWER nerely descriptive of

commerci al and industrial cooling towers]; In re Sun

M crosystens Inc., 59 USPQ2d 1084, 1087 (TTAB 2001)

[ AGENTBEANS nerely descriptive of conputer prograns for use

i n devel opnment and depl oynent of application prograns].
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Appl i cant has not expl ai ned how the juxtaposition of these
ternms creates a unique commercial inpression. Rather, we
find that when “clinically driven” with its descriptive
meani ng, is conbined with “resource planning,” with its

hi ghl y-descriptive, if not generic, significance in
relation to the invol ved goods, the new phrase conprises a

conposite phrase that is itself nerely descriptive.
Accordi ngly, because the phrase CLINICALLY DRIVEN

RESOURCE PLANNING conveys forthwith a significant
characteristic, purpose or function of applicant’s
“conputer software for use in the healthcare field, nanely
software for managi ng, storing, analyzing, maintaining,
processing, structuring, review ng, building, editing,

di stributing, communicating, organizing, sharing,
referencing, nonitoring and integrating healthcare rel ated
i nformation; conmputer software for automating heal thcare
processes, nanely, resource managenent” nanely, that
applicant’s resource planning software systens are driven
by the healthcare institution’s clinical processes, it is
nmerely descriptive thereof within the neaning of the

statute.

Deci sion: The refusal under Section 2(e)(1l) of the

Lanham Act is hereby affirned.

- 18 -



