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Qpi nion by Sims, Admi nistrative Trademark Judge:

A aze, Inc. (“applicant”), a New Jersey corporation,
has appeal ed fromthe final refusal of the Tradenmark
Exam ning Attorney to register the mark VALENCI A for
wri stwat ches.! The Exanining Attorney has refused
regi stration under Section 2(d) of the Act, 15 USC
8§1052(d), on the basis of two registrations held by

different entities: Registration No. 1,308,894, issued

! Serial No. 76440933, filed August 8, 2002, based upon
al  egations of use since July 18, 2002.
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Decenber 11, 1984, Section 8 affidavit accepted, for the
mar k VALENCI A for “pearl necklaces and other jewelry,”

i ssued to The Napier Co.; and Registration No. 2,456, 359,
i ssued May 29, 2001, to Mdwest Dianond Distributors Inc.,
for the mark VALENZI A COLLECTION for “dianond and gold
jewelry, nanely, tennis bracelets, earrings, neckl aces
ring, charm slides and pendants.”?

Applicant and the Exam ning Attorney have submtted
briefs but no oral hearing was requested.

Briefly, the Exam ning Attorney argues that
applicant’s mark and the mark in the '894 registration are
identical, while applicant’s mark and the mark in the ’ 359
registration are simlar in sound, appearance and
commerci al inpression because the word “VALENZI A’ is the
dom nant portion of the VALENZI A COLLECTI ON mark, inasnuch
as the word “COLLECTION’ is generic or descriptive and has
been di sclainmed. The Exam ning Attorney, pointing to
evidence of record fromthe Nexis database, the Internet,
magazi ne adverti senents and third-party registrations,
argues that applicant’s wistwatches and the registrants’
pear| neckl aces and other jewelry as well as dianond and

gold jewelry such as tennis bracelets, earrings and

Z\Wiile it is not clear, it appears that the term “neckl aces ring”
inthis registration should read “neckl aces, rings.”
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pendants are all closely related goods which nmay be sold
side-by-side in jewelry stores.

Applicant, on the other hand, naintains that the mark
VALENCI A is “in commpn use in the trade for various
categories of nerchandise.” Brief, p. 2. 1In this regard,
applicant points to a nunber of registrations which the
Exam ning Attorney had previously cited agai nst applicant,
for such goods as clothing, cigars, hollowware and fl atware
made of precious metal, and candy.® Applicant also argues
that the fact that different entities own the two cited
regi strations denonstrates that the buying public wll not
perceive that applicant’s wistwatches originate fromthe
source as these jewelry products. Applicant’s attorney
does admt, however, Response, p. 2, filed Septenber 29,
2003, that there is evidence which shows that wi stwatches
and jewelry may be sold by the sane retailer
establishments. However, applicant naintains that the
evi dence of record show ng that the sane source may produce

both wistwatches and jewelry is limted.

® The Examining Attorney originally refused registration on the
basis of these other registrati ons because, as the Exam ning
Attorney later explained in his brief, applicant’s original
description of goods broadly stated “wi stwatches and other gift
items.” \Wen applicant subsequently anended its identification
of goods to sinply “wistwatches,” the Exam ning Attorney

wi thdrew the refusal on the basis of these registrations.
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Qur determ nation of |ikelihood of confusion under
Section 2(d) of the Act is based on an analysis of all of
the probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue. See
In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65
UsP2d 1201 (Fed. Gr. 2003); and Inre E.I. du Pont de
Nemours and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
Two key considerations are the marks and the goods or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976)("“The neans of
distribution and sale, although certainly relevant, are
areas of peripheral inquiry. The fundanental inquiry
mandat ed by [Section] 2(d) goes to the cumul ative effect of
differences in the essential characteristics of the goods
and differences in the marks.”).

Upon careful consideration of this record and the
argunents of the attorneys, we believe that the use and
registration of applicant’s mark VALENCI A for wi stwatches
is likely to cause confusion with both registered marks
VALENCI A and VALENZI A COLLECTION for the respective jewelry
itens.

First, with respect to the marks, one of the
registered marks is identical to applicant’s mark. The

ot her registered mark--VALENZI A COLLECTION--i s
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substantially simlar in sound, appearance and conmerci al
i npression, especially whenone gives | ess weight to the
descriptive and disclained word “COLLECTI ON’ in that
registered mark. See In re National Data Corp., 753 F. 2d
1056, 224 USPQ 749, 751 (Fed. Cir. 1985)(“On the other
hand, in articulating reasons for reaching a conclusion on
the issue of |ikelihood of confusion, there is nothing

i nproper in stating that, for rational reasons, nore or

| ess wei ght has been given to a particular feature of a
mar k, provided the ultimte conclusion rests on
consideration of the marks in their entireties.”)

Wth respect to the goods in the application and the two
cited registrations, as the Exam ning Attorney has argued,
it is not necessary that the goods of the parties be
simlar or conpetitive, or even that they nove in the sane
channel s of trade to support a holding of Iikelihood of
confusion (although, in this case, there is evidence that
the goods do travel in the same channels of trade and are
sold in sone of the sanme retail stores). It is sufficient
that the respective goods are related in sone manner,
and/or that the conditions and activities surrounding the
mar keti ng of the goods are such that they would or could be
encountered by the sanme persons under circunstances that

coul d, because of the simlarity of the marks, give rise to
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the m staken belief that they originate fromthe sane
producer. In re International Tel ephone & Tel egraph Corp.,
197 USPQ 910, 911 (TTAB 1978). Moreover, the greater the
degree of simlarity between the applicant’s mark and the
cited registered marks, the |lesser the degree of simlarity
bet ween the applicant’s goods and the registrant’s (or
registrants’) goods that is required to support a finding
of likelihood of confusion. In re Qous One Inc., 60 USPQd
1812 (TTAB 2001).

Here, Nexis and ot her evidence show that the sane
conpany has nmade both watches and various jewelry itens.
Those conpani es include Orega, Cio Blue, Piaget and Mont
Blanc. Oher evidence shows that jewelry stores sell both
wat ches and jewelry, that various facilities repair both
wristwatches and jewelry, that wistwatches and jewelry are
offered for sale at the sane Wb sites on the Internet, and
t hat magazi ne advertisenents of retailers pronote both
wristwatches and jewelry, often on the sanme page. There is
al so evidence that there is a watch and jewelry trade show.
Finally, nunerous third-party registrations show that
various entities nake or sell wistwatches and vari ous
items of jewelry under the sanme marks. Third-party
regi strations which individually cover a nunber of

different itens and which are based on use in commerce
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serve to suggest that the |isted goods are of a type which
may emanate froma single source. See In re Albert Troste
& Sons Co., 29 USPQ2d 1783 (TTAB 1993). This evidence
adequatel y denonstrates that applicant’s VALENCI A
wri stwat ches and regi strant’s VALENCI A pearl neckl aces and
other jewelry are so conmercially related that the average
purchaser, aware of the registered mark for pearl neckl aces
and other jewelry who then encounters applicant’s VALENCI A
wistwatches is likely to believe that these goods cone
fromthe sanme source or are sponsored or |icensed by the
sane entity. Likewse, we find that applicant’s mark for
wri stwat ches so resenbles the registered mark VALENZI A
COLLECTION for various itens of dianond and gold jewelry
that confusion is likely with respect to this registered
mark as well. |If we had any doubt about these concl usions,
in accordance with precedent that doubt nust be resolved in
favor of the registrants. See, e.g., In re Hyper Shoppes
(Chio) Inc., 837 F.2d 840, 6 USPQd 1025, 1026 (Fed. Cir.
1988)

Decision: The refusal of registration on the basis of

both of the cited registrations is affirned.



