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Before Sims, Bucher and Bottorff, Adm nistrative Trademark

Judges.

Opinion by Bottorff, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register

of the mark WESTSI DE BARBELL (in typed form BARBELL

di sclaimed) for goods and services identified in the

application as “prerecorded video tapes featuring

instruction and training in the field of weightlifting,” in

Class 9, and “educational services, nanely, training
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services in the field of strength and conditi oning
training,” in Cass 41.1

At issue in this ex parte appeal are the Trademark
Exam ning Attorney’s final refusals to register applicant’s
mark on two grounds. The first ground for refusal is that
the mark depicted in the application drawing is not a
substantially exact representation of (i.e., it is a
mutilation of) the mark as it appears on the specinens of
record. See Trademark Rule 2.51(a)(1), 37 CF. R
8§2.51(a)(1). The second ground for refusal is that the
speci nens of record do not evidence use of the mark as a
service mark for the recited O ass 41 services.

The speci nens of record applicant has submtted for
its Cass 9 videotapes are the | abels applied to the
packagi ng of the videotapes, a representative sanpl e of

whi ch is reproduced bel ow

1 Application Serial No. 76447366, filed on Septenber 6, 2002.
The application was filed on the basis of use in comerce under
Trademark Act Section 1(a), 15 U S.C. 81051(a). Novenber 16,
1992 is alleged in the application as the date of first use
anywhere and the date of first use of the mark in conmerce on the
O ass 9 goods, and May 20, 1987 is alleged in the application as
the date of first use anywhere and the date of first use in
conmerce of the mark in connection with the C ass 41 services.
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The specinmen applicant originally submtted for the C ass

41 services is an advertisenment appearing in Powerlifting

USA magazi ne, reproduced bel ow (and enl arged):

LOUIE SIMMONS PRESENTS

Training Secrets of
Westside Barhell Club

NOW ON VIDEO!

Squat Workout ..o $54.95
Bench Press Workour oo, $49.95
Beneh: Press Searets oo s smsmsrmisemso immsssmonsive $35.95
BQURC BOCTCS sosrvvssvisvvivnsssm oxvossusassiam s s soringg $29.95
Dead Lift SECrets meeviiiiniinririeisessiepgessssssanes . $29.95
T-Shircs (M. L. XL, 2XL. 3XL) veeevevenenee. > SO $14.95
Shipping/handling .........ccccceuvnnune A _" -, - $5.00

Send check or money order to:
Westside Barbeil Club
1417 Demorest Road

Columbus, OH 43228 & back view of

& dog appears on
back of t-shirt

In its request for reconsideration of the final refusal,

appl i cant requested that the videotape |abels submtted as
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speci nens for the Cass 9 goods al so be considered as
speci nens for the C ass 41 services.

Trademark Rule 2.51(a)(1) provides, in relevant part,
that “the drawing of the trademark shall be a substantially
exact representation of the mark as used on or in
connection with the goods [or services].” It is settled
that an applicant may apply to register any elenment of a
conposite mark if that elenent, as shown in the record,
presents a separate and di stinct commercial inpression
whi ch indicates the source of applicant’s goods or services
and di stingui shes applicant’s goods or services fromthose
of others. See, e.g., Inre Chemcal Dymanics Inc., 839
F.2d 1569, 5 USPQ2d 1828 (Fed. Cir. 1988); In re Servel
Inc., 181 F.2d 192, 85 USPQ 257 (CCPA 1950); and In re
MIler Sports Inc., 51 USPQ@d 1059 (TTAB 1999).

In this case, the Trademark Exam ning Attorney
contends that applicant’s mark, as it appears on the
speci nens, is the phrase TRAI NI NG SECRETS OF WESTSI DE
BARBELL, and that the matter depicted in the application
drawing, i.e., WESTSIDE BARBELL, is an inconplete
representation of that mark. W disagree. Rather, we find
t hat WESTSI DE BARBELL, as it appears on the front panel of
t he vi deotape cover specinmen, is sufficiently spatially

separated fromthe wordi ng TRAI NI NG SECRETS CF that it
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creates its own separate and distinct conmerci al
inpression, and that it therefore may be registered as a
mark. W have carefully considered the Trademark Exam ni ng
Attorney’s argunents to the contrary but are not persuaded.
Accordingly, we reverse the refusal which is based on
Trademark Rule 2.51(a)(1).

We turn next to the refusal to register the mark in
Cl ass 41 on the ground that the specinens of record do not
show use of WESTSI DE BARBELL as a service mark for the
recited services, i.e., “educational services, nanely,
training services in the field of strength and conditioning
training.” Qur primary review ng court has held that a
“service” is “the performance of |abor for the benefit of
another.” In re Canadian Pacific Ltd., 754 F.2d 992, 994,
224 USPQ 971, 973 (Fed. Cir. 1985). The recited services
clearly are a “service” under this definition, and we w ||
presune that applicant in fact renders such services.
However, the issue in this case is not whether the recited
services constitute “services,” or whether applicant in
fact provides those services. Rather, the issue is whether
t he speci nens of record denonstrate use of the mark as a
service mark for those services.

Trademark Rule 2.56(b)(2), 37 CF. R 82.56(b)(2),

provi des that “[a] service mark speci nen nmust show t he mark
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as actually used in the sale or advertising of the
services.” In this case, applicant’s specinens clearly are
not advertisenents for the recited services because they do
not show the requisite direct association between the mark
and the recited services. See In re Adair, 45 USPQ2d 1211
(TTAB 1997); In re Johnson Controls, Inc., 33 USPQ2d 1318
(TTAB 1994). The original Cass 41 specinmen (the

advertisenment from Powerlifting USA nagazine) is an

advertisement for applicant’s videotape series, not an
advertisenment for the recited services; indeed, the
adverti sement contains no reference to the recited
services. Likew se, the videotape covers thensel ves are
not advertisenents for the recited services, because they
make no reference to the services per se. The text on the
back panel of the videotape cover includes references to
the “exercises and techni ques that have produced sone of
the strongest nmen and wonen in the world of powerlifting,”
but those references are to the content of the videotapes
t hensel ves; they are not advertisenents for the recited
educati onal services.

However, applicant contends that even if the videotape
cover specinens do not show use of the mark in the
advertising of the services (because they nmake no direct

reference to the services), they nonethel ess are adequate
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servi ce mark speci nens because they show the mark as it is
used in the course of the actual performance or rendering
of the services. Applicant notes, correctly, that where

t he speci nens show use of the mark in the rendering (as
opposed to the advertising) of the services, a reference to
the services on the specinen itself may not be necessary.
In re Metriplex Inc., 23 USPQ2d 1315 (TTAB 1992); In re
Eagl e Fence Rentals, Inc., 231 USPQ 228 (TTAB 1986); and In
re Red Robin Enterprises, Inc., 222 USPQ 911 (TTAB 1984).
Applicant has submtted the declaration of its president,
who states, inter alia, that “our educational services are
delivered through the content of the video series that we
publish.”

W are not persuaded by this argunent. The Board
rejected a very simlar argunent in the case of Inre
Landmar k Communi cations, Inc., 204 USPQ 692 (TTAB 1979).

In that case, the applicant sought to register the mark THE
DAILY BREAK as a service mark for “educational and

entertai nment services conprising the collection, printing,
presentation and distribution of a newspaper section of
cultural and leisure information” on various topics. The
speci nen of use submtted by the applicant was a copy of

t he newspaper section which bore the mark as its title, as

published in the applicant’s newspaper. The Board rejected
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the applicant’s contention that, in publishing the

newspaper section, it was perform ng or rendering the

recited services, or any service. “Applicant sells goods,
not services for every individual reader.” 204 USPQ at
696.

Simlarly in this case, in publishing its videotape
series, applicant is manufacturing and selling finished
goods, not performng or rendering a service to the order
of or for the benefit of individual purchasers. The
purchaser is not receiving educational or training services
fromapplicant, but rather is purchasing an educati onal
vi deot ape produced by applicant, i.e., a product. Just as
a newspaper publisher is not rendering educational or
i nformational services nerely by publishing a newspaper
section with educational content, applicant herein is not
renderi ng educational services nerely by publishing its
educat i onal vi deot apes.

In the above-cited cases of Inre Metriplex, In re
Eagl e Fence, and In re Red Robin, the speci nens were deened
accept abl e because they showed how the respective marks
were being used in connection with the recited services as
the services were being perforned, i.e., during the
transm ssion of data via conputer in Metriplex, during the

rental of fencing in Eagle Fence, and during the
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performance of entertai nment services in Red Robin. 1In the
present case, by contrast, any activity or |abor perforned
by applicant in producing and publishing its videotape
series had already concluded by the tinme the purchaser buys
t he vi deot apes; the purchaser is not paying for an ongoi ng
provi sion of services by applicant, but rather is paying
for a finished product, i.e., the videotape.

Again, the issue here is not whether applicant is in
fact rendering the educational and training services
recited in the application, but rather whether the
speci nens of record denonstrate service nmark use of the
mark in connection with such services. For the reasons
di scussed above, we find that they do not. W note that in
the application, applicant stated in its “nmethod of use
clause” that it uses the WESTSI DE BARBELL nmark as a service
mark in advertisenments for the services, and in brochures
whi ch describe the services. Such advertisenents or
brochures (for exanple, a yell ow pages advertisenent for
applicant’s Col unbus, Ohio gym or a brochure advertising
or describing the training services conducted there, or an
adverti senment or brochure for a sem nar or other event at
which the recited services are actually rendered) woul d be
accept abl e service mark speci nens (assum ng that they

di splay the mark at issue). However, no such

10
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advertisements or brochures are of record, and the

speci nens which are of record sinply do not evidence use of
the mark in connection with the recited services. W
therefore affirmthe refusal to register the mark as to the

Cl ass 41 services.

Decision: The refusal to register the mark under
Trademark Rule 2.51(a)(1l) is reversed. The refusal to
regi ster the mark under Trademark Rule 2.56(b)(2) as to the
Class 41 services is affirmed. The application shal
proceed to publication for opposition as to the Cass 9
goods identified in the application only (and not as to the

Cl ass 41 services).
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